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Succinct statement of the questions here in- 
volved and the manner in which they are 
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Decisions on the patent in suit.......... 


The preliminary injunction and decree there- 
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The infringement found in the prior suit 
and on the motion for preliminary injunc- 
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The vital element of the claims 5 and 35, in 
suit, is the universal joint or swinging arm. 
Everything else was concededly old......... 


The several elements of the sound repro- 
ducing apparatus of the claims 5 and 35 in 
suit. The combination of claim 35 is composed 


of more than two elements................ 


The decree for contempt and the single find- 
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The logical and erroneous effect of the find- 
ing of the decree for contempt............... 


The sound record is a temporary part of the 
combination forming the sound reproducing 
apparatus of the patent in suit and it is in- 
tended that the sound record shall frequently 
be replaced. The rest of the apparatus, ex- 
cept some forms of needles, is permanent in its 
nature and will last indefinitely for years.... 
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Complainants and their licensees sold the 
combination of claim 35, the sound repro- 
ducing apparatus, including the sound ree- 
ord thereof, to purchasers, without any restric- 
tion whatever 
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Defendant company’s disc sound records are 
unpatented articles of commerce of the prior 
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The mechanical feed-device machines of the 
prior art and the present day............- 46 


Defendant’s disc sound records are articles 
of commerce sold for export, and exported, to 
foreign countries in large quantities........ 54 


Assignment of errors. 


POINT ONE. The sound record is a tempo- 

rary element of the combination forming the «| 
machine of the patent in suit and it is intended | 
that the sound record shall frequently be re- H 
placed. The machine has no other use. It is | 
well settled law that purchasers of such com- | 
binations from the patentee or his licensees | 
have the right to replace such temporary parts, 

and that any manufacturer has the right to 

sell such parts to such purchasers for such pur- 

pose. The Courts below, therefore, erred in 

holding that defendant violated the injunction 

by selling records with the intent that the same 

should be used in combination with the other 

elements of claim 35, in machines sold by com- 

plainants or their licensees combined with such 
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The Morgan Envelope Company case in the 
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The Morgan Envelope Company case in this 
Court and this Court’s opinion therein (152 
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POINT TWO. The Circuit Court of Appeals, 
following the decisions of this Court, has held 


that the purehaser of a patented combination , 


has the legal right immediately to substitute 
for an important or essential element of the 
combination one which he conceives to be bet- 
ter suited to his purposes, even though such 
element was intended to be permanent; and 
that any one has an equal right to make and 
sell such elements to such purchaser for such 
purpose (Thomson-Houston Electric Co, v. 
Kelsey Co.,.75 Fed. 1005)... 0.0. ccccreevese 


POINT THREE. The argument of complain- 
ants’ counsel is based upon overruled cases. . 


POINT FOUR. Judge Hough's opinion in the 
Circuit Court of Appeals is clearly in con- 
flict with the controlling decisions of this 
Court and with the decision of the Circuit 
Court of Appeals in Thomson-Houston Co. v. 
Kelsey Co., Fed. 1005. Judge Wallace’s 
opinion is correct and in accordance with the 
well settled law 








Judge Wallace's opinion................. 
Judge Hough’s opinion.................. 


POINT FIVE. No question of contributory 
infringement is here involved. Judge Ship- 
man’s decision in Am. Graph. Co. v. Leeds, 
87 Fed. 873, cited by the Circuit Court, 
bears no analogy to the case at bar. Judge 
Grosscup’s opinion in Am. Graph. Co. v. Amet, 
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POINT SIX. Complainants and their licen- 
sees having sold the combination of the pat- 
ent to purchasers without restriction as to the 
records to be used to replace those purchased, 
it is well settled law that defendant has the 
right to sell records to such purchasers for 
use in replacing records purchased with ma- 
chines from complainants and their licensees. 111 
































POINT SEVEN. Defendant’s dise sound-ree- 
ords are unpatented articles of commerce of 
the prior art, which defendant could legally 
sell for use in the United States on mechanical 
feed-device machines, for export to foreign 
countries, concededly for repair of machines 
sold by complainants, and for other lawful 
purposes. There is no authority holding a 
party liable as an infringer solely because an 
article sold by him might be, or was, in fact, 
used by the purchaser as one element of a 
patented combination. The tendency of the 
later decisions is to do away with unwarrant- 
able restrictions upon trade............0006 114 


POINT EIGHT. Complainants and their li- | 
censees, by selling the sound reproducing ap- 

paratus of claim 35 of the patent in suit, im- 

pliedly licensed the purchaser thereof to com- 

bine a suitable record therewith, in every case 

where the apparatus was sold without a sound- — } 
record combined therewith, and for that pur- 
pose to purchase such a record from persons 
other than complainants or their licensees.... 120 


POINT NINE. The finding of the Circuit 
Court places an intolerable burden upon de- 
fendant’s conceded right to make and sell the 
unpatented sound-records of the prior art.... 125 
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POINT TEN. The question raised in the Cir- 
cuit Court upon the motion to punish defend- 
ant for contempt was an entirely new question. 
The act for which defendant was held to be in 
contempt was not included in the preliminary 
injunction or in the decree therefor. Under 
such circumstances the motion should have 
been denied and complainants left to raise the 
question by appropriate proceedings other than 
a motion to punish for contempt.......... 


POINT ELEVEN. Complainants presented no 
proof whatever that the sound-records sold 
by defendant were in a single instance used 
or intended to be used in any infringement 
of the claims in suit; no proof whatever that 
the sound-records sold by defendant were used 
for the reproduction of sound on any machine 
of any construction. The mere making and 
selling of an unpatented article is not an in- 
fringement of a claim for a combination of 
which that article is an element............. 


POINT TWELVE. The record in the contempt 
proceedings includes the record in the injunc- 
tion proceedings. The patent in suit having 
expired before the suit was begun, the Cir- 
euit Court was without jurisdiction to enter- 
tain the suit. The claims in suit, moreover, 
are void. Hence the judgment finding defend- 
ant in contempt (a) was void, because beyond 
the jurisdiction of the Court, and (b) should 
be set aside, because, the claims being void, 
the injunction was improperly granted...... 
CONCLUSION. The order affirming the judg- 
ment or decree finding defendant in contempt 
should be reversed with costs and the cause re- 
manded to the Circuit Court, with directions 
to discharge the rule to show cause. . 
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Leeps & CaTLIN COMPANY, 
Petitioner, 


- vs. 
Ocroser TERM, 


1908, No. 81. 
Victor TALKING MACHINE Com-. 0s oubl 


PANY and UNITED STATES 
GRaMoPHONE CoMPANY, 
Respondents. 





PETITIONER’S BRIEF. 
Statement. 


Supreme Court of the United States. 


This cause comes here on writ of certiorari to , 
the United States Circuit Court of Appeals for | 
the Second Circuit. | 
At the time of the granting of the petition for } 
writ of certiorari to review the contempt proceed- | i 
ings here involved, which petition was No. 743 of 
the October Term, 1906, this court also granted 
the petition for writ of certiorari to review, upon 
the merits, the injunction proceedings in the same j 
suit, which petition was No. 742 of the October ; 
Term, 1906. 1 
The record in the contempt proceedings here in- | 
w ! volved consists of two parts; first, the record in 


. 
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the injunction proceedings, hereinafter referred to 





as “inj. "; and, second, the subsequent contempt 
proceedings, hereinafter referred to as “con. rec.”, ay Cea 
in which defendant, the petitioner above named, 
was charged with a violation of the injunction, be oa 





found guilty, and, by final judgment, ordered to 
pay a fine of $1,000, one-ha!f to respondents, and 
one-half to the United States (con. rec., p. 75). 

By stipwation (con. rec., p. 99), the printed 
record in the injunction proceedings, No, 307 of 
the October Term, 1907, and now No. 80 of the 
October Term, 1908, is to be used as part of the 
record in the contempt proceedings here involved, 
No, 308 of the October Term, 1907 and now No, 81 
of the October Term, 1908, to avoid the unneces- ti 
sary expense that would be incurred by printing 
gain in the contempt proceedings the record 
printed in the injunction proceedings. Briefly the 
record in the contempt proceedings, No. 81, con- 
sists of the record in the injunction proceedings, 
No, 80, and the subsequent contempt proceedings 
printed in No. 81. 









Succinct Statement of the Questions 
Here Involved and the Manner 
in Which They Are Raised. 


The judgment or decree of the Circuit Court find- 
ing defendant in contempt (con. rec, p. 75) was 
affirmed by a divided court in the Circuit Court of 
Appeals, Hough, D../., with’ whom Coxe, C. J., 
concurred, writing the opinion of the majority, and 
Wallace, C. J., writing a dissenting opinion (con. 
rec, pp. 90-96). THE QUESTION OF PATENT LAW 
INVOLVED IS ONE OF GREAT IMPORTANCE AND, AS 
JupeE WALLACE STATES IN HIS DISSENTING OPINION, 
THE RULE OF INFRINGEMENT ADOPTED RY THE MaA- 
JORITY OPINION “NOT ONLY EXTENDS THE MONOPOLY 
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erred to OF THE PATENT TO AN UNPRECEDENTED EXTENT, BUT 
ontempt IS SUBVERSIVE OF THE RIGHT OF A PURCHASER OF THE 
me ree, a an PATENTED THING TO REALIZE ITS FAIR MEASURE OF 

named, USEFULNESS BY MAKING NECESSARY REPARATIONS OR 
unction, ee CHANGES BY WAY OF IMPROVEMENT.” The question 
Jered to of law raised by the facts is one of general applica- 
nts, and tion and importance. 

TH). Briefly stated, the question involved is this: 

printed The petitioner manufactured and sold dise 
. 807 of sound-records. The respondents manufactured and 
vot the sold sound reproducing machines combined with 
t of the such dise sound-records. The combination of the 
nyolved, sound reproducing apparatus and the record was 
v No. 81 covered by claim 35 of the Berliner patent here 
unneces- o “as ~ in suit owned by respondents. The sound-ree- 
punting ord was an unpatented article which had existed 
e record and been used in the prior art. Respondents’ | 
‘iefly the ee sound reproducing machine was so constructed 
81, con- that it was intended that the record to be used 
‘eedings, thereon for the reproduction of sound could and 
ceedings should frequently be replaced and the sound-record 

4 was of such character that the destruction thereof 

was certain, within a very limited period of time, 
istions if the sound-record was used on the machine for the 
anner reproduction of sound. The parts of the patented 
' . combination, other than the sound-record, that is 
nt find- the sound reproducing machine, would last in- 
75) was definitely for years. Respondents sold the pat- “a ! 
Court of ented combination, consisting of the sound repro- { 
eC. J, ducing machine and the sound-record, to purchasers | 
rity, and ae without restriction, and, thereafter, constantly, j 
ote (con. sold new records to such purchasers to enable them : 

T LAW Be to enjoy the machine and continue it in use, Peti- { 
AND, as ee tioner sold sound-records to persons who had pur- 4 
OPINION, chased from respondents the patented combination j 
THE MA- > and the Circuit Court found that petitioner sold | 
OS OPOLY the sound-records to such persons with the intent 1 


that petitioner’s sound-records should be used by 
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such persons with the other parts of the patented 
combination, the sound reproducing maclrine, ‘ 
which the respondents had sold to them, combined 
with similar records. 

- In its essence, the important question of law in- 
volved is whether a person iho has purchased a 
patented combination from the patentee has the 
right to replace an unpatented clement of the com- 
bination and for such purpose to purchase such 
element from another than the patentee or his 
licensee. The majority of the Circuit Court of Ap- 
peals has held that such replacement of the single 
unpatented element of the combination is recoun- 
struction and not within the rights of the purchaser 
of the patented combination from the patentee. 
The error of this holding, it is respectfully sub- 
mitted, clearly appears from the dissenting opinion 
of that very able and learned jurist, Judge Wal- 
lace, who wrote the opinion in the Jforgan Envelope 
Company case in the Circuit Court (40 Fed., 577) 
with which this Court agreed (152 U. S., 425). 
Judge Wallace’s opinion and the opinion of this 
Court in the Morgan Envelope Company case are 
considered at pages 70, 73 of this brief. The 
decision of this Court in Wilson y. Simpson, 9 
How., 109 is hereafter set forth at page 77 and that 
of the Circuit Court of Appeals in Goodyear Co. v. 
Jackson, 112 Fed., 146, 150, at page 68. From 
these and other cases cited, it is clear that where _ 
an inventor so arranges the parts of his patented 
combination that the combination or machine 
cannot satisfactorily, successfully or usefully be 
continued in use, without the successive replace- 
ment of one of the elements thereof, the replace- 
ment of such an element, if unpatented, by the 
purchaser of the combination from the patentee is 
in accordance with the intention of the patentee 
and not a reconstruction of the patented combina- 
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tion, but an act within the rights of the purchaser. 
And this is so, as this Court held in Wilson vy. Simp- 
son, supra, even though the element replaced is “an 
essential and distinct constitutent of the principle 
or combination of the invention” (see opinion quoted 
infra, p. 77). In the Morgan Envelope Company 
case this Court held, affirming Judge Wallace, that 
the purchaser of the patented combination there 
involved had the right to replace the paper of the 
patented combination so long as the fixture with 
which the paper was combined would endure, and 
that the replacement of the paper was not a recon- 
struction of the patented ccmbination, but an act 
within the rights of the purchaser. In Wilson v. 
Simpson, this Court held that the replacement of 
the knives, the effective and essential tools, of a 
patented combination, constituting a planing ma- 
chine, by the purchaser from the patentee, was not 
a reconstruction, but the doing of an act which 
the purchaser had a right to do in order to enjoy 
the use of his purchased machine. In the Vorgan 
Envelope Company case this Court squarely held 
that to compel the purchaser of the patented com- 
bination to purchase the paper required for the use 
of the combination from the patentee would be to 
give to the patentee of the combination a monopoly 
of the unpatented paper. : 

The analogy between the unpatented paper of 
the patented combination of the Jorgan Envelope 
Company case and the unpatented sound-record 
of the patented combination of the case at bar 
and between the machines proper thereof, is very 
clearly stated by Judge Wallace in the first para- 
graph of his dissenting opinion. Judge Wallace, 
referring to the sound record, said: 

“Its relation to the machine proper is analogous 
to that of the sheet of paper in a typewriting 
machine or the stalks of corn in a corn cutter. /t 
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is the thing which is operated on by the machine 
proper.” 

In the Morgan Envelope Company case this 
Court gave a similar illustration, saying (152 U. 
S., 425, 433) ;— 


“Tf a log were an element of a patentable 
mechanism for sawing such log, it would, upon 
the construction claimed by the plaintiff, re- 
quire the purchaser of the sawing device to 
buy his logs of the patentee of the mechanism, 
or subject himself to a charge of infringe- 
ment.” 





This Court rejected the construction claimed by 
the plaintiff in that case and held that, in all cases 
of patented combinations, wherein a particular, 
unpatented element must be renewed periodically, 
whenever the patented combination constituting 
the device is put to use, it would be giving to the 
patentee of the combination the benefit of a pat- 
ent upon the unpatented element, by requiring 
such element to be bought of him. 

Applying these principles, this Court said (p. 
433) ;— 

“In this view the distinction between repair 
and reconstruction becomes of no value, since 
the renewal of the paper is in a proper sense 
neither the one nor the other.” 

The fundamental error of the courts below in the 
ease at bar (discussed infra, pp. 65, 83) resides 
in their failure to perceive that the renewal of such 
an element of a patented combination is neither re- 
pair nor reconstruction. This appears from Judge 
Hough’s statement (con. rec. p. 92) ;— 

“We perceive no substantial difference in the 
meaning of these words” (“replacement and re- 
pair”). 

The renewal of the paper in the fixture, thereby 
renewing the patented combination, was the exer- 





Raymond R. Wile 
Research Library 


et i 


7 

machine cise of the right of replacement or substitution, 

hereinafter considered, under the decisions of this 

case this Court at p. 86. Such right was acquired by the 
(152. U. purchase of the patented combination, being neces- 

sarily implied in the sale and purchase. It was 
analogous to, yet not quite the same as, the re- 
“Placement of the cutting-knives in the planing. 
machine of Wilson y. Simpson. The principle evi- 
dently is that whenever a patented combination is 
sold and it is intended that one of the elements 
of the combination shall be “periodically” renewed, 
whenever the device is put to use, the purchaser 


atentable 











aimed by has the right to renew that element and is not 
all cases obliged to purchase that element, if unpatented, 
irticular, ns from the patentee of the combination, since other- 
iodically, . wise the purchaser would be deprived of the reason- 
sertuting : able use of his purchased machine. 
ng to the se In the case at bar complainants’ sound repro- 
of a pat- ducing apparatus operates upon the record, just 
requiring as the saw operates upon the log. In each case, 
when the operation of the machine is finished, the 
sckd (p. thing operated on, the record or the log, must be 
renewed. It would be unreasonable to suppose 
en repair that the operator must continue to saw the same 
ue, since , log or to play the same record. Such was not the 
per sense intention when the patented combination was sold 
and purchased. So it was with the toilet paper ; 
ow in the id and with the cutting-knives. In order to enjoy the i 
) resides use of the purchased, patented machine, the pur- j 
1 of such chaser had the legal right, according to the uni- 
‘ither re- form decisions of this Court, periodically to renew 
m Judge Pi any element, the renewal of which was necessary 1 
w for the enjoyment of the machine when the machine 
. _ oe was put to use. 
ee . Under Point Two, set forth at page 86 of this 
brief, the decisions of this Court are cited, holding 
that where a patentee sells his patented article, * 
, thereby < 
figexens the article passes out of the monopoly of the pat- 


ent and ceases to be under the protection of the 
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patent laws of the United States, and that a pur- 
chaser acquires the right to repair the purchased 
article or to improve upon it or to deal with it as 
le pleases without further payment of royalty or 
tribute to the patentee. Under these decisions, the 
Circuit Court of Appeals for the Second Cireuit, 
in Thomson-Houston Co. vy. Kelsey Co., T5 Fed., 
1005, considered infra at pages 80-90, held that 
the purchaser of a patented combination had the 
right, immediately upon his purchase, to substitute 
for a single element of the combination, purchased 
from the patentee, a similar element purchased 
from another than the patentee; and that this 
right existed irrespective of the reason why the 
purchaser desired to make the substitution. 

The effect of the decision of the majority of the 
Circuit Court of Appeals is clearly to give to the 
respondents a monopoly of the manufacture, sale 
and-use of an article which is unpatented and 
which was known and used in the prior art, and to 
deny to persons who purchased, without restric- 
tion, the patented combination from respondents 
the right to secure the unpatented sound. records 
for use therein, unless, after having paid the full 
royalty for the patented combination, they pay a” 
further royalty to respondents in purchase of the 
unpatented records from respondents, Such a de- 
cision, Judge Wallace points out, overrules the 
decision of the same Court in the “trolley stand” 
vase (Thomson-Houston Co. y. Kelsey Co., 75 Fed., 
1005), wherein the controlling decisions of this 
Court. were cited and followed, as shown under 
Point Two (p. 80) of this brief. 








Decisions on the Patent in Suit. 
The cause is a patent cause in equity. The pat- 
ent in suit, No. 534,543 ‘of Feb. 19, 1895, to Ber- 
liner for a Gramophone (inj. rec. p. 452) was sus: 
tained at final hearing by Judge Hazel in a prior 
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suit (Victor T, M. Co. v. Amer, Gramophone Co., 
140 Fed. 860) and the decree was attirmed on ap- 
peal, upon Judge Hazel’s opinion, except as to the 
question of prior use (145 Fed. 350), Thereupon 
a motion for injunction was made against this de- 
fendant and granted by Judge Townsend (146 
Fed. 534). The injunction was stayed pending ap- 
peal (inj. rec. p. 330) and the decree for injunc- 
tion was affirmed on appeal (148 Fed, 1022). 
Subsequently this Court granted a writ of certi- 
orarj to review the decree for injunction (206 U, S. 
563) and, thereafter, denied respondents’ motion 
to increase the bond filed by petitioner when the 
injunction was stayed pending appeal ( U.S. 


). 


The Preliminary Injunction and De- 
cree Therefor. 





The preliminary injunction (con. rec. p, 9), 
which followed the decree therefor (inj. ree, p. 328), 
read as follows: 


“Now, therefore, we strictly command and 
enjoin you, the said Leeds & Catlin Company, 
and your associates, servants, clerks, agents 
and workmen, and each and every one of you, 
from manufacturing, using, or selling, until 
further order of this court, sound reproducing 
apparatus or devices embodying the subject 
matter of claim 35 of the letters patent in suit, 
which claim reads as follows, namely: 


‘35. In a sound reproducing apparatus 
consisting of a travelling tablet having a 
sound record formed thereon and a repro- 
ducing stylus shaped for engagement with 
said record and free to be vibrated and pro- 
pelled by the same, substantially as de- 
scribed.’ 


and from manufacturing, using or selling, 
or in any way disposing of apparatus or de- 
vices which embody the method specified in 
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” claim 5 of letters patent in suit, which claim 
reads as follows, namely: 

‘S. The method of reproducing sounds 
from a record of the same which consists in 
vibrating a stylus and propelling the same 
along the record by and in accordance with 

al the said record, substantially as described.’ 
and from using or employing in any way the 

method specified in said claim 5.” 
Upon the settlement of the above decree for pre- 
liminary injunction, complainants’ counsel pre- 
w sented an order (con. rec. pp. 71-72) containing a 
provision restraining defendant from “manu- 
facturing, using or selling or in any way disposing 
of apparatus or devices” “which is intended to - 
be operated in accordance with said method claim 
- 5.” This order, however, was not signed by Judge 
Townsend (con. rec, p. 69) and such provision is 
not contained in the preliminary injunction or de- 

cree therefor, 


The Infringement Found in the Prior 
- Suit and on the Motion for Pre- | 
liminary Injunction in this Suit. 


In the prior suit, as stated by Judge Hazel. (140 
Fed. 860, 866), infringement was not controverted, 
nor was it, by reason of the decision in the prior 
suit, open to defendant to controvert it upon the 
motion for preliminary injunction in this suit. In 
both suits the validity of the patent was attacked. 

There was, therefore, no expression of opinion = pm 

whatever by the Courts as to what constitutes an 

~ infringement of claims 5 and 35 of the patent suit. 

j It is necessary, therefore, to refer to the records 

in order to ascertain what the proof of infringe- 

ment was in each suit. The evidence shows (aff. 

Hicks, con. rec. p. 68), that in the prior suit of 
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hich claim | these complainants against the American Grapho- 
phone Company (140 Fed. 860, affirmed 145 Fed. 

ng sounds ah BS 350) ;— 

consists in 

x the same 


ditrice with n 
described.” upon the followi 


found at page 15 of the record on appeal in 
iy way the that suit: 





“The proof of infringement by the Ameri- 
<6 can Graphophone Company in that suit rested 
x stipulation, which is to be 





‘It is stipulated between counsel that the 
cee for pre- foregoing exhibits marked respectively ‘Com- 
umsel pre- plaints’ Exhibit, Defendant’s Machine,’ and 
taining a ‘Complainants’ Exhibit, Defendant’s Sound 
Record’ were made by the defendant and 
sold within the Southern District of New 


I 
in “manu 
y disposing York subsequent to the date of the patent in 
utended to a) suit and prior to suit brought and that the 
‘thod claim said record exhibit was made for use upon 


ud by Judge the said machine exhibit and was so used.’ 


rovision is “There was no other proof of infringement, 
‘tion or de- and the proof of infringement in that suit, 
therefore, is confined to the manufacture, sale 
and use by the American Graphophone Com- 


ac_Prior pany of the invention of claims 5 and 35 of 
tor Pre- He patent in suit as embodied in the said ex 
ls Suit. 
Referring to the proof of infringement in the 

Hazel (140 prior suit, Mr. Leeds, in his affidavit, says (con. 
introverted, ree. p. 30) ;— 
RUE prion “In the prior suit against the American 
spon the Graphophone Company, as appears from the 
is suit. In record in said suit, the infringement charged 
x attacked. was based upon a stipulation between counsel 
of opinion he for complainants and defendants in that suit 
iitutes an that defendant had made and sold a machine 
patent suit and a sound record which were offered in evi- H 

. = dence, and that the said record exhibit was 
he records made for use upon the said machine and was 
of infringe- so used. The proof, therefore. was under the 
shows (aff. stipulation that the defendant in that suit 
ior suit of - j made, sold and used all the elements covered 


by claims 5 and 35 of the patent in suit and in- 
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fringement was accordingly found. The right 

to make and sell sound records independently 

of the machines was in no way litigated in the 

prior suit, and was not passed upon by the 
_ courts in the prior suit.” 





Referring to the proof of infringement upon the 


motion for preliminary injunction in this suit, Mr. 


Leeds, in his affidavit, says (con. rec. p. 30) ;— 


“Upon the motion for preliminary injune- 
tion in this suit, the infringement alleged was 
that defendant had sold a sound reproducing 
machine, known as the Ohio Talk-o-phone, 
together with disc sound records. The sound 
reproducing machine, or Talk-o-phone, was a 
machine not manufactured or sold by com- 
plainants or their licensees, and the combina- 
tion of said machine and said sound records 
sold by defendant was held to be an infringe- 
ment of claims 5 and 35 of the patent in suit, 
said holding being based upon the finding in 
the prior suit. The preliminary injunction and 
the decree, therefore, in this suit enjoins de- 
fendant from making, using or selling sound 
reproducing apparatus or devices embodying 
the subject matter of claims 5 and 35 of the 
patent in suit, and from using or employing 
in any way the method specified in said 
claim 5.” 


Upon the question of infringement in the prior 


suit and in this suit, the evidence further shows 


(aff. Hicks, con. rec. p. 69) ;— 


“Upon the motion for preliminary injune- 
tion in this suit, the sole proof of infringe- 
ment consisted in affidavits alleging that de- 
fendant sold a machine known as the Ohio 
Talk-O-Phone, together with sound records 
for use thereon. Defendant admitted that in 
the settlement of an account with the Talk-O- 
Phone Company it had taken in part pay- 
ment a few Talk-o-phones. Hence, in the 
prior suit, the question of infringement was 
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13 
confined to the making, using and selling by 
defendant of machines and sound records for 

- use thereon, and in this suit the question of 
infringement was confined to the selling by 
defendant of machines not licensed by com- 

a plainants, together with sound records, for 
use thereon. In each case the machines coin- 
bined with the records embodied the inven- 
tion of claims 5 and 35 of the patent in suit, 
and did not operate by the aid of mechanical 
feed-devices of the prior art. The questions 
which complainants seek to raise upon this 
motion were not adjudicated by the Courts, 
either in the prior suit or in this suit.” 


It is clear, therefore, that in the prior suit and 
in this suit the question here involyed was in no 
way litigated or passed upon; that the finding of 
infringement, which was not controverted in 
either suit, rested upon proof of the making, 
using and selling of sound reproducing apparatus, 
containing al] of the elements of claim 35 and 
operating according to the method of claim 5, 
which machine and record had not been made or 
sold or licensed by complainants or their licensees, 

The attempt of complainants to misstate the 
scope of the decision in the prior suit met with 
the most severe condemnation by Judge Hazel 
(145 Fed. 188). In the prior suit, immediately 
after the entry of Judge Hazel’s final decree, 
complainants sent a misleading circular to the 
trade dated October 28, 1995. In that circular 
it was stated that Judge Hazel’s decision placed 
the Victor Company “in control of the dise situa- 
tion,” and, in addition, complainants said in the 
circular, 

“but all dealers who continue to handle in- { 


fringing machines and records we shall un- 
questionably hold liable.” { 


Thereupon the American Graphophone Com- 
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- pany moved before Judge Hazel to compel com- 
plainants to recall the circular, and Mr. Lyle 
in his affidavit in support of the motion, said ;— 


“In the second place, since the suit relates 
to dise talking machines and not to dise rec- 7 
ad ords, since all goods are licensed in any 
event, and since the operation of the decree 
has been suspended by order of the court— 
we should not be called upon to rectify the 
wanton injury.” 


The opposing affidavit of Mr. Douglas of the 
Victor Company made no denial of the statement 
that the suit related to disc talking machines and 
not to dise records. Judge Hazel, though deny- 
ing the motion to compel the complainant to re- - 
call its original circular or give the relief sought, 
= because doubtful upon the question of jurisdic- 

tion, said (145 Fed. 188) ;— 


“The asserted good faith of the complain- 
ant is not entirely beyond question. * * * 
This is shown by its omission to state in the 
circular that the defendant had the legal 
right to sell the records, and by its precipi- 
tancy in publishing or advertising the de 
cision of the Court. * * * The circular 
may not have been false or fraudulent, and | 
counsel’s interpretation of the opinion may 
not be inaccurate; but knowing that the case 
a would be reviewed on appeal. * * *° 





That case was No. 8627 in the Circuit Court and 
the papers filed therein show the foregoing facts. 
The complainants’ circular was artfully worded, 
and its good faith was not beyond question. 
“The defendant had the legal right to sell the, BI 
—aate records.” In their circular complainants spoke of 
“infringing machines and records” which Judge 
Hazel said may not have been a false and fraudu- 
lent statement, and may not have been inaccurate. 
ad Clearly, in Judge Hazel's opinion, the statement 
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ypel com- was misleading and the bad faith of complainants 
Mr. Lyle apparent. The decision sustaining the patent 
said j— ‘ ie upheld the combination only of the record with 
4. . the reproducing machine. This was the extent 
Le ae aL & of the adjudications by the courts upon the ques- 
in any tions first presented for decision upon the motion 
he decree to punish this defendant for contempt. 
v court— In an attempt to explain away the clear intima- 
sctify the tion made by Judge Hazel (145 Fed. 188), that’ 
complainants’ misleading circular with reference to 
as of the Judge Hazel’s decision in the prior suit on the 
atement patent here involved, not only indicated the bad 
hines and faith of complainants, but was also false and 
igh deny- fraudulent, complainants’ counsel in his reply 
int to re- = « brief in the Circuit Court argued that when Judge 
2fsought, Hazel said that “the defendant had the legal right 
jurisdic- to sell the records” he made the statement inad- 
ad vertently and meant to say machines and records, 
complain- notwithstanding the affirmative contention of the 
eee American Graphophone Company made in Mr. 
itvin the Lyle’s affidavit that the suit was one relating “to 
the legal disc talking machines and not to disc records.” 
8 precipi- Whatever else may be said in regard to Judge 
i Mes Hazel’s opinion upon the motion based upon com- 
lent, and plainants’ misleading circular, this fact is clear; 
nin may that Judge Hazel did not say that the making and 
t The case selling of records was not the legal right of the 
~ defendant or was within the scope of the injunc- 
Sourtvand tion granted in the case. It took one hundred and ~ 
ing facts. twenty-five pages or more of argument on the part { 
+ worded, = of complainants’ counsel in each of the Courts be- 4 
question. low to attempt to show that defendant has not the 
» nell the, 43 right to sell sound records. This fact is in itself i 
«spoke of convincing proof that no court had ever held that 
ch Judge defendant had not the right to sell sound-records 
i fraudu- for use “in machines (other than ‘mechanical feed’ 
nieecurate. I machines) sold by complainants or their licensees, 
statement combined with such records” (con. rec. p. 75), the 
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act, and the oxly act, for which defendant was 

held to have violated the injunction. 

The Vital Element of the Claims 5 
and 35, in Suit, is the Universal 


Joint or Swinging Arm. Every- 
thing Else Was Concededly Old. 


Claim 35 covers the Edison-Suess sound repro- 


ducing apparatus, shown in Fig. 3 of the patent . 


in suit (inj. rec. p, 454). Claim 5 covers the 
method by which sounds are reproduced from a 
sound-record by means of such an apparatus. The 
vital element of the alleged invention resides in 
the universal joint 87 or sivinging arm 88 (Fig. 3, 
inj. rec. p. 454) whereby the stylus is “free to be 
propelled” by the record. 

The sound record, mentioned in the claims, ex- 
isted before the date of the invention of the patent 
in suit, as hereinafter shown, and had concededly 
been used for the reproduction of sound by means 
of “mechanical feed” sound reproducing appara- 
tus, wherein the stylus was kept free to be vibrated 
and propelled along the record, by and in accord- 
ance with the record, by reason of the movement of 
the stylus-carrying arm across the rotating record 
or the movement of the rotating record across the 
point of the stylus, This is conceded by com- 
plainants’ expert, Mr. Kennedy (inj. rec. p. 58, fol. 
172). i 

Such use, in the prior art, of the disc sound rec- 
ord, of lateral undulations and even depth, ap- 
pears clearly from Fig. 8 of Berliner’s prior ex- 
pired British patent No. 15,232 of Noy. 8, 1887 
(inj. rec. p. 526); also from Fig. 1 of Berliner’s 
corresponding home patent, No. 564,586 of July 
28, 1896 (inj. rec. p. 463) which erpired Noy. 8, 
1901, with the said prior British patent. The illus. 
tration, Fig. 1, of the article in the Electrical 
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1 
World for Noy, 12, 1887 (inj. rec. p. 243), shows 
the same dise sound record with lateral undula- 
tions of even depth, illustrated also in Fig, 2 there- 
of, employed for the reproduction of sound by 
means of the “mechanical feed” or feed-screw ma- 
chine; while the illustration of the article on “The 
Improved Berliner Gramophone” in the Electrical 
World for Aug, 18, 1888 (inj. rec, p. 274), shows 
the same sound record used for reproduction of 
sound upon the Suess machine embodying the al- 
leged invention of the patent in suit, in which the 
stylus, by means of the Edison-Suess, pivoted and 
freely-swinging arm, is free to be propelled across 
the face of the record by the record. 

Expired Berliner home patents, No, 372,786 of 
Noy. 8, 1887, applied for May 4, 1887 (inj. ree. p. 
416) and No. 382,790 of May 15, 1888 (inj. ree. p. 
434), describe and claim the making of cylindrical 
and dise sound records having lateral undulations 
of even depth and Fig. 1 of the former shows the 
use of such sound records upon a “mechanical feed” 
machine. The expired, prior, Berliner, English 
patent No, 15,232 of Nov. 8, 1887 claims the sound- 
record of lateral undulations and even depth as a 
product (inj. rec. p. 525, claim 15) and Figs. 1 and 
8 thereof show such records in the form of a ecylin- 
der and a dise employed for the reproduction of 
sound by the aid of a stylus moving across the face 
of the record as it travels in and along the revoly- 
ing, spiral record groove. The corresponding, ex- 
pired, Berliner, German patent, No, 45,048 of Noy. 
&, 1887 (inj. rec, p. 132) shows the same. 

The essence of the alleged invention, the vital 
element, of the claims 5 and 35 in suit, resides, 
therefore, in the mounting of the stylus upon the 
Edison-Suess pivoted, freely-swinging arm, form- 
ing a universal joint, so that it is free to be pro- 
pelled by the record; it does not reside in the ree- 
ord. Upon the oral argument of the appeal in the 
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- prior suit, the Circuit Court of Appeals remarked 
that the alleyed invention consisted in discarding 
the fecd-screw of the prior art. eo 
Judge Hough was of the same opinion, saying 
(con. ree. p. 90) that the feature of the invention 
here important depends upon the record groove 
compelling the moyement of the stylus across the 
face of the record, and that (p. 91) ;— 


“the travelling tablet,—sound record or dise 
record, is an unpatented article.” 
In the suit at bar in the Circuit Court of Ap- 
peals, Judge Wallace, after remarking that claim 
5 was void on its face, said, with reference to 
claim 35, as construed in the prior suit (con, rec. 
p. 94) ;— -s 
“The invention of the claim consisted in 
substituting a universal joint, or swinging 
arm, in lieu of a feed screw device * * ye 
everything else in the machine was old. This 
clearly appears by the opinion in the suit in 
which the validity of the patent was estab- 
lished. Victor Talking Machine Co, v, Ameri- 
can Graphophone Co, 140 F. R. 860.” 


Thus before Berliner made the alleged invention 
of the patent in suit, he employed “mechanical i 
feed” machines to reproduce sounds from dise . 
sound records of lateral undulations and uniform 
depth. The operation of such feed machines 
- of the prior art, in reproducing sounds from such 
dise records, was in every respect identical with 
the operation of the machines of the patent in 
suit. In each case the stylus vibrated laterally, Parry 
in accordance with the lateral undulations of the 
record groove, and in each case the dise sound 











record, of lateral undulations and uniform depth, Seat 
was the same, In each case the walls of the re- 
volving, spiral record-groove caused the stylus to 
vibrate and at the same time “forced” the vibrating 
; Stylus to follow along and across the groove of 
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the record, the freedom of the stylus to be thus 
lixearding propelled along and across the groove being ob- 
tained by employment of known, equivalent means, 
ying consisting either of an arm carrying the stylus 
ention © sé and moved by feed-mechanism across the vibrating 














groove record-tablet or of the same arm pivoted at one 
ieross. the end. This has been fully shown under Point Three 
(p. 65) of petitioner's brief in case No. 80. 
dor dise Long before Berliner employed his feed-device + 
gramophone of the prior art, the Edison phono- 
rt of Ap graph (inj. rec. p. 484, Figs. 1-11; p. 336, par. 4; 
hat claim p. 346, Fig. 1) and the Bell and Tainter grapho- 
erence to phone (inj. rec., p. 387, Fig. 1, ete.; p. 443, lines 
(con. rec. 7-15) of the prior art also employed feed-screws 
b * 8 to enable the recording stylus to record a spiral 
swted in ' . record-groove and the same feed-device phono- 
ovate es “ ee and graphophones were employed for repro- 
old. This ucing sound from the recorded, spiral record- 
ie suit in grooves since the feed-mechanism did not prevent 
‘as. estab- the spiral, record-groove from vibrating the repro- 
v. Ameri- ducing stylus and propelling it along and across 
the record-groove. 
invention Judge Hazel, in the prior suit, attempted to 
echanical distinguish the principle of the Berliner machine 
rom disc of the claims, 5 and 35, in suit, from the Bell & 
"uniform Tainter graphophone as follows (140 Fed. 863) ; 
meichines “ph incipleot Sn seit 
ron isachh he principle of operation in the Berliner 
z : machine is thought to be essentially different 
ical with from that of the machine of Bell & Tainter. { 
vatent in In the latter an auxiliary joint or feed screw ; 
laterally, x08 was necessary, as already stated, to effectuate i 
eof the the required passage of the record over the 


Ger aioien’l point of the stylus, or to cause the stylus and 


a reproducer diaphragm to travel across the sur- 4 
m depth, face of the record. In complainants’ patent, 4 
wf the re- on the other hand, it is shown that the lateral | 
stylus to. vibrations of the stylus point, and the pro- { 
vibrating pelling of the same over the surface of the : 
grnove of record without mechanical assistance, and 

through the means of the groove alone, was the 

primary object of the inventor.” i 
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As pointed out under Point Four (p. 80) of | 
petitioner's brief in this Court upon the injunction 
branch of this suit (No. 80), Judge Hazel over- 
looked the fact that the Bell & Tainter sound-repro- 
ducing machine operated upon precisely the same s 
principle as the Berliner sound-reproducing ma- 
chine here under consideration and that the dis- 
tinction stated by him is merely one which has 
always existed, and still exists, between a sound- 
recording and a sound-reproducing machine. As 
shown under Point Three (p. 65) of petitioner's 
said brief, Edison in Figs. 84 and 37, as well as in 
Figs. 1, 2 and 11, of his British patent No. 1644 
' of 1878 (inj. rec. pp. 486, 484) disclosed the mode 
of operation of the Berliner sound-reproducing ma- 
chine of claims 5 and 35 in suit. He also disclosed 
the mode of operation of all sound-recording and 
of all sound-reproducing machines. Judge Hazel 
also said in the prior suit (140 Fed. 861) ;— 
“At the date of the invention in suit it was } 
not new to record sound and articulated 
words and reproduce the same by suitable me- 
chanical means.” 
The Several Elements of the Sound 
Reproducing Apparatus of the 
Claims 5 and 35 in Suit. The Com- 
bination of Claim 35 is Composed of 
More Than Two Elements. 


The sound reproducing apparatus of the pat- 
ent in suit is described in claim 35 as follows;— 


“35. In @ sound reproducing apparatus con- 
sisting of a traveling tablet having a sound : 
record formed thereon and a reproducing 
stylus shaped for engagement with said record 
and free to be vibrated and propelled by the 
same, substantially as described.” 


It has been shown under Point One, p. 45, of 


Raymond R. Wile 
Research Library 
































21 


petitioner's brief in this Court upon the injune- | 
tion branch of this suit, No. 80, that both claims 1 
5 and 35 of the patent in suit are roid because they | 
are claims for the functions of a machine. The 
4 vicious character of the claims clearly appears 
when an attempt is made to analyze the elements 
of claim 35. As shown at pages 49 and 54-55 of 
petitioner's brief in case No. 80, the sole pretense 
of novelty in claim 35 rests upon the function of a 
stylus “free to be propelled” along the record, by 
and in accordance with the record. 
The question is what are the elements of a 
“sound reproducing apparatus”, consisting of a 
“traveling-tablet” and a reproducing stylus “free 
oe to be vibrated and propelled?” Clearly the ele- 
ments of the sound reproducing apparatus are not 
set forth in the claims. In lieu of the elements we 
have the functions and it is only through an in- 
terpretation of the functions that we can arrive 
at the elements constituting the sound reproducing 
apparatus in question. 
In the first place, “a traveling-tablet” consists, 
in the sound reproducing apparatus made and sold 
by complainants, of the tablet and the complicated 
motor mechanism necessary to make the tablet } 
travel or rotate. It also consists of the turn-table | 
upon which the record-tablet rests and with which i 
the record-tablet travels or rotates. 
In the second place, we have the stylus “free to | 
be vibrated.” How is this function accomplished, | 
* that is, by what elements? According to the de- | 
scription of the patent, the stylus is carried at the | 
end of a leaf spring, the leaf spring being twisted 
at one point so as to bring the edge of one portion 
at right angles to the face of the other portion, 
whereby the leaf spring is elastic in two direc- 
tions. One end of the leaf spring is made fast to { 
the diaphragm casing. The leaf spring presses 
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towards the diaphragm and is connected by a pin 
with the center of the diaphragm. By means of 
these elements a stylus is obtained that is “free to 
be vibrated” laterally. 

In the third place, we have the stylus “free to 
be propelled” along the record, by and in accord- 
ance with the record. Here again we have a func- 
tion and not a statement of the mechanism or ele- 
ments by which the freedom of the stylus to be 
propelled is secured. As fully explained under 
Point Five, p. 96, of petitioner’s brief in case No. 
80, it is when we refer to Fig. 3 of the patent 
in suit to ascertain how it is that the stylus i 
“free to be propelled,” that we learn that Berliner 
has founded the broad, functional claims, 5 and 35, a 
not upon a deyice invented by him, but upon a 
device invented by Sness, an improver upon Edi- 
son. Whatever else Berliner did, he did not in- 
vent the pivoted, freely swinging arm, or arm con- H 
nected to its support by a universal joint. But 
aside from this question of function and invention, 
the freedom of the stylus to be propelled along the i 
record, by and in accordance with the record, in 
the sound reproducing machines made and sold by 
complainants is acquired by mounting the stylus 
upon a@ pivoted, freely swinging arm connected 
with its support by a universal joint. 

In addition, complainants’ sound reproducing 
machines and those of the patent in suit are pro- 
vided with the sound. conveyor or horn, with the 
bor enclosing the motor mechanism, with the - 4 
sound-bor, consisting of a casing enclosing the 
diaphragm to which the stylus is attached, as above 
described, and with rarious other parts necessary 
to the construction, use and operation of the sound 
reproducing machine. 

The motor mechanism and the box containing it, 
the pivoted, swinging arm and the reproducer or 
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23 
1 by a pin, sound-box carried by it, the turn-table, the horn 
means of or sound-conveyer, are all permanent parts, while 
ix “free to ry the sound record is obviously a temporary element 
which is replaced every time that the apparatus 
is “free to —— is put to use. The contention of complainant's 
in accord- counsel that the sound reproducing apparatus made 
ive a fune- and sold by complainants, under claim 35 of the 
ism or ele- patent in suit, consists of tivo elements only, is ob- 
vlus to be viously incorrect. The contention would be imma- 
ned under terial if it were correct, but obviously it is incor- 1 
ase No. rect. What complainants make and sell is a com- 
he patent plicated, expensive, sound-reproducing machine 
‘stylus is consisting of a great number of parts so arranged 
t Berliner that the machine, as a whole, can be used for a 
and 35, 7 long and indefinite period of time to reproduce 
it upon a sound from records, which the purchaser must ob- 
upon Edi- tain, and is expected to obtain, from time to time 
id not in- 2 in order that he may enjoy the use of the purchased, 
rarm con- patented machine. . 
int. But 
inventor; The Decree for Contempt and the 
awwng the Single Finding Thereof. 
record, in The decree for contempt (con. ree. p. 75), to 
al sold by review which the cause is brought to this court by 
the stylus P writ of certiorari, found that defendant company 
cnitneatel “has violated said order and writ of injunc- 
~ tion of this Court, in that defendant, after 
producing said order and writ of injunction, sold the rec- 
t are pro- ords of claim 35 of the patent in suit, No. H 
with the 534,543 of February 19, 1895, to Berliner, ‘ 
with the = «6 with the intent that said records should be 
lois His used in combination with the other elements 
ae ane of that claim in machines (other than ‘me- 
< h chanical feed’ machines), sold by complain- 
necessary ants or their licensees, combined with such 4 
the sound records, for use in carrying out the method of : 
~ elaim 5.” 3 
taining it, A fine of $1,000, payable one-half to the United 1 
odccer or States and one-half to complainants, was by the 
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decree imposed upon the defendant company. 

An order staying the collection of the fine pending 

appeal was entered on the same day (con. rec. 

p. 114). Furthermore, an order partially staying 

the preliminary injunction and decree therefor was 
also entered on the same day (con. rec. p. 115), 


“in so far as the same have been construed 
by this Court on the motion for contempt to 
enjoin and restrain defendant from selling 
disc sound records for use in the United States 
upon machines sold by complainants and their 
licensees, together with disc sound records.” 


The opinion of Judge Lacombe upon the motion 
£ 








for contempt is to be found at page 110 of the con- 
tempt record. From the order staying the collee- 
tion of the fine and from the order partially stay- 
ing the preliminary injunction and decree therefor, 
pending this appeal, by writ of error, it appears 
that Judge Lacombe entertained considerable 
doubt upon the question of law raised. From the 
order partially staying the preliminary injunction 
and decree therefor, it conclusively appears that 
in the opinion of Judge Lacombe the question 
raised upon the motion for contempt had not been 
passed upon by Judge Townsend when the decree 
for preliminary injunction was entered, or by the 
Circuit Court of Appeals when that decree was 
affirmed, and had not been pressed upon either 
by Judge Hazel or the Circuit Court of Appeals 
in the prior suit of these complainants against 
the American Graphophone Company, wherein . 
the patent in suit was sustained at final hearing 
and infringement found. It will not be disputed 
by complainants’ counsel that upon the settle- 
ment of the orders referred to, Judge Lacombe 
stated that seven judges out of ten would have de- 
nied complainants’ motion for contempt; that 

‘ the question presented was a pure question of law, 
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and that under the authorities great doubt ex- 
isted upon the question of law, and that complain- 
ants were extremely fortunate in securing the 
decree for contempt, instead of being obliged to 
Taise the question by appropriate proceedings 
other than a motion to punish for contempt. 
Judge Wallace's vigorous, dissenting opinion in 
the Circuit Court of Appeals and the granting of 
the writ of certiorari by this Court clearly indicate 
the necessity of a decision by this Court upon 
the important question of law involved. 

It will be seen, from the part above quoted from 
the decree for contempt, that the violation of the 
order and writ of injunction found by the court, 
rests solely upon the alleged “intent” with which 
the records were sold, namely, the intent that the 
records should be used in combination with the 
other elements of claim 35 in machines (other than 
“mechanical feed” machines) sold by complainants 
of their licensees combined with such records. 

There is no finding that the records sold by de- 
fendant company iere ever used upon any ma- 
chine of any kind for the reproduction of sound 
therefrom; and there is no eridence whatever to 
show that the records alleged to have been sold 
by defendant company in violation of the injunc- 
tion were ever used upon any machine of any kind 
for the reproduction of sound therefrom. 

The important point, however, is that the finding 
of contempt rests exclusively upon the sale by de- 
fendant company of records with the intent that 
such records should be used upon machines (other 
than “mechanical feed” machines) sold by com- 
plainants or their licensees combined with such 
records. In other words, the finding is that com- 
plainants and their licensees had sold the 
complete combination of claim 35, including the 
record, for use in carrying out the method of claim 
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5, and that defendant company had sold records 
to such purchasers of the complete combination 
from the complainants and their licensees, with 
the intent that the purchaser, who had paid the 
consideration or royalty to complainants or their 
ro licensees for the complete combination and who 
had thereby obtained title to the complete combina- 
tion released from the monopoly of the patent and 
the laws of the United States, should use the ree- 
ords purchased from defendant company to replace 
records previously purchased as part of the com- 
plete combination from complainants and their 
licensees. 

There is no finding that such purchasers of the 
complete combination from complainants and their ar os 
licensees and of records from defendant company 
- intended to use, or ever did use, the records pur- 
chased from defendant company for an unlawful 
purpose, unless the mere fact of the purchase of 
the record from defendant company for use in re- 
placing the record in the complete combination pur- . | 
chased from complainants and their licensees is 
in itself an unlawful act, no matter what may 
have been the cause of the purchase. In the ab- 
sence of such evidence, under any view of the case, 
there was no proof of infringement and, therefore, 
no contempt (Shickle Co. v. St. Louis Co., 77 Fed. 
= 739, 743, C. C. A.). 








The Logical and Erroneous Effect of 
the Finding of the Decree for 
Contempt. 


d The logical and clear, but erroneous, effect of 
a the finding of the Circuit Court is that @ purchaser . 

of the complete combination of claim 35 of the pat- 

ent in suit, sold by complainants and their licen- 

sees for use in carrying out the method of claim 5, 
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commits an unlawful act and infringes those claims 
of the patent, 


(a) If the record of the combination pur- 
chased from complainants and their licensees 
is broken and the purchaser obtains, from 
another than complainants or their licensees, 
anew record in order to restore the combi- 
nation. 


(b) If the record is old or worn out by use 
and the purchaser obtains, from another than 
complainants or their licensees, a new record 
in order to restore the combination. 





(c) If the purchaser of the complete com- 
bination from complainants or their licen- 
sees desires to improve upon the combination 
so purchased, and for such purpose obtains, 
from another than complainants and their 
licensees, a new record to replace the record 
purchased as part of the complete combina- 
tion from complainants or their licensees. 


(d) If the purchaser of the complete com- 
bination from complainants or their licensees 
desires to substitute a new record for the 
record forming part of the complete combina- 
tion purchased from complainants or their 
licensees, and for such purpose obtains a new 
record from another than complainants or 
their licensees. 


(e) Ifa purchaser of the complete combina- 
tion from complainants or their licensees de- 
sires to have on hand new records in order-to 
restore the combination purchased from com- 
plainants or their licensees, when the record 
thereof has been lost or become broken, old. 
worn out by use or for other reason unsat- 
isfactory or useless, and for such purpose pur- 
chases a new record from another than com- 
plainants or their licensees. 


-(f) If the purchaser of the complete com- 
bination from complainants or their licensees 
desires not to re-construct the patented com- 
bination but to deal with it in the same man- 
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ner as if dealing with property of any other 
kind, for the purpose of repairing it or’ im- 
proving upon it, and fer such purpose ob- 
tains from another than complainants or their 
licensees a new record to replace the record of 
the combination purchased from complainants os 
or their licensees. 


The sound record is a temporary 
part of the combination forming the 
sound reproducing apparatus of the 
patent in suit and it is intended that 
the sound record shall frequently be 
replaced. The rest of the apparatus, 
except some forms of needles, is per- 
manent in its nature and will last in- 
definitely for years. 


The above statement is established by the evi- 
dence beyond the pos: ity of doubt or dispute. 
Indeed, a mere inspection of the sound reproducing 
apparatus and a consideration of the wear upon 
the record when the apparatus is used for the re- 
production of sound, would alone be suflicient to 
establish this point. However, the testimony of the 
experts, not only of defendant, but also of com- 
plainants, shows that the point is undisputed. 
Judge Lacombe, in his opinion on the motion for 
contempt, found that new records are frequently 
bought “as substitutes for worn out discs” (con. j 
rec. p. T4); but he held that because new records 
are “brought more frequently in order to increase : 
the repertory of tunes than as substitutes for worn 
out discs,” the substitution of new records “in 
machines (other than ‘mechanical feed’ machines) 
sold by complainants or their licensees combined 
with such records, for use in carrying out the 
method of claim 5,” was not in any legitimate sense 
“repairs” (con. rec. p. 74), and was not within 
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the rights acquired by a purchaser, from com- 
plainants or their licensees, of the patented 
sound-reproducing apparatus. In this the learned 
Circuit Judge clearly erred. He conceded that 
the new records were frequently purchased as sub- 
stitutes 'for worn out discs. The right to substi- 
tute a new record for a worn out record is a matter 
so clear, as a proposition of lair, that argument is 
unnecessary, under the authorities, to establish 
it. This being true, the fundamental principle of 
defendant’s contention is established; namely, the 
right of a purchaser of “machines (other than 
mechanical feed” machines) sold by complain- 
ants or their licensees combined with such rec- 
ords, for use in carrying out the method of claim 
5”, to substitute a new record, purchased from 
another than complainants or their licensees, for 
the record purchased as part of the combination 
from complainants or their licensees, when the 
record purchased from complainants or their 
licensees has become broken, worn out by use or un- 
satisfactory or useless through any other cause. 
If the purchaser has the right, and it must be con- 
ceded that he has, to substitute a new record for 
the record originally purchased as part of the com- 
bination from complainants or their licensees, what 
difference does it make whether he purchases sir 
records or only one to make the substitution? What 
principle of law can be evolved from the finding 
of the learned Circuit Judge that new records are 
bought more frequently in order to increase the 
repertory of tunes than as substitutes for worn out 
discs, other than the untenable and erroneous prin- 
iple that complainants are entitled to a monopoly 
of the unpatented dise sound record? 

Inasmuch as there was no evidence to show what 
use purchasers of defendant’s records intended to 
make of them in complainants’ machines, whether 
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30 
bad to replace a worn out record or to increase the 


repertory. of tunes, the question of “repair” or “re- 
construction” was not presented for decision. 
However, the question is immaterial, as will pres- 
ently be shown, since the renewal of the temporary 
record is neither the one nor the other. 

There was no evidence to support the remark 
that new records are “bought more frequently in 
order to increase the repertory of tunes than as 
substitutes for worn out discs.” But assuming 
such to be the fact, the result is that it is established 

= that complainants sell the patented combination 
with the intention that the sound-record thereof 
shall frequently be rep/aced and that, in accordance 
with such intention, the purchaser acquires the ne 
right to replace the original record by a new 
i record. It also appears that such substitution of 
records is necessary to the reasonable use and en- 
joyment of the purchased machine. Hence we are 
not concerned, in this instance, with the distinction 
between “repair” and “reconstruction” but with 
the right acquired by purchase to renew an unpat- 
ented element intended frequently to be renewed 
when the device is put to use, in order that the 
purchaser may reasonably enjoy the purchased, 
patented combination (see decision of this Court in 
the Morgan Envelope Co. and other cases cited 
¥ infra, pp. 77, 83). 

Tt is not intended at this point, to enter upon 
any full discussion of the law, and, as will herein- 
after be shown, according to the well settled law, © © 
the rights of a purchaser of a patented combina- 
tion exceed those above indicated. We are now 
dealing with the facts to which the principles of S38 
law must be applied, and ‘in order that the court 
may be cognizant of the important facts that the 

4 sound record is merely a temporary element of the 
patented combination and that it is intended hy the 
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patentee that the sound record shall frequently be 
replaced, while the other elements of the combina- 
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. tion, constituting with the sound record the sound 
reproducing apparatus, will last indefinitely for 
» temporary at a years, the following quotations from the evidence 
¥ are made. 
the remark - Mr. Edwards F. Leeds, one of the foremost 
sequently in record makers of this country, who had been en- 
nes than as gaged in the making of sound records from the 
it assuming time when the North American Phonograph Com- 
catublished pany was organized in 1888 to exploit the funda- 
mnibination mental inventions of the art of Mr. Edison and 
rd thereof Bell & Tainter (inj. ree. p. 115, fols. 345-346) says 
accordance (con. rec. pp. 37-38) ;— 
“quires th > x 
. ee te 7 “I have been engaged in the manufacture 
py ener of sound records of the dise and cylinder type 
stitution of having lateral and vertical undulations for the 
use and en- 7 past fifteen years. I have, therefore, ac- F 
enee we are quired a large experience and knowledge of 
» distinction talking machines and sound-records used 
int with therewith. The sound-record is not a part of 
» the sound reproducing apparatus or machine 
wean unpat- which is permanent; it is essentially a tem- 
be renewed porary part, perishable in its nature and in- 
ler that the tended frequently to be replaced. The rest 
purchased, of the machine, except some forms of needles, 
iiiGhaet tn is permanent in its nature and will last in- 
vaqen ited definitely for years, but the record may last 
cases cit for but a few minutes or a few days, depend- 
ing upon the material of which it is com- 1 
enter upon posed and the number of times that it is used j 
will herein- for the reproduction of sound therefrom. The 
maettlei lave: needle used for contact with the sound-record 
sil wenn ’ a in the production of sound is usually made of 
Sey: steel and has a sharp point. This needle fits 
REP ATe OW into the record groove, and is vibrated and } 
rinciples of se propelled by the record-groove. The result is 4 
it the court that the needle wears upon the record and it 
‘ts that the is intended and it is essential for the enjoy- 
See SEC ment and use of the machine that the record 
oa enue: shall constantly be renewed. Complainants 
nbd hy the : sell their machine embodying the invention of 
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claims 5 and 35 of the patent in suit at prices 

ranging, according to their statement of June 

1, 1906, from $17 to $100 each; while they sell 4 
their records, according to the same statement, 
at prices ranging from 35 cents to $5 each. If 
the purch had not the right to replace the 
temporary part, the record, which it is in- 
tended he shall replace, he would pay from 
$17 to $100 fer a machine which would repro- 
duce for him but a single record for which he 
may have paid only 35 cents, Therefore, as 
shown in the moving papers, it has been the 
custom of complainants and their licensees to 
sell sound-records in order to replace the 
sound records sold with the machine and 
worn out or destroyed by use or accident, The 


r 
t 
t 
machines are so constructed that the record 
} 

















ean be placed upon it or removed. therefrom . 
simply by placing the record upon or taking 
the record off the flat dise turn-table, 

From tests which IT have made and which na 
have been made by others within my knowl- 
edge, as well as from my large experience in 
manufacture, I know that dise sound-records 
having lateral undulations such as defend- 
ant’s and complainants’ sound-records in- 
tended for use upon complainants’ machines 
embodying claims 5 and 35 of the patent in 
suit can bo nsed for the reproduction of sound 
but a very limited number of times. Unless 
the material of which the tablet is composed 
is unusnally perfect the record cannot be sne- 
cessfully played more than twenty-five or 
thirty times before it has to be renewed. 
Often a single reproduction er two or three 
reproductions will destroy the record because 
of the quality of the material or because of 
the conditions under which the needle acts 
when following the record-groove. Fre. 
quently a record becomes useless after being 
played for ten or twelve times. In excep- e 
tional cases a record can be played more 
than thirty times and as often as fifty 
or sixty times. Jt takes but a minute or 
two to play a record, and the same record can 
be played many times irithin one-half hour, } 
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a sufficient number of times to destroy it, 
wear it out and render it useless The 
records, moreover, are fragile in their nature 
and are often broken in transportation, or by 
falling or other cause. Inerperienced users 
frequently scratch the record across the spiral 
lines and otherwise, through lack of proper ad- 
justment of the needle to the record-groove, and 
in this manner and in other ways the records 
are destroyed in large quantities. Another 
reason why the record is intended to be but a 
temporary part of the machine is that after the 
record has been played several times it be- 
comes tiresome, 

After a single playing of the record the de- 
terioration of the record appears. Complain- 
ants’ records, after a few playings, become 
gray in appearance along the record-groove, 
showing that the friction of the needle has 
chipped off the edges, cut into the smooth 
finish of the surface, and otherwise worn out 
the material. The deterioration rapidly in- 
creases the oftener the record is played, until 
soon the record is useless, Records made by 
complainants’ licensees, the American Grapho- 
phone Company, ordinarily cannot succe 
fully be reproduced more than twelve or fif- 
teen times, and the same is true of similar 
records made by the American Record Com- 
pany. Hence, one of the problems in the 
record-making art is to secure a material so 
perfect that it will withstand the friction of 
the needle a greater number of times. At the 
present time and heretofore sound-records 
such as those in suit have been made by. dif- 
ferent manufacturers, including complainants 
and defendant, and complainants’ licensees 
and others mentioned, of substantially the 
same material, all having the qualities and 
defects above specified by reason of which and 
for the other reasons stated the record is 
essentially a very temporary part of the ma- 
chine and is intended constantly to be re- 
“placed.” 


The testimony of Mr. Leeds stands uncontra- 
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dicted. Judge Lacombe found that new records 
are frequently bought as “substitutes for worn 
out discs” (con, rec, p. T4). Judge Hough said 
“Disc records are fragile, i, e. brittle and easily 
broken” (con. rec. p. 92). Judge Wallace said of 
the record (con. rec, p. 95) ;— 





“Any slip of the hand will destroy it. Not 


only is this so, but its sound producing qual-- 


ities are lost by the contact of the needle 
which is vibrated in its grooves long before 
the machine proper is worn out, and generally 
early in its normal life”. 


Berliner, in his British patent No, 15,232 of 
1887, stated that the record consists of sealing 
wax, the main constituent of which is shellac (inj. 
rec. p. 523, lines 51-56). Complainants’ counsel, 
in his brief in the Circuit Court of Appeals (pp. 
40-41), stated that complainants’ records consist 
of shellac, earthy material and lampblack, refer- 
ring to 145 Fed. 189, C. C., where such fact 
was stated by the Court. Such records have 
about 100 grooves to the inch and the partition 
walls are thin and delicate. 

It has been shown in petitioner’s brief in Case 
No. 80 (pp. 3-7) that complainants make their 
records in accordance with U, S. patent No. 
688,739 of Dec. 10, 1901 to Jos. W. Jones and that 
they were held to influence the Jones patent (151 
Fed. 595). Jones has pointed out hoi after sev- 
eral reproductions complainants’ Berliner “gramo- 
phone” records are destroyed by the sound-repro- 
ducing apparatus of the patent in suit. In U. 8. 
patent No, 604,829, of May 31, 1898, Jones says 
(con. ree. p. 44, lines 35-51) ;— 


“In all reproducing apparatus of the above 
type, as far as I am aware, a long arm has 
been employed to support the sound-bor and 
stylus, and where it has been desired to in- 
tensify the sound a horn in like manner has 
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,. 





Raymond R. Wile 




















=f | 
ee 35 
w records thereby been supported and carried, the move- 
for worn ment imparted to the arm, sound-box and horn 
miei tial < being effected by the delicate-groove of the i 
= record working in conjunction with the stylus. 
wel easily It frequently happens that the sinuosities of 1 
cesaid of oars the record leave rery delicate partition-lines 
between the volutes of said record, so that 
- 3 after several reproductions the grooves are 
y it. _ Not : caused to run together by the friction of the 
ving qual- stylus, thus preventing a complete and per- ; 
he needle fect reproduction of the sound-waves re- 
ny before corded upon the record.” 
generally 
> Mr. Bunker, who has for several years been ac- 
15.039 of tively engaged in the talking machine business as 
Sian O a dealer and salesman, says (con. rec. p, 61) ;— 
at sealing iy , 
ellac (inj. Pars Z “The record is a temporary part of all 
ie eounsel, ‘ sound-reproducing machines, and this is espe- 
. . 5 3 
A cially true of sound-reproducing machines in- 
peals ( pp. 7 tended for the reproduction of sound from flat 
ts consist in dise records having lateral undulations. Such , 
wk, refer- machines employ a sharp steel needle which 
such fact fits into the record-groove and soon wears out 
vie have and destroys the record. A very few repro- 
aE ductions of sound from a record will in many 
Tenet EtO cases render the record useless. Often from 
ten to fifteen reproductions will wear out and 
fin Case destroy the record. Ordinarily a record can 
ake their be played for about twenty-five to thirty 
atent No. times, and in some cases, if the material of ; j 
«tnd that which the record is made is of exceptional 
: a character, the record can be played a greater j 
ttent (151 number of times, but the record begins to j 
after sev- ~ wear out with.the first'playing thereof; hence { 
 “gramo- such machines are so constructed that the rec- sf 
uni-repro- ords can constantly be replaced, and it is the | 
mU'S PS practice to replace the record after one or tico 1 
i uae playings.” H 
jones says 
a Mr. Leo Moeller, who has for the past five years = 
been engaged in the manufacture of dise and other 
the above sound records, says (con. rec. p. 67) ;— 
rarm has 
hor and “Flat dise sound-records having lateral un- > | 
red to in- dulations are a very temporary part of a H 
anner has sound reproducing machine. All sound repro- { i 
i 
: 
w } 
' 
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ducing machines employing such records are 
designed and constructed so that the record 





and replaced. A machine constructed so that 
the record could not conyeniently be removed 


since after the record had been played a few 
times it would be worn out and destroyed and 
the machine would then become useless. The 
lasting qualities of flat dise-sound-records 
having lateral undulations depend upon the 
material of which the tablet is composed and 
upon the perfection of manufacture of the 
record. All such records are made substan- 
tially to-day of the same material, The first 
time that the reproducing stylus passes over 





cuts into and wears down the edges of the 
surface of the record, Not infrequently a 


played. Ordinarily a- record may be played 
for about thirty times. Often from ten to tif- 
teen reproductions will destroy a record, 
while sometimes, if the record is an excep- 
tional one, it may be successfully played as 
often as fifty or sixty times. However, an in- 
experienced user of a machine may scratch the 
record even before playing and thus destroy 
the record, and often the records are broken 
and thus become useless.” 


The foregoing testimony of defendant's experts 
finds confirmation not only in the findings of the 
courts above referred to, but also in the affidavits 
of complainants’ experts, who say that complain- 
ants’ records are like defendant's records (con. 
rec, p. 21, 3rd par.; p. 23, 2nd par.). 

Mr. Middleton, secretary of the Victor Talking 
Machine Company, says (con. rec. p. 22) ;— 

“A large portion of the revenue of the com- 
plainant company is derived from the sale of 
its dise records. A purchaser of a machine or 
reproducing apparatus, for use in reproduc- 

ing from the record, frequently expends very 





may conveniently and frequently be removed . 


and replaced would be of no culue whatever, : 


the record-groove, the record beg’ to wear 
out. The stylus is a sharp steel needle, and it . 


record is destroyed the first time that it is “ 
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much less for the machine than he does for 
* his collection of records, as records are 
being constantly purchased by the purchaser 
of a machine from time to time frequently 
e represents the purchase of a machine, while 
= the owner of that machine, in a short space of 
time, will expend at least as much as $100 for 

records.” 














Mr. Haddon, treasurer of the Victor Talking 
Machine Company, says (con. ree. p. 24) ;— 


b 
| 
i 
“A large portion of the Victor Company's 
business has been, and. is, in the manufacture 
and. sale of disc records, for use in connection 
with the reproducing apparatus which it 
makes and. sells, and a large proportion of its 
. profit is derived therefrom. When it sells a 
reproducing apparatus to a purchaser, which 
is part of the combination of claim 35, it is to 
. be used in combination with the other ele- 
ment of the claim, sold by the complainants, ‘ 
the traveling tablet or record, which it also 
sells to the purchaser at a separate price, dis- 
tinct from the price of the reproducing ele- 
ment.” 


In a further affidavit Mr. Middleton, secretary 
of the Vietor Company, states, that for several 
years past he has had a great deal of experience 
in the testing of the disc records having a laterally 
undulating groove of even depth, and that he has 
many times made special tests to ascertain the 
quality and durability of the records (con. ree. 
p. 45, fol. 134). Mr. Middleton then says (con. 
: rec, p. 45) ;— 


“T often take a record out of our stock as a 
sample record and spend practically a whole 
afternoon and evening continuously testing it 
on one of our reproducing machines, playing 
the selection over and over again to ascertain 
whether the material of the record disc is kept 

: up to our standard, besides other numerous 
and frequent tests which I make with differ- 
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ent records at different times for like pur- 
poses. I have been doing this at frequent in- 
tervals for three or four years.” 


The court will observe that neither Mr. Middleton 
nor Mr, Haddon says that records are purchased to 28 
increase the repertory of tunes; nor do they deny 
that the records are soon worn out by use. On the 
contrary, they say that complainant constantly sells 
new records to purchasers of their machines to en- 
able the purchasers to enjoy and continue the ma- 
chines in use by replacing the records thereof. : 
Complainants’ counsel, in his brief in the Cireuit 

Court of Appeals (pp. 37-39), in an effort to mis- 
lead the court, referred to hard rubber, metal and 
other substances in which records might be made, 
but are not made to-day. Everybody uses shellac, 
including complainants and defendant and nobody 
uses hard rubber or metal (145 Ped. 189; 151 Fed. 
601, 606). Records are multiplied in a cheap way Hl 

by impressing a metal matrix or negative into a } 

soft impressible material. This is a quick and 

cheap method of multiplying records for immediate 

use. When complainants’ counsel argued that Ber- 

liner intended the record to be permanent (brief, 

©. C. A., p. 87), he misstated the fact, because on 

November 8, 1887, in expired English patent No. 

15,282, of that date (inj. rec., p. 523, lines 51-56) 

Berliner pointed out the precise method used by 

everybody, for the quick and cheap making of 

duplicate copies of sound-recoris to-day. No other 

method or material, moreover, is employed to-day. 2 8 

Mr. Berliner said :— 


“In place of the metallic copy of the original bs Si 
record, I can use a copy made of sealing war, 
which is produced by pressing a metal plate, 
having the record in raised lines, upon a cake 
or plate of sealing wax which is first softened 
by heat. The metallic record may thus be pre- 
served indefinitely without being used directly, 
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for the reproduction of the recorded sounds, 
but, simply as a stamp for multiplying the 
record quickly and cheaply for immediate use.” 

Sealing wax is, of course, composed principally 
of shellac, as appears from any dictionary or en- 
eyclopedia. 

Referring to the statement of defendants’ expert, 
Mr, Moeller, “that the stylus is a sharp needle and 
cuts into and wears down the edges of the surface 
of the record,’ Mr, Middleton says (con. rec. p. 
27) 5s— 

“The point of a properly formed needle for 
this purpose, such as sold by complainants, is 
specially ground and shaped so as not to cut 
the record.” 

Although Mr. Middleton booms complainants’ 
records and claims for them a durability greater 
than that of the records of any of the competitors 
of the complainant companies, it is clear that the 
essential proposition, namely, that the sound ree- 
ord is a temporary element of the combination 
forming the sound reproducing apparatus of claim 
35, and that it is intended that the record shall fre- 
quently be replaced, is established. By a stretch 
of conscience or of imagination Mr. Middleton 
claims that complainants’ superior records can be 
played two hundred fifty to three hundred times. 
“Infringing records”, however, he says, can be 
played fifty or sixty times (con. rec. p. 27). The 
Circuit Court of Appeals has held that complain- 
ants’ shellac records infringe the Jones patent of 
the American Graphophone Co, (151 Fed. 595 and 
601). As pointed out by Mr. Leeds, the records 
made by complainants’ licensees, the American 
Graphophone Company, ordinarily cannot success- 
fully be reproduced more than twelve or fifteen 
times. This Mr. Middleton does not deny. The fact 
that Mr. Middleton has for several years been en- 
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gaged night and day in the testing of complainants’ 
records to keep them up to the standard of dur- 
ability; the fact that the points of the needles sold 
by complainants are specially ground and shaped 
so as to prevent the ieedle, as far as possible, from 
cutting the record, and the admission that com- 
plainants’ records soon reach their limit of dura- 
bility, even though they may be played oftener 
than other “infringing records” can be played, must 
convince the court of the truth of the self-evident 
fact that the disc sound record is a most delicate, 
temporary and perishable part of the combination 
of claim 35 of the patent in suit. It takes but a 
minute or two to play a sound-record, and, as Mr. 
Leeds points out, the same record can be played 
many times within one-half hour, a sufficient num- 
ber of times to destroy it, wear it out and render 
it useless. Inexperienced users frequently scratch 
the record across the spiral lines or otherwise 
break or destroy the record before playing. The 
life of the record is therefore a matter of a few 
hours, as must be the case when the same record 
is frequently played in the penny-in-the-slot ma- 
chine; or a matter of a few days or weeks or 
months, depending entirely upon the number of 
times that it is used. J/f it is used, it will with 
certainty be worn out and destroyed within a very 
short period of time. The machine is, therefore, 
so constructed that the records can easily be placed 
upon it or removed from it. The rest of the ap- 
paratus, except some forms of needles, will last in- 
definitely for years. Every time that the machine 
is put to use it is intended that the sound-record 
shall be replaced. It is difficult to imagine a more 
temporary part of a patented combination than is 
the sound-record of the combination of claim 35. 
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Complainants and their licensees 
sold the combination of claim 35, the 
sound reproducing apparatus, in- 
cluding the sound rccord thereof, to 
purchasers, without any restriction 
whatever. 


The finding of the Cirenit Court that defendant 
violated the preliminary injunction is limited, as 
above shown, to the sale of records by defendant 
to persons who had purchased “machines (other 
than ‘mechanical feed’ machines) sold by com- 
plainants or their licensees combined with such 
records, for use in carrying out the method 
of claim 5.” The undisputed evidence is that 
complainants and their licensees sold the said ma- 
chines, combined with such records, that is sold 
the sound-reproducing apparatus forming the com- 
plete combination of claim 35, to purchasers 
thereof, without any restriction whatever. 

Referring to the moving affidavits, especially 
those of Middleton and Haddon, secretary and 
treasurer of the Victor Talking Machine Company, 
one of the complainants herein, it appears that 
they each make the following allegation (con. rec. 
pp. 21, 23) ;— 


“There are to-day, in use in the United 
States, many hundreds of thousands of repro- 
ducing apparatus of this construction, de- ‘ 
signed to be operated in this manner for re- 
producing sound from disc records similar to 
the said records manufactured by the defend- 
ant.” 


The reproducing apparatus referred to in the j 
said affidavits are machines constructed according ! 
to claims 5 and 35 of the patent in suit by com- H 
plainants and their licensees and sold, combined 
with records, to hundreds of thousands of pur- 
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chasers throughout the United States. Mr. Mid- 
dleton in his affidavit further says (con. rec. p. 
22) 5— 


“A large portion of the revenue of the com- 
plainant company is derived from the sale of ae 
its dise records. A purchaser of a mach.ne or 
reproducing apparatus, for use in reproducing 
from the record, frequently expends very 
much less for the machine than he does for 
his collection of records, as records are being 
constantly purchased by the purchaser of a 
machine from time to time; $25 frequently 
represents the purchase of a machine, while 
the owner of that machine, in a short space of 
time, would expend at least as much as $100 
for records.” > kl 
Mr. Haddon in his affidavit also says (con. rec. 
Pp. 24) 5— 
“A large portion of the Victor Company’s, 
business has been, and is, in the manufacture | 
and sale of disc records, for use in connection 
with the reproducing apparatus which it 
makes and sells, and a large portion of its 
profit is derived therefrom, When it sells a 
reproducing apparatus to a purchaser which 
is part of the combination of claim 35, it is to 
be used in combination with the other element 
of the claim sold by the complainants, the 
traveling tablet or record * * *” 
There is not a word in any of complainants’ affi- 
davits to the effect that complainants or their 
licensees ever sold their machines and records with 
any restriction upon the right of the purchaser to = te 
replace the temporary part of the combination, 
namely, the record, when worn out, broken or 
otherwise rendered useless, or when a new record is 
for any reason desired, by records either of his 
own manufacture or purchased from manufactu- 
rers other than complainants or their licensees. 
This fact at once distinguishes the case at bar from 
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Mr. Mid- Heaton Peninsula Co. v. Eureka Co., 77 Fed. 288, 
A. rec. p. cited by Judge Hough (con. rec. p. 91). On the 

ve . other hand, it appears from defendant’s affidavits 
ihe weit: % that complainants and their licensees, the American 
1e sale of js: te Graphophone Company and the Universal Talking 
achine or Machine Company, have sold within the United 
yroducing States, hundreds of thousands of machines and 
ids very records forming the combinations of claims 5 and 
tga 35 in suit without any such restriction. It further 
iser of a appears from defendant’s affidavits that purchasers 
rejuently of such machines and records from complainants 
ne, while or their licensees have been accustomed to replace 
| space of the records sold by complainants by records sold 
tas $100 by one of their licensees; and that purchasers 

as of such machines and records from one of the licen- 
‘con. ree. sees have been accustomed to replace the records 

*. by complainants’ records; and that all purchasers 

ompany’s, = have been accustomed to replace said records pur- 
facture chased with said machines by records not made or 
»nnection sold by complainants or their licensees, and have 
vhich it at all times, from the beginning down to the pres- 
a as ent day, understood that such was their right, and 
er “whicli no intimation of any restriction to the contrary 
5, it is to has ever been given by complainants or their li- 
* element censees (con. rec., affs., E. F. Leeds, pp. 36-37; 
ants, the L. H. Bunker, p. 61; L. Moeller, p. 67). 
ants’ affi- Defendant Company’s Disc Sound 
or their Records are Unpatented Articles 
wds with of Commerce of the Prior Art. 
ahaser 10 nae Complainants attempt by these proceedings for 
bagation,; contempt to secure a monopoly of the unpatented 
‘oken OF a: sound-record of the prior art, which is nowhere i 
record = claimed in the patent in suit, except as a temporary ( 
mop tas part of the combination of claim 35. This com- 
Wadhetia bination, ‘the sound reproducing apparatus of i 
fe eee i claim 35, illustrated in Fig. 3 of the patent in 


suit (inj. ree, p. 454), complainants and their 
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licensees have sold to the public without restric- 
tion (con. rec. p. 36; p. 61; p. 67), thereby releas- 
ing the combination from the monopoly of the pat- 
ent. 

Judge Hough said the “record is an unpatented 
article” (con. rec. p. 91). So did Judge Wallace 
(con, rec. p. 94). 

Defendant's sound records, here in question, 
were disc sound records of lateral undulations and 
eyen depth. Such sound records belong to the 
prior art and were described and patented by 
Berliner, the patentee of the patent in suit, in the 
United States and foreign countries, before the is- 
sue of the patent in suit, by numerous patents 
which have all expired. This appears from U. 8. 
patents No. 372,786, of Noy. 8, 1887, applied for 
May 4, 1887 (inj. rec. p. 416) and No. 382,790, of 
May 15, 1888 (inj. rec. p. 434); English patents 
No. 15232 of Nov. 8, 1887 (inj. ree. p. 516, Figs. 1 
and 8 and claim 15, p. 525) and No. 7204 of May 
15, 1888 (inj. rec. p. 528); German patents No. 
45048, of Nov. 8, 1887 (inj. rec. p. 132, claims 1-5, 
pp. 142-145) and No. 47,099 of May 16, 1888 (inj. 
rec, p. 145); and from various other patents. 

Berliner, moreover, described and _ illustrated 
such dise sound records and the use thereof upon 
“mechanical feed” machines of the prior art, not 
only in the patents above mentioned but also in 
the Electrical World for Nov. 12, 1887 (inj. ree. 
p. 243). 

Edison, in English patent No, 1644 of 1878, dis- 
closed, at the time of invention of all sound re- 
cording and reproducing machines, dise sound rec- 
ords of the zigzag type, that is with lateral undula- 
tions of even depth (inj. rec, p. 473, lines 53-57), 
and the use thereof upon sound-reproducing ma- 
chines, which as shown in Figs. 1 and 2 (inj. rec. 
p. 484) might be feed-device machines or as shown 
in Figs. 34 and 37 (inj. rec. p. 486) might be ma- 
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chines in which the feed-device was dispensed with 

and the stylus propelled across the record by the 

groove of the record (inj. rec. p. 479, lines 48-53; 

p. 480, lines 11-14; claim 1, p. 482; Point Three, 

p. 65, of petitioner's brief in Case No, 80). 

w Bell & Tainter, in U. S. patent No. 341,214 of 
May 4, 1886, at the time of the invention of the 
graphophone, disclosed, before Berliner had ‘ap- 
plied for any of his talking machine patents, dise 
sound records and the use thereof upon sound-re- 
producing machines (inj. rec. p, 887) wherein the 
reproducing stylus was mounted on a universal 
joint so that it was free to be “guided by the rec- 
ord” and “free to follow the sound record” (inj. 

» rec, p. 391, lines 84-104; claims 19-28, p. 397; 
Point Four, p. 80, of petitioner's brief in Case No. 

~ ; 80). As pointed out in Tainter’s U. S. patent No. 

. 385,886, of July 10, 1888, the dise graphophone 

. was adapted to operate with a record of lateral, 
as well as with a record of vertical, undulations 
(inj. rec. p. 443, lines 7-15). Berliner and Edison, 
by the patents above mentioned of the prior art, 
had pointed out the same thing. 

Judge Hazel, in construing claims 5 and 35 of 
the patent in suit, held that the hind of record 
employed was no part of the invention. The in- 
vention, he held, as above pointed out at pp. ’ 

w consisted in propelling the stylus “over the sur- 

face of the record, without mechanical assistance, { 
and through the means ofthe groove alone” (140 | 
Fed. 863). Judge Hazel said (140 Fed. 864) ;— 


“The broad claims in suit in my judgment 
Y cannot be restricted to a record of even depth, 
. such as described in the specification.” 4 
But whether the claims in suit are limited by a i 
record of even depth as an element of the combi- 
nation thereof, or are not so limited, it is a prop- 
osition, which admits of no dispute, that the 
sound-record is an unpatented article of the prior | 
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art, nowhere claimed in the patent in suit. The 
essence of the alleged invention of the claims in 
suit resided therefore, not in the sound-record, 
but in the mounting of a stylus, by means of a 
universal joint or swinging arm, in such manner 
that it was free to be propelled by the groove of the 
disc sound-record of the prior art, which record 
was used for the reproduction of sound in the 
prior art in precisely the same manner. 


The Mechanical Feed-Device Ma- 
chines of the Prior Art and the 
Present Day. 


It will be seen that in the decree for contempt 
(con. rec. p. 75), Judge Lacombe expressly ex- 
cepted “mechanical feed” machines from the find- 
ing of contempt. It is the sale of records by de- 
fendant with the intent that said records shall be 
used in combination with the other elements of 
claim 35 in machines (other than “mechanical 
feed” machines) sold by complainants or their 
licensees combined with such records, for use in 
carrying out the method of claim 5, which Judge 
Lacombe has held is a violation of the injunction 
herein. The sale for such records for use on 
mechanical feed machines is concededly not a 
violation thereof. 

This finding of Judge Lacombe with reference 
to mechanical feed machines was based upon the 
following facts proved by the evidence. As shown 
by the evidence (aff. Hicks, con, rec. p. 69) ;— 


“Upon the argument of the motion for pre- 
liminary injunction in this suit before Judge 
Townsend, complainants’ counsel refused to ae 
contend that the mechanical feed-device Talk- 
o-phone was an infringement of claim 5 or 
claim 35 of the patent in suit. Upon this 
point complainants’ counsel said in his brief: 


‘As these so-called ‘mechanical feed’ ma- 
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suit. The chines have not been offered in this case 
claims in as alleged infringing machines, it is not an 
nd-record, - issue now in these suits.’ 
eans of a “Complainants counsel, therefore, refused 
‘fh manner gabe to discuss the question of the mechanical 
wore of the feed-device Talk-o-phones and stated that he 


ich record presumed 


ad in the ‘that the Court does not desire, without 
the benefit of a full discussion, to say, 
upon these motions, whether these so-called 














‘e Ma- ‘mechanical feed’ machines are, cr are not, 
mere attempted evasions of claims 5 and 35 
iid the of the patent in suit. 
“In view of the prior art and of Judge 
contempt Hazel’s finding, which also was the finding 
ressly ex aa of the Circuit Court of Appeals in the prior 
the find suit, that the propelling of the stylus over 
we iad the surface of the record without mechanical 
‘ds by de- ew < assistance and through the means of the \ 
s shall be groove alone was the primary object of the 1 
‘ments of inventor, Berliner, the reason underlying the 
‘echanical refusal of complainants’ counsel to contend 
or their that mechanical feed-device machines were an 
auguker in infringement appears.” 
ch Judge Judge Hough said that the feed-device machine 
njunction is not an infringement and that petitioner's rec- ‘ 
' use on ords are equally suitable for the feed-device ma- 
ly not a S chine and for that of complainants (con. ree. p. 
91). 
réference Referring to mechanical feed machines, Mr. j 
upon the Leeds, in his affidavit, says (con, rec. p. 31) ;— | 
! 
Anishown “On Monday, October 15, 1906, defendant } 
9) 5— rane began to use and sell its sound records in i 
1 for pre- connection with said feed-device machines 
re-Judge exclusively, and on October 18, 1906, de- 
‘fused to ¢ 8 fendant ordered and purchased from the 
ice Talk- Talk-O-Phone Company one hundred such 
lim 5 or feed-device machines for use and sale in 
pon this connection with its sound-records, receiving 
iis brief: the first consignment thereof early Monday 
or morning, October 15, 1906. As fully shown 
‘eed? ma- in the annexed affidavit of defendants’ coun- 
j 
TE ee ee 
we 
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sel, complainants on the motion for preli- 
minary injunction refused to contend that 
such feed-device machines were an infringe- 
ment of any of the claims of the patent in 
suit, alleging that such mechanical feed- 
device machines were not in issue in this 
suit, and complainants’ counsel requested the 
Court not to pass upon such mechanical feed- 
device machines, stating that the Court pre- 
sumably would not desire to do so without a 
full discussion, which complainants’ counsel 
refused to make. The Leeds & Catlin Coni- 
pany have been advised by counsel for defend- 
ant that such mechanical feed-device machines 
are not an infringement of the patent in suit, 
have not been held by the courts to be an in- 
fringement of the patent in suit, are not 
included in the terms of the preliminary in- 
junction issued in this suit, and that com- 
plainant’s counsel has refused to contend in 
this suit that such mechanical feed-device ma- 
chines are an infringement of the patent in 
suit.” 








There is no evidence in the record to support the 
contention of complainants’ counsel made in the 
Circuit Court of Appeals (brief, p. 20) that the 
feed-device machine is not and never has been on 
.the market. Judge Lacombe made no such finding 
(con. rec, p. 75) and there is no warrant in the evi- 
dence for the remarks of Judge Hough (con. rec. 
p. 92). The state of the art disclosed in peti- 
tioner’s brief in case No. 80, upon the record here 
before the court in No. 81, shows how erroneous is 
Judge Hough’s remark that the record is useful 
only in respect of complainants’ machine (con. 
rec. p. 93). Defendant had and has such a ma- 
chine on the market and complainants have 
brought suits against certain other makers of feed- 
device machines alleging that they are not true 
feed machines. Two such suits are pending unde- 
termined, in which injunctions have been refused, 


Raymond R. Wile 
Research Library 








































49 


one in Michigan against the Dupler Co. and, one 
in Pennsylvania against Hairthorne & Sheble, both 
unreported, 

The material question, however, is whether the 
feed-device machine cun be made and used without 
infringing the Berliner patent. Concededly it can, 
and the courts cannot, therefore, prevent the mak- 
ing and use of such machines by enjoining the 
selling of the unpatented record. Manufacturers 
have a riglit to develope, change or continue a law- 
ful business. The feed-device Talk-o-phone is illus- 
trated and described in the injunction record (p. 
291) ; and described in the contempt record (p. 56). 
For defendant’s feed-device machine see contempt 
record (pp. 55, 58). 

Upon the appeal from the order for preliminary 
injunction herein, complainants’ counsel, referring 
to defendant’s exhibit of defendant’s mechanical 
feed-device Talk-o-phone, again refused to contend 
that feed-device machines used with dise sound ree- 
ords of lateral undulations and uniform depth were 
an infringement of claims 5 and 35 of the patent in 
suit, but as stated in his brief on said appeal (p. 
197} said;— 


“The court below very properly refused to 
consider the exhibit, as it was not one of de- 
fendant’s machines purchased by the com- 
plainants or charged with infringement in thir 
case.” , 

In view of the position take by complainants’ 
counsel with reference to mechanical feed ma- 
chines, defendant's counsel, under Point Fifteen 
(p. 195) of defendant’s brief in the Circuit Court 
of Appeals, on said appeal, dealing with the point 
that mechanical feeu-device machines do not in- 
fringe claims 5 and 35 of the patent in suit, said ;— 


“As complainants, in the Circuit Court, re- 
fused to contend that the Talk-o-phones, 
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operating by mechanical feed-devices, are an 
infringement of claims 5 and 35, this point is 


of importance only in so far as it bears upon as 
the prior art.” 
Under Point Twelve (p. 187) of defendant’s said ses 


brief in the Circuit Court of Appeals, defendant's 
counsel stated the sole question of infringement 
charged by complainants; and referring, not to the 
mechanical feed-device Talk-o-phones, but to Talk- 
o-phones without mechanical feed-devices, said ;— 


“Complainants allege and show by a moy- 
ing affidavit, however, that the Leeds & Cat- 
lin Company sold one of these Talk-o-phones. 
This raises the question of infringement with 
reference to the machines as to both defend- eo 
ants, although obviously the question is of 
small importance as far as the Leeds & Catlin 
Company is concerned, but of great importance yee 
as far as the Talk-O-Phone Company is con- 
cerned.” 


The briefs of both parties in the Circuit Court 
of Appeals upon the injunction and contempt 
branches of this suit are annexed to the moving and 
opposing papers on the petitions for the two 
granted writs of certiorari. 

It has already been shown in considering above 
the vital element of claims 5 and 35 in suit, that 
mechanical feed-deyice machines were employed 
in the prior art for tue reproduction of sound 
from disc and cylindrical records of all kinds, 
especially from dise sound records of lateral undu- 
lations and uniform depth. When considering the 
disc record of lateral undulations and uniform 
depth as an article of manufacture existing before - 
the date of the invention of the patent in suit, it 
was shown (supra, pp. 16-20, 44) that mechanical 
feed machines, adapted for the reproduction of 
sound from dise sound records, lie at the very basis 
of the art of recording and reproducing sound, 
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s, are an and have been in existence ever since Mr. Edison 

s point is first invented the disc and cylindrical phonograph 

vars upon oa in 1877 (see English patent No. 1644 of 1878, inj. 






rec. p. 472), and Bell & Tainter first invented the 
ant’s said = 8 disc and cylindrical graphophone (see U. S. Patent 
‘fendant’s No, 341,214 of May 4, 1886 inj. rec. p. 387), and 
ringement Berliner first devised his gramophone of the prior 
not to the art for the reproduction of sound from dise and 
t to Talk- cylindrical sound records of lateral undulations 
4, csaid ;— and uniform depth, copied in solid resisting mate- 


rial, according to the various processes for which 


ea he secured letters-patent (see English patent No. 





cab 15,232 of Nov. 8, 1887, inj. rec. p. 516, Figs 1 and 8; 
nent with U. 8. Patent No. 372,786, of Nov. 8, 1887, Fig. 1, 
i lefend- ~ inj. rec. p. 416; U. S. Patent No. 382,790 of May 
tion is of 15, 1888, inj. rec. p. 434; Electrical World for Nov. 
1 & Catlin 12, 1887; inj. rec. p. 243, Figs. 1 and 2). 
a ieaut Fas The evidence shows that such mechanical feed 
device machines are practical and commercial and 
7 have been manufactured and sold by the millions, 
uie Court from the time of Edison's invention of the phono- 
contempt graph in 1877 down to the present day, for the re- 
oying and production of sound from dise and cylindrical 
* the two sound records of lateral and vertical undulations, 
: and that the unsupported allegations of complain- 
‘ing above ants’ affiants that disc records of lateral wndula- 
suit, that tions can be used only on the machines of claim 35 
employed of the patent in suit are false. Of course this fact | 
of sound and the falsity of the allegations of complainants’ 1 
ul kinds, affiants are conclusively established by the many { 
aral undu- “ « patents of the prior art found in the injunction 
lePing the record and above referred to; the affidavits of de- + 
| uniform fendant’s experts, moreover, establish the same j 
ing before “= (affs., con. rec, E. F. Leeds, p. 31, pp. 55-56; L. H. { 
in suit, it Bunker, pp. 60-61; L. 1. Leeds, pp. 63-64; L. ; 
nechanical Moeller, pp. 65-66). j 
Incion of On the motion for injunction, complainants’ ex- 


very basis. 
ty sound, 


pert, Mr. Kennedy said (inj. ree. p. 58, fol. 172) ;— 
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“the main distinction of the invention of the 
patent in suit over the prior art is in the man- 
ner of the propelling of the stylus across the 
record, which is not accomplished by an 
auxiliary feed screw, but is due to the operat- 
ing engagement of the stylus point with the » 
record groove itself, independently of other 
means.” 

In support of this statement, Mr. Kennedy, in 
his aftidavit, quoted from Judge Hazel’s opinion 
in the prior suit, shown to have been erroneous 
under Point Four, p. 88, of petitioner's brief ia 
Case No. 80, to the effect that the principle of 
operation in the Berliner machine of tie patent in 
suit differed from the Bell & Tainter feed-device 
machine of the prior art, in that in the Bell & 
Tainter machine a feed screw was necessary to 
effect the passage of the record over the point of 





183), that the principle of Berliner’s aileged in- 
vention consisted in 


“vibrating the diaphragm and propelling the 
stylus and the sound reproducer by and in ac- 
cordance with the groove of the sound-record 
across the surface of the record, and without a 
feed screw or other mechanism.” 

The court will observe that complainants were 
unable to differentiate the alleged invention of the 
patent in suit from the sound reproducing machines 
of the prior art except hy reading into claims 5 and 
35 the limitation that the vibrating and propelling 
of the stylus along the record-grooye, by and in 
accordance with the record-groove, shall be across 
the surface of the record and without a feed screw 
or other mechanism, The claims contain no such 
limitation and are, therefore, void, in view of the 
prior art, as shown at pages 90-96 of petitioner's 
brief on the injunction branch of this suit, No. 80. 


i 
the stylus.. | 
Mr. Kennedy further said (inj. rec., p. 61, fol. | 
' 
t 
I 
} 
| 
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Berliner, moreover, neither made nor intended to 

make any such limitation in claims 5 and 35, as 

fully shown at pages 172-178 of petitioner’s brief 

in case No. 80. 

w a In McCarty y. Railroad Co., 160 U. S., 110, 116 
and in F. B. Stearns Co. y. Russell, 85 Fed. 218, 
224 (C. C. 


) it was held that, 
“To imply as elements of a claim parts not 
named therein for the purpose of limiting its 





scope, so that it may be accorded novelty, is 
contrary to a well-settled rule of the patent 
law.” 

The following propositions are clearly correct; 
first, that claims 5 and 35 are void in view of the 
prior art, for the reasons stated; second, that, con- 
ad ceding their validity, they do not cover the feed- 

device machine of the prior art. 

The disc, sound record of lateral undulations and 
uniform depth is an article of the prior art and is 
concededly adapted for use upon the feed-device 
machines of the prior art and of the present day. 
Everybody should be at liberty to make, use and 
sell such sound records and such feed-device ma- 
chines. Nevertheless, the courts below, by hold- 
ing defendant in contempt in the case at bar, have 
enjoined the making, selling and using of an un- 
patented article, namely, the sound record, adapted 
for use upon sound reproducing machines of the 
prior art which concededly are not covered by. the 
claims of the patent in suit. Furthermore, since 

g defendant company is not permitted to make and 
- sell upon the open market the unpatented sound 
record, the effect of the decisions of the courts be- 
low is to enjoin or prevent the making, selling, buy- 
ing and using of the sound reproducing machines 
of the prior art, for such machines cannot be used 
without the sound record and such machines can- 
not be sold wpon the market unless purchasers 





Raymond R. Wile 
ch Library 


ie : ; : 














54 


thereof can also find sound records upon the open 
market. 

Every individual is prevented, under the deci- 
sions of the courts below, from making and using 
a sound reproducing machine of the prior art, since, 
under the decisions of the courts below, he cannot 
obtain in the open market a sound record for use 
thereon made by defendant or manufacturers other 
than complainants. 

Thus under a patent for an alleged improvement 
only upon the sound reproducing machines of the 
prior art, complainants have secured a practical 
monopoly of the unpatented sound record and 
sound reproducing machines of the prior art, since, 
under the decisions of the courts below, any person 
making and selling the sound record, on the open 
market, does so at his peril. Neither public policy 
nor the patent law permits such an invasion of the 
rights of the public. As Judge Wallace says, the 
majority opinion in the Circuit Court of Appeals 
“extends the monopoly of the patent owner to an 
unprecedented extent.” 


Defendant's disc sound records are 
articles of commerce sold for export, 
and exported, to foreign countries 
in large quantities. 

The evidence on this point is uncontradicted and 
is set forth in defendant's affidavits (con. rec. EB. F. 
Leeds, p. 35, p. 57; L. L. Leeds, p. 64; L. Moeller, 
p. 67). 


Assignment of Errors. 


The following is the assignment of errors (con. 


rec. p. 82) ;— 
The Circuit Court erred in the following par- 
ticulars ;— é 


1. In holding that defendant violated the order 
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35 


and writ of injunction herein, in that defendant 
after said order and writ of injunction sold the 
records of claim 35 of the patent in suit, No. 534,- 
5438, of February 19, 1895, to Berliner, with the 
intent that said records should be used in com- 
bination with the other elements of that claim in 
machines (other than “mechanical feed” ma- 
chines) sold by complainants or their licensees 
combined with such records for use in carrying out 
the method of claim 5 of said patent. 


2. In holding that the order and writ of injunc- 
tion herein enjoined and restrained defendant in 
any way from selling the record forming an ele- 
ment of the combination of claim 35 of the patent 
in suit. 

3. In not holding that defendant, notwithstand- 
ing the order and writ of injunction herein, was at 
liberty to sell the record of claim 35 of the patent 
in suit for use in combination with the other ele- 
ments of that claim in machines, embodying the 
invention of claims 5 and 35 of the patent in suit, 
sold by complainants or their licensees. 


4. In holding that the intent with which de- 
fendant sold records was a violation of the order 
and writ of injunction herein without proof that 
any record sold by defendant was used by the pur- 
chaser in infringement of claim 35 of the patent 
in suit. : 

5. In holding that the intent with which de- 
fendant sold records was a violation of the order 
and writ of injunction herein irithout proof that 
any record sold by defendant was used by the 
purchaser in infringement of claim 5 of the patent 
in suit. 


6. In holding that the intent with whieh de- 
fendant sold records was a violation of the order 
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and writ of injunction herein without proof that 
defendant knew or was informed that the pur- 
chaser intended to use a record purchased, in in- 
fringement of claim 5 or claim 35 of the patent 
in suit. s 


7. In holding that the selling of records by de- 
fendant to be used by the purchaser to replace a 
record purchased by him, from complainants or 
their licensees, together with a machine, embody- 
ing in combination the invention of claims 5 and 
35 of the patent in suit, was a violation of the 
order and writ of injunction herein, 


I 

8. In not holding that, under the order and 

writ of injunction herein, defendant was at liberty 

to sell records to purchasers, from complainants 

or their licensees, of machines and records, em- 

bodying in combination the invention of claims 5 7 

and 35 of the patent in suit, to enable such pur- 

chaser to repair the combination of such machine 

and record when the record should be worn by 
use or broken. 

t 

{ 

yi 

& 

| 


9. In holding that the question of defendant's 
right to sell records for use on machines embody- 
ing the invention of claims 5 and 35 of the patent 
in suit, sold by complainants or their licensees, had 
been adjudicated by the Court against defendant 
on the motion for or by the order and writ of 
injunction herein. ‘ 


10. In not holding that the question of defend- ‘ 
ant’s right to sell records for use on machines em- 
bodying the invention of claims 5 and 35 of the 
patent in suit, sold by complainants or their licen- 
sees, was « new and doubtful question which was 
raised for the first time upon the motion to punish 
defendant for contempt and which should not be 
passed upon in any such proceeding as a proceeding 
to punish for contempt. 
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11. In not holding that the records sold by de- 
fendant were adapted for a useful purpose other 
than for use upon machines embodying the inven- 


tion of claims 5 and 35 of the patent in suit, and 


that defendant was, therefore, at liberty to sell 
such records on the open market. 


12. In holding that defendant sold records with 
the intent that the same should be used in combi- 
nation with the other elements of claim 35 of the 
patent in suit on machines sold by complainants 
or their licensees. 


13. In not holding that the purchaser, from 
complainants or their licensees, of a machine and 
record embodying in combination the invention of 
claims 5 and 35 of the patent in suit, had a legal 
right to improve upon the said combination as he 
saw fit, and that defendant had a right to sell rec- 
ords to such purchaser to enable him to accom- 
plish such purpose. 


14. In holding that defendant by the sale of 
records contributed to infringement of claims 5 and 
35 of the patent in suit, and thereby violated the 
order and writ of injunction. 


15. In not holding that the record is a perishable, 
temporary element of the combination forming the 
machine embodying the invention of claims 5 and 
35 of the patent in suit, which must be, and is in- 
tended to be, frequently replaced, and that defend- 
ant had the right to sell such records to the pur- 
chasers of such combination from complainants or 
their licensees to enable them frequently to replace 
such perishable, temporary records or parts of the 
combination. 


16. In not holding that complainants and their 
licensees sold the combination embodying the in- 
vention of claims 5 and 35 of the patent in suit to 
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purchasers without restriction as to the records to 
he used to replace those purchased, and that de- 
fendant, by reason thereof, had the right to sell 
records to such purchasers for use in replacing 
records sv purchased with machines from complain- 
ants and their licensees. 





17. In not holding that defendant's records were 
articles of commerce which defendant could legally 
sell for export to foreign countries, for use in the 
United States on mechanical feed-device machines 
and for other lawful purposes, and that the sale of 
records by defendant on the open market was. 
therefore, a lawful act and not a violation of the 
order or writ of injunction herein. 


18. In holding that the question of contributory 
infringement was involved in the sale by defend- 
ant of its records, the court not finding that de- 
fendant sold a record to any person who con- 
structed the other elements of claim 35 of the pat- 
ent in suit for use with such record or to any per- 
son who used such other elements, except persons 
who had purchased the same, together with records, 
from complainants or their licensees. 





| 
| 
{ 


19. In holding that defendant sold records with } 
an intent to contribute to the infringing act of an- 
other and in violation of the order and writ of in- 
junction herein. 


20. In construing claims 5 and 35 of the patent 
in suit and the order and writ of injunction herein 3 
so as to give to complainants « monopoly of the 
unpatented record forming part of the combina- 
tion of claim 35. 


21. In not holding that when complainants or 
their licensees sold the combination of claim 35 of 
the patent in suit, said combination passed out of 
the monopoly of the patent and the purchaser 
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in replacing from defendant records to replace the records of 
one complain- a the purchased combination. 

, " 22. In not holding that complainants and their 
records were P licensees, by the selling of the elements, other than 
could legally the record, of claim 35 of the patent in suit, im- 
or use in the pliedly licensed the purchaser thereof to combine 
‘ime machines a suitable record with such purchased elements, 
at the sale of and for that purpose to purchase such a record 
market was, from persons other than complainants or their 
lation of the . licensees. 

OIE Ag 23. In holding that the substitution of a new 
contributory ; record for a record of the combination of claim 35 
le by defend- of the patent in suit is not a repair of the combi- 
wae 


ling that de- 
m who con- 
35 of the pat- 
v (> any per- 
cept, persons 
with records, 


nation. 


24. In holding that the substitution of a new 
record for a record of the combination of claim 35 
of the patent in suit is not an improvement of the 
combination. 


25. In holding that a purchaser, from complain- 
ants or their licensees, of the combination of claim 
35 of the patent in suit, had not the zight to pur- 
chase, from another than complainants or their 
licensees, a new record and to substitute in the said 
combination the new record for the old record 
of the patent thereof in ‘order to increase his repertory of tunes, 
netion herein - and that defendant had not the right to sell a ree- 
\opely of the ord to such purchaser for such purpose: 
the combina- 


records with 
ngvuct of an- 
Wd writ of in- 


26. In holding that because a purchaser, from 


v ‘ 
~ 59 
he records to thereof had the right to repair, improve upon and \ 
and that de- gs use the same as if dealing with property of any 
right to sell other kind, and, therefore, the right to purchase 
r 
complainants or their licensees, of the combination | 


iplainants or of claim 35 of the patent in suit, may frequently 
f claim 35 of purchase a new record to increase his repertory of 
vexed out of tunes, he has not the right to purchase, from an- 
te) purchaser other than complainants or their licensees, a new 
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record in order to repair or improve the said com- 
bination, 

27. In adjudging defendant in contempt of the 
order and writ of injunction herein. 

28. In adjudging that defendant had disobeyed 
the order and writ of injunction herein. 

29. In adjudging that defendant be fined in any 
sum. 


POINT ONE. 


The sound record is a temporary 
element of the combination forming 
the machine of the patent in suit and 
it is intended that the sound record 
shall frequently be replaced. The y 
machine has no other use. It is well 
settled law that purchasers of such 
combinations from the patentee or 
his licensees have the right to re- 
place such temporary parts, and that 
any manufacturer has the right to 
sell such parts to such purchasers 
for such purpose. The Courts below, 
therefore, erred in holding that de- 
fendant violated the injunction by ; 
selling records with the intent that 
the same should be used in combina- 
tion with the other elements of claim 
35, in machines sold by complainants . 
or their licensees combined with 
such records. 

(See assignment of errors, Nos. 1, 3, 7, 8, 18, 15, 
20, 21, 22, 28, 24, 25, 26, supra, p. 54). | 
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There is no distinction whatever between the 
question here involved and the question involved 
in Morgan Envelope Co. y. Albany Paper Co., de- 
cided by Judge Wallace (40 Fed. 577) and this 
Court (152 U. 8. 425). The principle of law ap- 
plicable to this case, was so clearly stated by Judge 
Wallace and by this Court in the Morgan Envelope 
Company case that the attempted distinction, in 
the Courts below, between the facts of this case and 
the facts of the Morgan Envelope Company case 
must be understood as a rejection of the principle 
of law settled and decided by this Court-in the 
Morgan Envelope Company case. As above pointed 
out at page 28 of this brief, the evidence conclu- 
= sively establishes that the sound record is a tem- 
porary element of the combination forming the 
sound reproducing apparatus of the patent in 
suit, and that it is intended that the sound record 
shall frequently be replaced. The fact that the 
sound record is a temporary element uf the com- 
bination is of controlling importance. The ele 
ments of the apparatus, other than the sound rec- 
ord, will last indefinitely for years. Complain- 
ants, in making and selling the patented sound- | 
reproducing apparatus, intend that the sound rec- | 
ord shall “be only temporary in the use of the } 
whole” apparatus, and that the single apparatus f 
shall, until it wears out, be used by the purchaser, 
for the reproduction of sound from hundreds of Hi 
different sound records. The sale of the appara- 

% tus conveys the right so to use it. If the use of 

the apparatus were to be restricted to reproduc- 

tion of sound from a single record sold as part 
. thereof, complainants would find no purchasers 

since the apparatus would be of no value to a pur- 

chaser. By purchase of the combination, the pur- 

chaser acquires the right to replace the record f 

thereof for any reason sufficient to the purehaser, 
whether it is becanse the purchaser desires to 
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hear a new selection or because the original record 

has been broken, worn out or otherwise destroyed. ’ 
In Wilson v, Simpson, 9 How. 109, 125, this 

Court stated the controlling principle, as follows; 


“The right of the assignee to replace the at 78 
eutter-kniyes is not because they are of perish- 
able materials, but because the inventor af the 
machine has so arranged them as a part of the 
combination, that the machine could not be 
continued in use without a succession of 
knives at short intervals, Unless they were 
iw) replaced the invention would have been of 
little use to the inventor or to others.” 








The sound record, because of the marvelous deli- 
eacy of the undulations of the record-grooye, and 
because of the fragility of the material in which 

v p it is formed, and because of the constant wear of 
the reproducting stylus upon the delicate undula- » 
tions constituting the record-grooye, may be worn 
out or broken or otherwise rendered unsatisfactory 
or useless within even the short space of an hour 
ora day The record cannot ve used in the sound 
reproducing apparatus for the reproduction of 
sound therefrom for any considerable number of 
times without the certain destruction of the reec- 
ord. Even before the record is destroyed it will 
become useless, because, for a time at least, no one 
w will desire to hear it repeated. Unless the sound 
record be replaced at short intervals, the sound re- 
producing apparatus, of which the record is an ele- 
ment, would be of little use to the inventor or to 
others. 

It will be seen, from the quotation above made 

(p. 32) from the affidavit of Mr. Leeds, that 





“If the purchaser had not the right to re- 
place the temporary part, the record, which it 
is intended he shall replace, he would pay from 
$17 to $100 for a machine which would repro- 

~ duce for him but a single record for which he 
may have paid only 35 cents.” 
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iginal record é This being so, the inventor, Berliner, so devised 
<¢ destroyed. “ae : and constructed the sound reproducing apparatus 
), 125, this = of the patent in suit that the temporary element, } 
as follows; namely, the record, could be easily placed upon 


and taken off from the disc turn-table which holds 


ane oe it during the operation of the apparatus while 
rentor af the sound is reproduced therefrom. The other ele 
a part of the ments of the combination, constituting the sound 
ould not be reproducing apparatus, were devised and con- 


uccession of 


s vere f | ; 
SS cna af The testimony on behalf of complainants is 


hers.” that they sell the sound reproducing apparatus, 
including the record, forming the combmation of 
mvelous:delts claim 35 of the patent in suit, and that purchasers 
“groove, and - % of the apparatus from complainants and their 


ial in which 2 a i | 
an licensees constantly purchase new records, with 
aiec wear of 


structed to last and to be used for years. 


the result that as time goes on the purchaser is 

cate undnla- lial obliged to expend far more for records than he 
~ ibe were originally expended for the machine combined 
isntistactory with a record. The record is an unpatented article 
sofan hour of commerce, which was known and used in the 
n che sound prior art. Complainants seek a monopoly of the 
Reduction: Of unpatented sound record because, forsooth, it is 
} Bamber: ok adapted for use as a temporary element of the pat- 
of the bea ented combination, as well as for use. as a tem- 
ea - porary element upon the mechanical feed machines 

; - of the prior art. 

isthe sound When the learned Circuit Judge stated that the 
he mound: ie dise sound-record is wholly unlike the toilet paper 
rd is an ele- of the Jorgan Envelope Company case, giving as 
rentor or to the reason that the toilet paper was destroyed by 
a single use, he clearly erred. The learned Judge 
conceded, as he was bound to concede, that the disc 
& sound-records wear out and that purchasers fre- 
right to re- quently bought new records “as subsfitutes for 
rd, which it worn out discs.” Obviously, it is not true that the 
ld pay from : toilet paper is destroyed by a single use, The roll 
vould repro- of toilet paper, forming a temporary element of 


‘orevhi 
walkie the patented combination of the Morgan Envelope | 


alove made 
s, that 
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Company case, will serve not for a single use, but 
for many uses and until the last sheet of the many 
sheets of the roll has been used. In like manner, 
the dise sound record is used to reproduce sound 
therefrom several times until at last, after a num- 
ber of uses, no one desires to hear it repeated or 
the sound record is worn out, broken or otherwise 
destroyed. The sound-record, like the toilet pa- 
per, is destroyed in the use thereof. In the use of 
the reproducing apparatus, the sound is delivered 
from the record and the record is destroyed, or 
rendered useless through repetition, just as in the 
use of the fixtures, forming with the paper rolls 
the patented combination of the Morgan Envelope 
Company case, the paper is delivered and de- 
stroyed. When the learned Circuit Judge en- 
deavored to distinguish the sound-record from the 
toilet paper, upon the ground that the toilet pa- 
per was destroyed by a single use, he had in mind, 
no doubt, the cotton-tie case hereafter referred to, 
where the cotton-tie was entirely destroyed by a 
single use, just as a torpedo is destroyed by a 
single explosion There is, however, no analogy 
whatever between the case of the toilet paper and 
the case of the cotton-tie, as pointed out by this 
Court in the Morgan Envelope Company case. 
The cottowtie was sold subject to ua license for a 
single use only, and the tie was, in fact, destroyed 
by the single use. Such was not, however, the case 


with the combination of which the toilet paper’ 


was a temporary element. The fixture was not 
destroyed by the use and destruction of the paper, 
as this Court pointed out, nor is the sound repro- 
ducing apparatus destroyed when the sound-record 
forming an element or part thereof becomes useless 
through repetition or is broken, worn out or other- 
wise destroyed. To restore the combination of 
which the toilet paper forms a part, it is necessary 
merely to replace the toilet paper; and, in like man- 
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ner, to restore the combination of which the record 
forms a part, it is necessary merely to replace the 
record. In neither case ix there a reconstruction of 
the patented combination, but in each case there is 
merely the intended replacement of a temporary 
part. Hence, the distinction between “repair” and 
“reconstruction” is not involved in the ease at bar. 
The fundamental error of the Courts below (dis- 
cussed supra, p. 6), clearly arose from their 
failure to apply the ruling of this Court in the Mor- 
gan Envelope Company case, that the “renewal” of 
a temporary part of a patented combination is nei- 
ther repair nor reconstruction. It is a right ac- 
quired by the sale and purchase of a patented com- 
bination involving a temporary element. 

The sound-record becomes useless or wears out 
just as the cutter-knives, forming part of the pat- 
ented combination of the planing machine in Wil- 
son vy. Simpson. infra, where it was held that the 
purchaser had the right to replace the cutter-knives 
at short intervals. In the Morgan Envelope Com- 
pany case, this Court stated that the replacement 
of the toilet paper was nearly analogous to the re- 
placement of the cutter-knives. Clearly the replace- 
ment of the sound record is eractly the same in 
principle as the replacement of the cutter-knives. 
In the construction of the planing machine, it was 
intended that the cutter knives should be replaced 
at short intervals, because the machine could not be 
continued in use without a succession of knives at 
short intervals. So, in the construction of the 
sound reproducing apparatus, it is intended that 
the sound record shall be replaced at short inter- 
vals, and as already shown, the apparatus cannot be 
continued in use without a succession of records at 
short intervals. It was not intended that there 
should be a complete destruction of the planing ma- 
chine when the cutter-knife was worn out or was 
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- unsuited for a particular use, nor is it intended that 
there shall be a complete destruction of the sound 
reproducing apparatus when the record becomes ae 
useless through repetition or is broken, worn out or 
otherwise destroyed. On the contrary, complain- hay 
ants constantly sell to a purchaser of a single ma- 


chine, new sound records to be substituted for the 
sound record or records originally purchased with 
the machine. /n the cotton-tie case, it was intended 
that there should be, and there was, in fact, @ com- 
plete destruction of the tie as a result of the single 
- use thereof. 

The learned Circuit Judge in his opinion also 
referred to the carbon-filament case (Davis Elec. 
Works vs. Edison Bl. Light Co. 60 Fed. 276). In BoM 
the carbon filament case there was, however, by 
the use of the patented combination of which 


the carbon-filament was an element, such a com- a: 
plete destruction of the combination that « re- 
construction of the combination was necessary in 
order to replace the carbon filament. The earbon- 
filament case is exactly like the cotton-tie case, 


and rests upon the same principle and has no 
analogy whatever to this case or to the case of the 
cutter-knives, or to the case of the toilet paper. 

The clear distinction between the carbon filament 
case and the case at bar appears from the follow- 
& ing quotation from the opinion of the Cireuit Court 
of Appeals in that case (60 Fed. » 281 5;— 





“The appellants do not bring themselves 
within the expression in Wilson y. Simpson, ~ 
9 How. 125, renewed in substance in Cotton 
Tie Co. v, Simmons, 106 U. S. 94, to the effect 





that temporary parts may be replaced ‘in ac- ‘6 
cordance with the intention of the rendor’ 
While the supreme court has not expressly 
given this as a limitation, it may be made 
effectual as a permit where the facts authorize 
it. In this case the plan of construction, 
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which permits no sererance of the parts by 
any ordinary method of detachment, the sale 
price of the entire device, about 30 cents, the 
comparatively large cost of the so-called repa- 
ration, the special skill required to make it, 
the fact proven that the device is made so 
cheaply that it can be thrown away without 
substantial loss when the filament is worn out, 
and the experience that, though the patent 
had run about 13 years, and some 13,000,000 
lamps had been made before respondents be- 
low commenced the so-called reparations, de- 
struction of the lamp after the filament was 
worn out had been the rule, distinguish this 
device in this respect from those which pre- 
ceded it, exclude the suggestion of either exr- 
press or implied assent by the patentees to a 
renewal of the filament, and compel the appel- 
lants to meet directly the issue of reparation 
as against reconstruction.” 








In the case at bar the temporary sound record is 
frequently replaced “in accordance with the inten- 
tion of the vendor.” (Complainants constantly 
supply purchasers of their machines combined with 
records, with new records to replace the old rec- 
ords. The facts of the case at bar, therefore, au- 
thorize the purchaser constantly to replace the 
temporary record. The plan of construction of 
the sound reproducing apparatus permits the sey- 
erance of the record by the simplest and most ordi- 
nary method of detachment and the price of the 
record, from 35 cents to $5, is exceedingly small 
when compared with the price of the machine, 
which varies from $17 to $100. 

There never was a sound. reproducing apparatus 
sold, combined arith a record, to a purchaser itho 
did. not frequently replace the record. The dis- 
tinction between the principle and the facts of the 
carbon-filament case and the principle and the 
facts of a case such as the case at bar, is so clear 
and has been so often pointed out in the opinions 
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of the courts, that it requires no further argument 
to show that the learned Circuit Judge erred when 
he held that the substitution of a new record for 
an old record in the combination of claim 35 of the 
patent in suit was not, in any legitimate sense, 
“repairs,” or within the rights of the purchaser, 
and cited, in support thereof, the carbon filament 
case. : 

The Circuit Court of Appeals for the First Cir- 
euit, which decided the carbon-filament case, dis- 
tinguished the cotton tie case and the carbon- 
filament case from the cutter-knives case, according 
to the principles above stated, in Goodyear Co. v. 
Jackson (112 Fed. 146, 150), where the Court said: 


“When the patent is for a single thing, 
like a knitting needle, for example, and 
not for a device or machine composed of sev- 
eral things or elements combined, it is ob- 
vious that the replacement of an old needle 
by a new one in a knitting machine is not 
repair, but a reproduction of the patented 
thing. Aiken v. Manchester Print Works, 2 
Cliff., 485; Morgan Enrelope Co. v. Albany 
Paper Co., 152 U. S. 425, 485; Wilson v. 
Simpson, 9 How. 109, 124. 

When the patent is for a device embracing 
the combination of several elements, a pur- 
chaser will infringe by reconstructing the de- 
vice after it has fulfilled its purpose and is 
substantially destroyed. Where, for instance, 
the patent was for a catton-bale tie, consisting 
of a band and buckle, and ‘icensed to use once 
only,’ it is manifest that the severance of the 
band at the cotton mill was intended to operate 
asa destruction of the tie, and that to roll and 
straighten the pieces of the band and riret the 
ends together, at the same time using the old 
buckle, was a reconstruction of the tie, and 
not repair. Cotton-Tie Co. vr. Simmons, 106 
U.S. 89. 

Again, where the subject of the patent was 
an electric lamp, and the invention resided in 
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the discovery that an attenuated carbon fila- 
ment, if operated in a high vacuum would 
withstand disintegration and the claim was 
for the combination of carbon filaments with a 
receiver made entirely of glass, and conduc- 
tors passing through the glass, from which re- 
ceiver the air is exhausted, it is plain that, 
when the filament is destroyed, and the 
vacuum is destroyed by making a hole in the 
receiver, and nothing remains but a perfor- 
ated glass bulb and the conductors, the lamp 
is practically destroyed, and that to replace 
the old filament with a new one, and again ex- 
haust the air in the receiver and again seal it, 
is substantially the making of a new lamp. 
Davis Electrical Works vr. Edison Electric 
Light Co., 60 Fed. 276. 

Where the patent is for a machine, which 
commonly embraces the combination of many 
constituent elements, the question of infringe- 
ment by the purchaser will turn upon whether 
the machine is only partially worn out or par- 
tially destroyed, or is entirely worn out, and 
so beyond repair in a practical sense. In the 
case of a patent for a planing machine com- 
posed of many parts it was held that the re- 
placement of the rotary knives, ‘the effective ul- 
timate tool’ of the machine, was repair, and 
not reconstruction. Wilson v. Simpson, 9 
How. 109. In that case the Supreme Court 
rested its decision on two grounds: (1) The 
right of the owner to replace a material part of 
the patented combination; and (2) the right 
to replace a part of the machine irhich it was 
known would quickly wear out, such replace- 
ment being necessary to a continued use of the 
machine, and therefore contemplated by the 
patentee ivhen the machine aras sold. The de- 
cision in that case contains a careful discus- 
sion of the rights of a purchaser of a patented 
machine, and of the fundamental grounds on 
which those rights are based, and of the dif- 
ference hetween repair and reconstruction.” 
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The Morgan Envelope Company Case 
in the Circuit Court and Judge ‘ 
Wallace’s Opinion Therein (40 
Fed. 577). 


After stating that three patents were involved in 
the suit, Judge Wallace held that the first patent 
for a package of toilet paper was “invalid for want 
of novelty” (p. 578). The learned judge then held 
that the other two patents for the combination of 
the package of toilet paper and mechanism to be 
used therewith disclosed and claimed “an ingeni- 
ous and meritorious invention” (p. 579). The 
package of toilet paper stood, therefore, as an un- 
patented article, forming, however, an element of a 
combination based upon “an ingenious and merito- 
rious inyention.” The question was, as stated by 
Judge Wallace (p. 580), whether defendant in- 
fringed by selling rolls of oval paper which they 
manufactured to persons who bought the paper and 
fixtures from the complainant, and having used up 
the paper wished to get more to use with the fix- 
tures. This is the precise question here in- 
volved, never presented to any court in this litiga- 
tion and never passed upon by any court in any 
form in this litigation before the motion for con- 
tempt herein, namely: whether defendant has the 
right to sell sound-records, an unpatented article 
of the prior art, for use upon the hundreds of 
thousands of machines sold, combined arith ree- 
ords, by ‘complainants and their licensees to pur- sos 
chasers within the United States. Under Judge 
Wallace's decision, affirmed by this Court, defend: 
ant unquestionably has that right. Judge Wallace 
said (p. 580) ;— 





“In other words, the case is as though the 
defendants were charged with infringement 
heeanse they sell rolls of oval paper which 
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ny Case they manufacture tu persons who have bought 
i Judge . the paper and fixtures from the complainant, 
5 om and, having used up the paper, wish to get 

ein (40 more to use with the fixtures. The sale of 
: the paper to those who have a lawful right to 





~ 2% use the firture, and to use both the firture and 
involved in paper together, is not an invasion of the 
first patent rights of the complainant. The paper, as an 
il for want element of the patented invention, is one 


for temporary use only. The fixture proper 


item held is a durable device, which is designed to last 











bivation of for many years; while the roll of paper may 
nisin to be be completely used up in a few days. .This 
‘an ingeni- circumstance repels any inference that the 
79). The right of a purchaser to use the firture does 
ag an un- not survive the life of the paper. The pur- 
Bene ofa a chaser iho buys « machine or device, patented 
or unpatented, without any restriction as to 
ind merito- the mode or extent of the use to which he may 
; stated by apply it acquires all the rights of the seller ’ 
endant. in- 7 and may do with it whatever the selier might 
which they have done if he had not parted with it. He 
. paper ad acquires the right to use it, to repair it, and 
naehsed “up to sell it to others; and those to whom he sells 
ae a acquire all his rights. If the original vendor 
ith the fix- is the licensee of the article, a purchase of 
| here in- the article from him is, in legal effect, a pur- 
this litiga- chase from the owner of the patent. The sale 
urt in any of the article transfers the monopoly right in 
afore pee the article itself without qualification. Holli- 
~ day vy. Matheson, 23 Batehf. 239, 24 Fed. Rep. 
nt has the 185. If the purchaser may lawfully repair 
ted article the article, or remove a part of it and sub-. { 
indreds of stitute another, it is quite immaterial whether 
with reec- he does it by his own hands or procures an- 
es to pur “a 2 other to do it for him; and if the act when 


heh didn done by himself does not violate the rights of 
cee! the owner of the patent, it does not when per- 
ikea formed by another at his request.” 

» Wallace a 





Judge Wallace then pointed out (p. 581) that 
the law as above stated by him had been distinctly 
declared by this Court in Wilson y. Rousseau, 4 
How. 647 and in Wilson v. Simpson, 9 How. 109. 
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Judge Wallace then distinguished (p. 581) the 
case of Cotton-Tie Co. y. Simmons, 106 U. 8. 89, as 
follows ;— 


“There the patented article was sold 
‘licensed to use once only,’ and after it was 
practically worn out, and the right of the pur- 
chaser to use it had terminated, another per- 
son, who bought the parts as old iron, recon- 
structed them anew into the patented article. 
If in this case the firtures had been worn out 
or had in any other way fully subserved the 
use for which they were intended when sold, 
the doctrine of that case would apply.” 

Judge Wallace then pointed out that the law of 
contributory infringement had no application to 
the case. The attention of the court is directed to 
this holding of Judge Wallace, affirmed by this 
Court, that the law of contributory infringement 
had no application to the case, because complain- 
ants’ counsel based his entire argument, in the 
Courts below, upon the law of contributory in- 
fringement which has no application whatever to 
the question here involved. Judge Wallace said 
(p. 581) ;— 

“The law of contributory infringement has 
no application to the case. That doctrine rests 
on the principle that he who concerts with aa- 
other to do a wrong is an abetter, and equally 
guilty with the one who actually commits it. 
Here no wrong has been committed.” 


The same rule was stated in Goodyear Co. vy. 
Jackson, 112 Fed, 146 (C. C. A.), where after a 
full review of the authorities, it was held, as stated 
in head note 1, that “contributory infringement 
cannot be predicated of the rebuilding or replacing 
of parts of a patented machine by a purchaser for 
his own use.” 

In the case at bar there was not a particle of 
proof that defendant after the injunction sold a 
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sound-record for use upon an infringing machine | 
or to complete an infringing machine; nor did the 
Circuit Court find that defendant had committed 
any such violation of the injunction. Complain- 
ants’ counsel urged the Circuit Court to hold that 
because the records sold by defendant might be used 
on infringing machines, defendant was in con- 
tempt; but the Circuit Court refused to make any 
such ridiculous finding upon such matter of mere 
conjecture. This untenable proposition of com- 
plainants’ counsel, that infringement may be con- 
jectured, has been rejected by repeated decisions of 
the courts. Judge Wallace emphatically disposed 
of it as follows (40 Fed. p. 581) ;— 
r 


“The complainant cannot rely upon the in- 
conclusive statement, elicited upon cross-ex- 
amination from the defendant Wheeler, to es- 
tablish a sale by the defendants of paper with 
fixtures which had not been sold by the com- 
plainant. It would be mere guess-work to in- 
fer from that testimony that the fixtures thus 
sold were not originally made and sold by the 
complainant. The affirmative upon the issue 
of infringement is with the complainant, and ; 
the onus of proof is not satisfied merely by { 
showing a state of facts from which infringe- : H 
ment may be conjectured.” 


The Morgan Envelope Company Case 
in this Court and this Court’s 
Opinion Therein (152 U.S. 425). 


The leading case upon the question here in- 
volved is the decision of this Court in Wilson r. 
Simpson, 9 How. 109, the principle of which was 
- applied by this Court in Morgan Envelope Co. v. 
Albany Paper Co., 152 U. S. 425. In connection 
with these two cases the decision of Mr. Justice 
Clifford in Aiken y. Manchester Print Works, 2 Pa | 
Cliff., 435, should be considered, since, as stated by 
this Court in the Vorgan Envelope Company case, 





ee 
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Mr. Justice Clifford there correctly pointed out 
that a purchaser of a patented combination could 
replace an unpatented temporary part of the com- 
bination but could not make or use such temporary 
part of the combination in order to replace it, if 
such temporary part was the subject of a separate 
patent, In Wilson y. Simpson, and in Morgan En- 
velope Co, y. Albany Paper Co,, this Court held that 
an unpatented temporary part of a patented com- 
bination could be replaced by the purchaser of the 
combination from the patentee. 
Since the sound-record which forms a temporary 
part of the combination of the patent in suit is not 
a patented article, it is clear, under the decisions 
cited, that the purchaser from complainants and as 
their licensees of the combination of the pat- 
ent in suit has a legal right to replace the tem- 
porary sound-record and to obtain the sound- 
record from defendant for such purpose. A con- 
sideration of the three cases cited will show this to 
be in accordance with the settled law. 
In Morgan Envelope Co, y. Albany Paper Co., | 
152 U. S., 425, this Court stated that three patents | 
were involved, one for a package of toilet paper 
and two, which were practically the same, for a 
combination of the package of toilet paper de- 
scribed in the first patent with a mechanism for 
. the delivery of the paper to the user, Upon a con- 
sideration of the evidence, this Court held that the 
first patent for a package of toilet paper was void, 
and the question was whether the defendants had as 
infringed the other two patents for the combina- 
tion. It appeared (p. 431) that defendants neither 
made, sold or used the mechanism to serve out the 96 oe 
toilet paper, 
“except as they purchased it of the patentee 
and the only acts proven against them were 
in selling oval rolls of paper of their own 
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ro) 
ointed out manufacture with firtures manufactured and 
tion could sold by the plaintiff in combination with its 
if the com- a (plaintiff's) paper to persons other than 
nee the defendants, the firtures having been ob- 
FERIPOFALY tained by defendants from the original pur- 
place it, if as chasers of the patented combination; and also 
asweparate ef selling oval rolls of paper of defendant's 
forgan En- : own manufacture to persons who had pre- 
t held that viously purchased fiztures and paper from 
the plaintiff, with the knowledge and inten- 
ented com- tion that the paper was sold to be used in 
user of the connection with the plaintiff's fixtures, In 
this connection it appeared that it had not 
temporary been the practice of the plaintiff to sell its 
suit is not fiztures independently of its paper and that 
ae they sold only to such parties as dealt in and 
r decisions used their paper. * * * It appears to have 
nants and zs been its invariable rule to refuse to sell fix- 
* the pat- tures except to persons also ordering paper.” 
era tome = Upon these facts, which are esentially the facts 
he ‘sound- = of the case at bar found by the Circuit Court, this 
ee 7 oie Court said (p. 432) ;— 
“The real question in this case, is, whether 
Paer Co. conceding the combination of the oval roll 
: with the fictures to be a valid combination; 
ee patents: the sale cf one element of such combination, 
ilet_ paper with the intent that it shall be used with the 
ime, for a other element, is an infringement. . We are 
paper de- of opinion that it is not. There are doubtless 
ianiem.for many cases to the effect that the manufacture 
and sale of a single element of a combination, 
poh a con- with intent that it shall be united to the other 
d that the element, and so complete the combination, is i 
was void, an auifringement Sure v. Hommond, Hines 
456; Wallace v. Holmes, latchford, 65; 
— iis Barnes vy, Strauss, 9 Blatchford, 553; Schnei- 
: é der y. Poultney, 21 Fed. Rep., 399. But we 
itsneither think these cases have no application to one 
ve out the + where the element made by the alleged in- 
fringer is an article of manufacture perish- 
able in its nature, which it is the object of 
® patentee the mechanism to deliver, and which must be 
‘hem were renewed periodically, whenever the device is 
ther own put to use. Of course, if the product itself is 
j 
rR 
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& 
the subject of a valid patent, it would be an 
infringement of that patent to purchase such 
product of another than the patentee; but if a 
the product be unpatentable, it is giving to the 
patentee of the machine the benefit of a pat- 
ent upon the product, by requiring such prod- “i 
uct to be bought of him.” 
b 
[ 





Referring to the case of the Cotton Tie Co. v. 
Simmons, 106 U. S., 83, 93, this Court said that 
that case presented “no difficulty whatever,” and 
further said (p. 434) ;— 


“It is evident that the use of the tie was 
intended to be as complete a destruction of it 
as would be the explosion of a patented tor- 
pedo. In either case, the repair of the band 
or the refilling of the shell would be a prac- 
tical reconstruction of the device. Jn this 
case, however, the purchaser of the new roll 
does precisely what the patentee intended 34 
he should do; he replaces that which is in 
its nature perishable, and without the repluce- 
ment of which the remainder of the device is 
of no value. The replacement is of a product 
which it is the object of the mechanism to 
deliver.” 








As explained supra, pp. 5-7, the sound-reprodue- 
ing apparatus operates upon the sound record, as 
stated by Judge Wallace, just as the saw operates 
upon the log or the fixture upon the paper. In 
each case, when the operation of the machine is 
finished, the thing operated on, the record or the 
log, must be replaced in order to continue the use 
and enjoyment of the machine. It is as unreason- . 
able to require the purchaser of the sound repro- 
ducing apparatus to purchase the unpatented rec- 
ords from complainant as to require the purchase 
of logs or paper from the patentee of the combina- 
tion of which the log or paper was a part. 
Continuing, in the Morgan Envelope Co. case, 
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this Court, referring to the case of Wilson vy. Simp- 
son, then said (p. 434) ;— 


“The case is more nearly analogous to that 

of Wilson v. Simpson, 9 How., 109, in which 

e the invention involyed was a planing ma- 

~ chine, and the patent sued upon covered the 

combination with the cutting knives or planes 

of a pressure roller to effect the planing of the 

planks. It was proved that one of the ma- 

chines would last in use for several years, but 

that its cutting knives would wear out, and 

- must be replaced at least every sixty or ninety 

days. It was said by Mr. Justice Wayne, (p. 
125) that 


‘the right to replace them was a part of 
the invention transferred to the assignee 
for the time he bought it, without which his 
purchase would be useless to him, except 
- for sixty or ninety days after a machine had 
been put in use. It has not been contended, 
nor can it be, that such be a limitation of 
the assignee’s right in the use of the inyen- 
tion. 

al ‘If, then, the use of the machine depends 
upon the replacement of the knives, (and the 
assignee could replace them from time to 
time, as they were needed, during the first 
term of the patent, though they are an es- 
sential and distinct constituent of the prin- 
ciple or combination of the invention.) fre- 
quently replacing them, according to the in- 
tention of the inventor, is not a reconstruc- 
tion of the invention, but the use only of so 
much of it as is absolutely necessary to 
identify the machine with what it was in the 
beginning of its use, or before that part of 

it had been worn out. 
ag - rs ‘The right of the assignee to replace the j 
cutter-knives is not because they are of per- 
ishable materials, but because the inventor 
of the machine has so arranged them as a 
part of the combination, that the machine 
bal could not be continued in use without a sne- 
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cession of knives at short intervals, Un- 
less they were replaced, the invention would 
have been of little use to the inventor or to 
others.’ ” 


In Wilson y. Simpson, immediately following 25 
the part above quoted from the opinion therein by 
this Court in the Morgan Envelope Company case, 
this Court further said ;— 


“The other constituent parts of this in- 

vention, though liable to be worn out, are not 
made with reference to any use of them which 
will require them to be replaced. These, with- 
out having a definite duration, are contem- 
plated by the inventor to last so long as the 
materials of which they are formed can hold i 
together in use in such combination. No re- 
placement of them at intermediate intervals 
is meant or is necessary. They may be 
repaired as the use may require. With such aed 
intentions, they are put into the structure. 
So it is understood by a purchaser, and beyond { 
the duration of them a purchaser of the ma- . | 
chine has not a longer use. But if another | 
constituent part of the combination is 
meant fo be onlytemporary in the use 
of the whole, and to be frequently replaced, 
because it will not last as long as the other 
parts of the combination, its inventor cannot 
complain, if he sells the use of his machine, 
that the purchaser uses it in the way the in- 
ventor meant it to be used, and in the only 
way in which the machine can be used. 

“Such a replacement of temporary parts 
does not alter the identity of the machine, but 
preserves it, though there may not be in it 
every part of its original material.’ ” 


Clearly in the case at bar the sound reproducing elect 
apparatus sold by complainants has no use other 
than that involving continued replacement of the 
temporary sound record. 

In the Morgan Envelope Company case, this 
Court, after stating that the case was more nearly 
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reals, Une analogous to that of Wilson y. Simpson, and after 
ntion would _ quoting, as above shown, from the opinion of Mr. 


entor or to Justice Wayne in that case, then said (p. 435) ;— 


i reer eae eee . 
y Yollowing ‘The true distinction is stated by Mr. Jus: 





‘ “= tice Clifford in Aiken v. Manchester Print 
1 therein by Works, 2 Cliff., 435, where the invention was 
npany case, of a knitting machine, with which the vendor 


was accustomed to send a package of the nee- 
dles used in the machine, which needles were 


f this in- the subject of a sepurate patent. It was held 
Mus, Are Not that the purchase of the knitting machine, and 
them which the needles accompanying the same, did not 
These, with- confer upon the purchaser any right, after the 
ire contem- needles were worn out and became useless, to 
long as the manufacture other needles, and use the same 
“1 can hold * « in the knitting-machines so sold and purchased. 
or, No re- i B The case of Wilson y. Simpson was distin- 
fe intervals guished from this in the fact that the cutters 
hey may be and knives in that case were not subject to a 
With such > patent, and of course the respondent had a 
+ structure. right to use them as materials to repair his 
and beyond machine; ‘but,’ says the court, ‘unfortunately 
of the ma- . for the defendants in this case, the needle is 
ip another subject to a patent, and in making and using 
nation is it they have infringed the right of the plain- 
Tin the use tiff.’ As awe have already held that the paper 
y replaced, roll in this case was not the subject of a valid 
s the other patent, it follows that the defendants cannot 
itor cannot be held as infringers for the manufacture and 
isumachine, sale of such roll.” 


way the in- a ‘ 7 7 
in the only In Wagner Typewriter Co, v, Webster (o., 144 


sed. Fed. 495, Judge Ray cites many of the leading 
rary parts cases sustaining the doctrine of the above cited 


achine, but cases, 
athe ia it 





reproducing a 4 
oO use other ; 
nent of the : i 


' ase, this 
nore nearly 
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POINT TWO. 


The Circuit Court of Appeals, fol- 
lowiag the decisions ofthis Court, has 
held that the purchaser ofa patented 
combination has the legal right im- 
mediately to substitute for an im- 
portant or essential element of the 
combination one which he conceives 
to be better suited to his purposes, 
even though such element was in- 
tended to be permanent; and that 
any one has an equal right to make 
and sell such elements to such pur- 
chaser for such purpose (7'omson-Hous- 
ton Electric Co. v. Kelsey Co., 75 Fed. 1005), 


(See assignment of errors, Nos. 1, 3, T, 8, 13, 14, 
19; 20, 21, 22, 23, 24, 25, 26, supra, p. 54). 

In a consideration of this point the following 
inquiry is pertinent ;— 

What injury can result to complainants, if a 
purchaser from them of the combination constitut- 
ing the sound reproducing apparatus of the patent 
in suit substitutes in the apparatus a record pur- 
chased from defendant for the record purchased 
from complainants as part of the combination? 
Clearly there can be none, as held by this Court in 
numerous cases, other than complainants’ failure 
to secure a monopoly of the unpatented record, a 
monopoly to which they are not entitled, Having 
received the full consideration for the patented 
combination, which they sold without restriction, 
they cannot complain if the purchaser deals with it 
as he pleases and substitutes in it for one of its ele- 
ments a like element which he conceives to be better 
suited to his taste or purposes. 
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The principle of the decision in the Thomson- 
Houston Co, case is stated in the third head note 
of the case, as follows (75 Fed. 1005) ;— 


“One who purchases the apparatus covered 
by the Van Depoeie patent, No. 495,443, for an 
improvement in traveling contacts for electric 
railways, has the right, immediately thereafter, 
to discard the element known as the ‘trolley 
stand,’ and purchase from another a different 
stand, which he conceives to be better suited to 
his purposes. 72 Fed. 1016, modified.” 


The “trolley stand” was an element of the pat- 
ented combination. 

Judge Shipman, writing the opinion of the court, 
said (p. 1010) ;— 

“If a purchaser from the complainant 
chooses, the day after his purchase, to substi- 
tute a stand which is better made and better 
adapted to his peculiar needs, he has the right 
to do so.” 


Judge Wallace, concurring in the principle thus 
stated by Judge Shipman, but dissenting from the 
decision of the court since he thought that the 
decree for injunction should not merely be modified 
but reversed altogether, said (p. 1011) ;— 


“Concededly, they have a right to repair 
their trolley stands, to substitute new ones 
for those old or worn out, or to substitute a 
better and improved kind for those originally 
bought of the complainant. The defendants 
have an equal right to make and sell the 
stands to such owners for that purpose.” 


The legal principle thus stated by Judges Ship- 
man and Wallace, and concurred in by Judge 
Lacombe, was embodied in the decision of the 
court, whereby the order granting the preliminary 
injunction was modified by adding the following 
words (p. 1010) ;— 











on epremee 78 
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“It is not intended to enjoin the defendant 
against the sale of trolley stands, by way of 
replacement of broken stands, or stands worn 
by use or substitution for trolley stands pre- 
viously sold by the complainant to purchasers 
from it, but this permission does not give au- ase 
thority to reconstruct or rebuild a combina- 
tion which has been sold by the complain- 
ant.” 


Thus the court recognized not only the right of 
the purchaser of a patented combination to re- 
place an element that was broken or worn by use, 
but also the right to substitute for an element of 
the combination purchased from the patentee an- 
other similar element which the purchaser pre- 
ferred. In other words, the Court applied the rul- 
ing of this Court that the renewal of such a single 
element of the combination was neither reconstrue- 
tion nor repair, and was an act within the rights 
acquired by the purchase of the patented combina- | 

| 
i 
| 
{ 





tion. 
As pointed out by Judge Wallace (con. rec, p. 

95), Judge Hough's opinion (p. 93), is in direct 

conflict with this previous decision of the same 

court. The court squarely held that the substitu- 

tion of the trolley stand in the combination was | 

not a reconstruction or rebuilding of the combina- 

tion and this holding Judge Hough entirely over- 

looked. 
This right of substitution is clearly a broader 

right than the right to repair. Judge Shipman, 

moreover, pointed out that this right of substitu- Pees 

tion extends not merely to the replacing of fragile 

elements, whose life is necessarily short, but also 

to the replacing of an important element which - e 

was intended to be permanent (pp. 1008-1009) ; and 

that the right of substitution or replacement ex- 

isted even “though it shall be a replacement of 

an essential part of a combination” (p. 1009), cit- 
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efendant ing and quoting Wilson y. Simpson, 9 How. 109, 
; way of where, as stated supra, p. 77, this Court held that 
ids ‘worm the right of substitution extended to h 
nZs pre- 
irchasers : “an essential and distinct constituent of the 
give au- “* principle or combination of the invention.” 
combina- : 8 7 ae 
omplain- Referring to the decision of this Court in Wilson 

y. Simpson, Judge Shipman also said (p. 1009) ;— 
wght of “The distinction which the court was en- 
n to re- deavoring to point out, and which it thought 
1 by. use was well illustrated in the Woodworth planer, d 
eee was the difference between the repair or re- 
ement of 


placement of a single element of a combina- 
2ntee an- tion, and the manufacture of a new machine 
iser pre- in place of one which had become useless.” 





rae) 
aed The manufacture of a new machine is, of course, 
sonsteae: reconstruction and not within the rights of the 
lie Fiolite w« purchaser, from the patentee, of a machine which 
eciniina has become useless; but the repair or “replacement” 
of a single element of the patented combination 
is aan a is not reconstruction and is within the rights of 
in direct the purchaser. ; . 
her Rime Replacement is to be distinguished from repair. 
aabaticas As this Court said in the Morgan Envelope Co. case 
Hon. wae the replacement of the paper in the fixture was 
conibinas neither reconstruction nor repair (supra, p. 6). ; 
ely over- This important principle was entirely overlooked 
by Judge Hough. j 
broader If the purchaser of the patented combination 
Shipman, had the right, “the day after his purchase,” to pur- 
sutestitu- ore chase a new trolley stand and to substitute it 
if fragile for the trolley stand of the combination pur- 
but also chased from the patentee, it is clear that in the 
it which ree case at bar the purchaser, from complainants or 
09); and their licensees, of the combination forming the 
ment ex: F sound reproducing apparatus of claim 35 of the 
ment of : patent in suit had the right to substitute for the 
WO), cit. record of the combination purchased from com- ¢ 
plainants or their licensees any other record which $ 
| 
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he desired to substitute, and that defendant had } 
an equal right to make and sell records to such 
purchaser for that purpose. 

Judge Shipman, in his opinion (p. 1008) distin- 
guished the cotton-tie case (Cotton-Tie Co. vy. Sim- 
mons, 106 U. S. 89) and the carbon-filament case H 
(Davis El. Works v. Edison El. Light Co., 60 
Fed. 276), upon the ground that those were cases 
of reconstruction of the patented combination, 
having no analogy to the repair or replacement of 
a single element of a combination. This distinc- 
tion of the cotton-tie and carbon-filament cases, so 
uniformly made by the courts, has been fully 
dealt with under Point One of this brief (supra, 5 
pp. 64, 66, 76). In view of the decision of the . 
court in the trolley stand case, now under con- 
sideration, it becomes still more clear that Judge 
Lacombe erred when, in his opinion in the case at f 
bar, he cited the carbon filament case in support of | 
the proposition that a purchaser had not the legal i 
right to substitute a new record purchased from 
defendant for a record purchased as part of the 
patented combination from complainants or their 
licensees. The learned Circuit Judge stated that 
such substitution was not, in any legitimate’sense, 
“repairs,” because, he said, the new records were 
purchased more frequently in order to increase the 
repertory of tunes than as substitutes for worn out 
discs. Judge Lacombe, like Judge Hough, over- 
looked the holdings of this Court that replacement 
is neither reconstruction nor repair (supra, p. 
6), and thus erroneously limited the right of a 
purchaser of a patented combination to “repair” 
and erroneously held that what is not “repair” M 
must be “reconstruction.” This holding of the i 
learned Circuit Judge involved three fundamental } 
errors. 


didnt watt. 


(a) Judge Lacombe overlooked entirely the pur- 
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chaser’s right of substitution or replacement of the 


single element, namely, the record, of the com- 
bination forming the sound reproducing apparatus. 


(b) Judge Lacombe overlooked entirely the pur- 
chaser’s right to improve, as he pleases, upon the 
purchased patented combination. 


(c) Judge Lacombe conceded that the original 
record of the combination purchased from com- 
plainants or their licensees became worn out, and 


then denied to the purchaser of the combination | 


from complainants or their licensees, the un- 
doubted right of repair, which the purchaser could 
clearly exercise by substituting a new record for 
the original worn out disc. Jn order to make such 
substitution, the purchaser of the combination 
must be at liberty to make or to buy as many new 
records as he chooses and to use any one of them, 
at any time, in lieu of the original record sold by 
complainants or their licensees as part of the pat- 
ented construction. Complainants assert that they 
sell the patented combination with such intention 
and subsequently sell many of the unpatented rec- 
ords that they may be so used. 





The right of replacement or substitution is a 
right which the purchaser of a patented combina- 
tion may exercise at any time and in any manner 
he pleases and for any reason that may be suffi- 
cient to him. Judge Shipman says he may exer- 
cise it the day after his purchase; if so, he may 
exercise it immediately upon his purchase. He 
may exercise it not because his trolley stand or 
other unpatented element is broken or worn out by 
use, but because he likes some other trolley stand 
better. So the purchaser from complainants or 
their licensees of the sound reproducing apparatus 
forming the combination of the patent in suit, may 
exercise his right of substitution or replacement 
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of the unpatented sound record at any time and 
for any reason. As Judge Wallace said in the 
case at bar “he can discard a part he does not 
care to use and substitute another” (con. rec. p. 
95). 

The right of substitution is a right supported 
by an unbroken line of decisions of this Court. 
Judge Shipman referred (p. 1008) to Chaffee v: 
Belting Co., How. 217. In the Chaffee case 
Mr. Justice Clifford, writing the opinion of this 
Court, pointed out (p. that the purchaser of 
a patented machine acquires the machine free from 
the monopoly of the patent, and in using the ma- 
chine exercises no rights created by the act of Con- 
gress. By purchase, the patented machine be- 
comes the individual property of the purchaser and 
is subject no longer to the laws of the United 
States, but is subject only to the laws of the State 
in which it is situated. Hence the purchaser may 
use it, repair it and improve upon it, as he pleases. 
In explanation of this principle, Mr. Justice Clif- 
ford said (p. 223) ;— 








“That rule rests upon the doctrine that the 
purchaser, in using the machine under such 
circumstances, exercises no rights created by 
the act of Congress, nor does he derive title 
to it by virtue of the franchise or the exclu- 
sive privilege granted to the patentee. 

“When the patented machine rightfully 
passes to the hands of the purchaser from the 
patentee, or from any other person by him 
authorized to convey it, the machine is no 
longer within the limits of the monopoly. 
According to the decision of this court in the 
eases before mentioned, it then passes out- 
side of the monopoly, and is no longer under 
the peculiar protection granted to patented 
rights. By a valid sale and purchase, the 
patented machine becomes the private indi- 
vidual property of the purchaser, and is no 
longer protected by the laws of the United 
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iny time and States, but by the laws of the State in which 
«said in the it is situated. Hence it is obvious, that if a 
he does not oe person legally acquires a title to that which 


is the subject of letters patent, he may con- 
tinue to use it, until it is worn out, or he may 
repair it or improve upon it, as he pleases, 


(con, ree. p. 


it supported _ in the same manner as if dealing with prop- 
‘ this Court. erty of any other kind.” 

to Chaffee v. ‘ In Wilson v. Simpson, quoted supra, p. 78, this 
Chaffee case Court said ;— : 


inion of this ac , r ; 

Sl “Such a replacement of temporary parts does 
haser 0; = 3 ci 

ee hasér of not alter the identity of the machine, but pre- 

ute, free from serves it though there may. not be in it every 

sing the ma- part of its original material.” 

e act of Con- 
machine be- 

urehaser and 

. the United “He (the purchaser) is not under any im- 

of the State ~ ea plied promise to maintain the machine as an 

iRetinger sma’ entity and may do whatever he chooses with 
howl ee any of the parts, as fully as if there had not 

is he pleases. been a patent.” 

Jestice Clif- 


me Upon the same point, Judge Wallace said in the 
case at bar (con, ree. p. 95) ;— 


In a later case, Vitchell v. Hawley, 16 Wall., 
544, 548, Mr. Justice Clifford, again writing the 
opinion of the court, quoted with approval the 
part above quoted from the Chaffee case, and in 


rine that the 
‘ under such 
3 created by 


derive title addition held (p. 546), that patentees are “en- 

orthe exclu- titled to but one royalty for a patented machine,” 

ventee. and that when they have sold the patented ma- 

e rightfully chine without any conditions and the considera- { 
ser from the 


. tion has been paid, they must be understood to 
rson by him 


‘chine 1 no wy Se have parted with all their erclusive rights and to H 
1¢ Snonopoly. have ceased to have any interest whatever in the 
court in the patented machine so sold. 
passes out- oo. Hence arises the right of the purchaser to use 
longer under the machine until it is worn out, to repair it and 


to ‘patented 


rchase, the to improve upon it as he pleases in the same man- 
private Ghd ner as if dealing with property of any other kind. 
r.~and is no Clearly under the decisions of this Court, com- i 
" the United plainants in the suit at bar can have no right what- i 
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ever to dictate what sound record shall be used by 
those who purchased from them, without restric- 
tion, the sound-reproducing apparatus of the pat- 
ent in suit, for the sound record is an unpatented 
article. 

. In Bloomer vy. MeQuewan, 14 How. 539, 549, = 
Mr. Chief Justice Taney said ;— 





“When a machine pa: to the hands of the 
purchaser, it is no longer within the limits of 
the monopoly. It passes outside of it, and is 
no longer under the protection of the act of 

hes Congress.” 


4 4 
In Adams vy. Burke, 17 Wall. 453, 456, it was 








held, on the authority of the Bloomer case, that 

when patented machines “are once lawfully made G 
and sold, there is no restriction on their use to be 

implied for the benefit of the patentee or his as- 

signees or licensees.” Mr, Justice Miller writing , 
the opinion of the court in Adams v. Burke also 

said (p. 456) ;— 


“But, in the essential nature of things 

when the patentee or the person having his 

rights, sells a machine or instrument whose 

sole yalue is in its use, he receives the consid- 

eration for its use, and he parts with the right 

to restrict that use. The article, in the lan- 

guage of the courts, passes without the limit 

w of the monopoly (Bloomer y. MeQuewan, 14 

Howard, 549; Vitchell y. Haicley, 16 Wallace, 

544). That is to say, the patentee or his as- 

signee having in the act of sale received all the 

royalty or consideration which he claims for 

the nse of his invention in that particular ma- 

chine or instrument, it is open to the use of the 

purchaser without further restriction on ac- 
count of the monopoly of the patentees.” . 


In Edison El. Light Co, vy. Peninsular Co. 101 
Fed. 831, 835, 837 (C. C. A.), it was held, citing 
Adams y. Burke, that the vendee, of apparatus 
adapted for use according to the system of distri- 
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bution covered by an Edison patent, had the legal 
right to take the electric current from another \ 
than the vendor. 

In Hobbie v. Jenison, 149 U.S. 
v. Standard Folding Bed Co., 1 
was held, following Adams vy. Burke, as stated in 
the latter case, that 


“one who buys patented articles of manu: 
r 


55 and Keeler 
U. S., 659, it 





facture from one authorized to sell them be- 
comes possessed of an absolute property in 
such articles, unrestricted in time or place,” 


and that the absolute property of the purchaser in- 
cludes the unrestricted right to sell as well as un- 
restricted right to use. 

Judge Ray has collected several of the leading 
cases upon the unrestricted right to use in Daim- 
ler Co, v. Conklin, 160 Fed. 679. 

. The clear result of the authorities is that the 
patented sound reproducing apparatus, forming 
the combination of claim 35 of the patent in suit, 
passes out of the monopoly of the patent and the 
protection of the patent laws of the United States 
when sold unconditionally by complainants or 
their licensees. Complainants having received the 
consideration or royalty for the patented combina- 
tion can claim no further interest therein and no 
restriction whatever can be implied on the use 
thereof in favor of complainants or their licensees. 
The purchaser acquires the right to deal with the } 
sound reproducing apparatus as his individual 
property, free from the monopoly of the patent 
and free from the patent laws of the United States, 
and he may repair it and improve upon it in the 
same manner as if dealing with property of any 
other kind. Neither complainants nor their li- 
censees can claim a further royalty or considera- 
tion, nor can they, by an attempt to restrict the 
use of the patented combination which they un- 
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conditionally sold and for which they received the 
full consideration, secure a monopoly of the un- 
patented sound-record. 

Thus, the owner's right of substitution of a 
single element of a patented combination, pur- 
chased unconditionally from the patentee, is es- 
tablished by an unbroken line of decisions, This 
right of substitution includes the rights to im- 
prove, to replace, to renew and to repair. 





POINT THREE. 


The argument of complainants’ 
counsel is based upon overruled 
cases. 


The court will find the argument of complain- 
ants’ counsel concisely stated in two overruled 
cases, viz;—Thomson-Houston Co. y. Kelsey Co., 
72 Fed. 1016 (C. C., Townsend, D. J.), modified 
75 Fed. 1005 (C. CG. A., Wallace, Lacombe and 
Shipman, C. J J.); and St. Louis Co. y. Shickle 
Co., 70 Fed. 783 (C. Adams, D. J.), reversed 77 
Fed., 739 (C. C. A., Caldwell, Sanborn and Thayer, 
C. JJ.). 

In the Zhomson-Houston Co, case, supra, Judge 
Townsend held that the trolley stand was “prob- 
ably the most substantial, if not the chief, element 
in the patented combination”; and that it did not 
wear out quickly or break frequently (72 Fed. 
1017). For these reasons Judge Townsend held 
that the principle of the Morgan Envelope Com- 
pany case did not apply to the replacement of the 
trolley stands (p. 1018). Because the trolley 
stand was permanent and not temporary, Judge 
Townsend said that the replacement or substitution 
of the trolley stand was reconstruction and not re- 
pair (p. 1019). Clearly Judge Townsend’s reason- 
ing is the argument of complainants’ counsel in its 
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entirety. The Circuit Court of Appeals held on 
appeal (75 Fed. 1005) that Judge Townsend was 
in error. Judge Townsend relied upon and cited 
Judge Wallace's opinion in Trarers v. Beyer, 26 
Fed. 450, also cited by complainants’ counsel 
(brief, C. C. A., p. 125) and upon Judge Adams’ 
opinion in St. Louis Co. y. Shickle Co., supra, re- 
versed in the Circuit Court of Appeals, as above 
pointed out. 

In Travers vy. Beyer, supra, the defendant made 
and sold an essential element of the patented com- 
bination to persons iho had not purchased the 
combination from the patentee, but who combined 
the element purchased from defendant with the 
other elements, thus making the combination and 
infringing the patent. The element sold by de- 
fendant was of necessity to be used for the purpose 
of infringing the patent. This was a clear case 
of contributory infringement, having no analogy 
to the éase at. bar. 

In St. Louis Co. v. Shickle, supra, Judge Adams 
held that the “knuckle” made and sold by defend- 
ant was the chief element (70 Fed. 785), and a 
permanent element, which it was not necessary 
frequently to replace (p. 786). For these reasons 
Judge Adams held that the principle of Wilson v. 
Simpson, Chaffee v. Belting Co., Morgan Envelope 
Co. vy. Albany Paper Co., etc. did not apply and 
that the substitution of the knuckle by a purchaser 
from defendant in the combination purchased from 
the patentee was reconstruction and not repair (p. 
785). The Circuit Court of Appeals held this to 
be error (77 Fed.,.739). Although the knuckle 
was an important element of the patented combina- 
tien and utterly useless except in the combina- 
tion (p. 741), and although the knuckle was not 
a temporary element, nevertheless, since the 
knuckle was not claimed separately and was not 
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‘ 
in itself a patented article (p. 743), the Circuit 
Court of Appeals held that defendant did not in- 
fringe the combination claim of the patent by mak- 
ing and selling the knuckles thereof to persons 
who had purchased the combination from the pat- } 
entee and who, by such purchase had acquired the - 
right to make and to use such knuckle for the 
purpose of repairing the purchased, patented com- 
bination (p. 743). The Circuit Court of Appeals 
pointed out that the testimony showed, as in the 
case at bar, that defendant's sales were made only 
to persons who had purchased the patented com- 
bination from the patentee and had, therefore, the 
right to use it; and, as in the case at bar, that 
there was no evidence showing that the purchasers * 
from defendant used the purchased element for any 

purpose other than a repair. Hence, it was held 

that complainant failed to prove infringement. 

The case at bar is much stronger than St. Lowis 
Co. v. Nhickle, supra, because it is intended by 
complainants that the sound record shall con- 
stantly be renewed in the use of the sound repro- 
ducing apparatus, which is constructed in such 
manner that a new sound record is to be inserted 
in and removed from the apparatus each time the 
apparatus is put to use. Jn such case the distinc- 
tion between reconstruction and repair becomes of 
no value, because, as this Court said in the Mor- 
gan Envelope Co. case, the renewal of the record . 
is neither the one nor the other (supra, p. 6). f 
It is the use of the sound reproducing apparatus . 
in the only way in which it can be used, and the ; 
purchaser acquired the right so to use the appara- 
tus when complainants sold it to him. 

In Thomson-Houston Co. v. Kelsey Co., supra, 
the court on appeal (75 Fed. 1005) conceded that 
the trolley stand was an important member of the 
patented combination which was intended to be 
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permanent and held that the purchaser of the pat- 
ented combination from the patentee had the right 
not only to repair the patented combination by sub- 
stituting a new trolley stand, not purchased from 
~ the patentee, by way of replacement of broken 
stands, or stands worn by use, but also under the 
decisions of this Court, to substitute immediately 
a nev trolley stand, not purchased from the pat- 
entee, for the trolley stand purchased as part of 
the patented combination from the patentee. 





. It is clear that the substitution of a single un- 
patented and unpatentable element, though it be 
an important and essential and permanent ele- 
ment of the patented combination, is not recon- 

ad . struction, but is within the right of the purchaser 


from the patentee of the patented combination. 
What difference can it make to the patentee, 
whether one who has purchased from him the pat- 
ented combination and paid to him the considera- 
tion or royalty therefor, continues to use as part of 
~ the combination every purchased element thereof, 
or substitutes for one element an equivalent unpat- 
ented element purchased from some other person? 
The patentee of the combination is not entitled to 
royalty for the unpatented element and if he has 
received the royalty due him for the combination, 
he has no reason to complain, because the pur- 
chaser substitutes in the purchased combination 
an element better suited for his purposes, As ' 
Judge Wallace said in the case at bar (con. rec. p. 
. 95); 


“He (the purchaser) is not under any im- 
plied promise to maintain the machine as an 4 
entity and may do whatever he chooses with 
any of its parts, as fully as if there had not 
been a patent” (cf. Chaffee v. Belting Co., 22 j 
How., 217, supra, p. 86; and Wilson rv. Simp- 

son, supra, p. 87). 
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Complainants attempt to secure a monopoly of 
the unpatented record, and to exact tribute for 
the record from those who have paid to complain- 
ants the consideration for the patented combina- 
tion, is without any support whatever in the law 
and is manifestly an attempt to obtain. tribute to 
which they are not entitled, 


POINT FOUR. 


Judge Hough’s opinion in the Cir- 
cuit Court of Appeals is clearly in 
conflict with the controlling deci- 
sions of this Court and with the deci- 
sion of the Circuit Court of Appeals 
in Thomson-Houston Co. v. Kelsey 
Co., 75 Fed. 1005. Judge Wallace’s 
opinion is correct and in accordance 
with the well settled law. 


Judge Wallace’s opinion is to be found at page 
94 of the contempt record. It was, it is believed, 
the last opinion written by the learned Judge be- 
fore he left the Federal bench after an experience 
in patent causes extending over a period of more 
than thirty years, 

Judge Hough’s opinion is to be found at page 90 
of the contempt record. It was the first opinion, 
it is believed, which the learned Judge was called 
upon to write in a patent suit in the Circuit Court 
of Appeals. 

It is respectfully submitted that the logie of 
Judge Wallace’s opinion is unanswerable and that 
the principles of patent law enunciated by Judge 
Hough conflict with the decisions of this Court and 
of the Circuit Court of Appeals following the de 
cisions of this Court. 
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Judge Wallace’s Opinion. 


Referring to Judge Wallace's opinion, it appears 
that after stating that claim 5 is void upon its 
face, he assumed it to be yalid and said that it is 
not infringed except by using the combination or 
machine of claim 35. Judge Wallace then pointed 


out ;— 


“A sound record is one of the parts enumer- 
ated in claim 35. It is, however, only a sub- 
sidiary part of the machine, Its relation to 
the machine proper is analogous to that of the 
sheet of paper in a typewriting machine, or 
the stalks of corn in a corn cutter. /t is a 
thing which is to be operated on by the ma- 
chine proper.” 


In further explanation of the character of the 
sound record as a part of the machine, Judge Wal- 
lace, after stating the well settled rules of law ap- 
plicable to the facts, said (p. 95) ;— 


“Let us consider from a practical stand- 
point what any other rule would lead to in a 
case like the present. The purchaser here has 
bought with his machine a sound-record, or 
half a dozen sound-records, each having the 
necessary grooves cut in it to enable him to re- 
produce for his own pleasure a particular piece 
of music. The record is a fragile thing which 
is to be inserted into the machine by the user, 
and must be adjusted accurately to the vibra- 
tory parts, and is to be removed when he wants 
to reproduce a different piece of music. Any 
slip of the hand will destroy it. Not only is 
this so, but its sound producing qualities are 
Tost by the contact of the needle which is vi- 
brated in its grooves long before the machine 
proper is worn out, and generally early in its 
normal life. Whenever either of these things 
happens, a machine, which costs at least seven- 
teen dollars, is disabled unless a record like 
one which has been sold with it at the price 
of 35 cents, and arhich anybody and ererybody 
has a right to make, may be replaced in the 
machine in lieu of the useless one.” 
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Unquestionably Judge Wallace's statement in 
the case is correct, The sound record is a tem- 
porary element of the sound reproducing apparatus 
made and sold by complainants, and it is intended, 
as well as nec ry, that the purchaser shall, in 
order to enjoy and use the purchased machine, fre- 
quently and periodically renew or replace the 
sound record of the machine. To do this is the 
very object for which he purchased the machine. 
A typewriting machine is sold and purchased with 
the intention that the sheet of paper operated upon 
shall be constantly renewed; a corn cutter, a sew: 
ing machine, a planing machine or a toilet fixture 
with the intention that the stalks of corn, logs, cut- 
ting knives, or rolls of paper, forming parts of the 
combinations, shall frequently and periodically be 
replaced. The question is not one necessarily of 
reconstruction or repair, for it has a broader basis, 
under the decisions of this Court, and has to do 
with the right of the purchaser of a patented com- 
bination to replace or renew those temporary parts 
of the combination which, in the reasonable use and 
enjoyment of the machine, he must replace if he 
is to use the machine in the manner for which it is 
arranged and for which it was sold and purchased. 

Judge Wallace pointed out that it clearly appears 
by the opinion in the suit, in which the validity of 
the patent was established, that the invention of the 
claim 35 consists in the universal joint or swinging 
arm, and that everything else in the machine was 
old, including the sound record, Judge Wallace 
then stated with precision the real question in this 
case. He stated it precisely as he stated it, with 
the approval and affirmance of this Court, in the 
Morgan Envelope Company case. The learned 
Judge said (p. 94) ;— 








“It is not questioned and cannot be, that the 
plaintiffs in errer were at complete liberty to 
make and sell such sound records as they did, 
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provided they did not sell them to purchasers 
who had no right to use them in combination 


= with the other devices enumerated in claim 35. 

They have been adjudged guilty of contempt 

because they have sold them, or threatened to 

im sell them, to users of the so-called “Victor” 

¥ machine which embodies the combination, and 


who purchased their machines from the Victor 
Talking Machine Company, the owner of the 
patent. /f these purchasers were at liberty to 
remoce a sound record which originally accom- 
panied the machine, and substitute for it a 
sound record sold by the plaintiffs in error, 
they were not infringers; and plainly the plain- 
tiffs in error could not be infringers by assist- 
ing the purchasers to do that which they had a 
re right to do. The real question in the case 
therefore is whether the purchasers of the 
Victor machines infringe the patent by using 
in their machine the sound records manufac- 
tured by the plaintiffs in error.” 


Thereupon Judge Wallace, following clearly the 

opinions of this Court in Chaffee v. Belting Co., 22 

How., 217; Wilson v. Simpson, 9 How. 109; Morgan 

~ Envelope Co. y. Albany Paper Co., 152 U. S., 

and 40 Fed. 577, where he wrote the opinion in the 

Circuit Court, and the decision of the Cirenit Court 

of Appeals in Thomson-Houston Co. vy. Kelsey, 75 

Fed. 1005, and the other leading authorities cited 

and quoted under Points One and Two of this 

brief, stated the rule of law applicable to the facts 
in the case at bar as follows (pp. 94-95) ;— 








| 
| 
| 
a “The purchaser of a patented machine from | 
the owner of the patent acquires the right to do t 
what he may choose with the particular ma- 
chine, or any of its parts, as freely as he could 
if it, or none of its parts, had never been. paten- 
ted. Undoubtedly he cannot, after his machine 
has practically ceased to exist for any useful 
purpose, reconstruct it by reparation, nor can 
he then reconstruct it by disorganizing it and } 
v substituting as new parts the dominating and 
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vital features of the patented invention. But 
no question of this kind is involved in the 
present controversy. The only question is ae 
whether he can discard a part he does not care 
to use and substitute another. When such a 
part is not the fundamental invention in the 
~ patented machine, J cannot doubt he is at 
liberty to do so. This was so decided by this 
Court in the ‘trolley stand’ case (Thompson 
Houston Co. vs. Kelsey Co., 75 F. R., 1005), 
and is not an open question in this court, un- 
less it is proposed to reconsider and overrule 
that decision. He is not under any implied 
promise to maintain the machine as an entity 
and may do whatever he chooses with any of 
its parts, as fully as if there had not been a 
patent.” a 





In the consideration of the case from a practical 
standpoint, Judge Wallace added (p. 95) ;— 


“Tf the owner of the patent stops manu- 

facturing records, or no longer has in the j 

market a record grooved like the one which | 

has been destroyed, what is the purchaser to | 

do if he has not the right to replace a record ; 

- without the permission of the patent owner? 

The purchasers of the Victor machine cannot 

require the Victor Talking Machine Company 

to supply them with records, and can only pro- 

eure them from it on such terms as it pleases 

to exact. If they are not at liberty to procure 

them elsewhere, the company can dictate how 

long they are to enjoy the use of their -ma- 
chines.” 


In conclusion Judge Wallace pointed out that 
there was no precedent for the rule of infringement 
adopted by the majority, saying (p. 95) ;— 


“Such a rule of infringement as is adopted coe 
“ by the majority opinion, not only extends the 
monopoly of the patent owner to an unprec- 
edented extent, but is subversive of the right 
of a purchaser of the patented thing to realize 
its fair measure of usefulness by making neces- 
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on, But sary reparations or changes by way of improve- 
1 in the ment.” 
stion is in i 
not care Judge Hough’s Opinion. 

such a ; P 5 ra 
a the A consideration of Judge Hough’s opinion shows 

ne 7 esis . - ay 
he is at that it is in conflict with the authorities. As Judge 
1 by this Wallace said, the question here involved was de- 
hompson cided in favor of this petitioner by the Circuit 
2 L008) Court of Appeals for the Second Cireuit in Thom- 
Rant Bees son-Houston Co. y. Kelsey Co., 7 Fed. 1005, and 
-Ymplied that the question was not an open question unless 
in entity it was proposed to reconsider and overrule that 
h any of . decision. Clearly Judge Hough has attempted to ’ 
t been a overrule that decision. In his opinion, Judge 

a. Hough says (p. 93) ;— 
etical 
PO “The final contention against the order be- 
low, admits that the record actuating the 

8 manu- ed stylus is a vital part of the combination claims 
sin the of the patent in question; but declares that 
1e which any purchaser of the patented article may im- 
haser to mediately substitute for even an essential ele- 
a wecord ment therein, any other element which he con- 

owner? ceives better suited to his purpose; and of 
2 cannot course if this be true such preferred elements 
Jompany may be freely manufactured and sold. 
ynly pro- We think this contention disposed of by 
t pleases Thompson-Houston, ete. Co. rs, Kelsey, ete., 

procure Co., 75 F. R., 1005; for the right of sub- 
‘ake how stitution there recognized was specifically re- 
teir sma- tricted so as to refuse ‘authority to recon- | 

struct or rebuild a combination which has been { 

ith’ sold by the complainant;’—and whenever a 
yut tha’ —- Leeds & Catlin record is placed in a Victor ; 
ngement machine the patented combination is instantly 

” reconstructed.” 

adopted ee We have seen that this court held in Wilson y. ' 
ends the Simpson that the right to replace a temporary ele- 

LRU oe ment of a. patented combination extends to “an 
he right Z ae . ae 
aapeniiee F essential and distinct constituent of the principle 
Lhe : or combination of the invention” (supra, p. TT). 


Raymond R. Wile 
Research Library 





- 100 


The cutting-knives were essential elements of the 
planing machine. The toilet paper was an essen- 
tial element of the toilet fixture. The trolley stand 
was an essential element of the patented combina- 
ba ’ tion in the Thomson-Houston Company case. 
The rule of law is, as contended for by this 
petitioner, It was recognized and stated by the 
Circuit Court of Appeals in the Thomson-Houston 
Company case, for the court there said that the 
defendant was not enjoined against the sale of 
trolley stands for “substitution for trolley stands 
previously sold by the complainant to purchasers 
from it” (supra, p. 82). In other words, the 
court held that substituting one trolley stand for 
another trolley stand in the patented combination 
was not a reconstruction or rebuilding of the com- 
bination. As this Court said in the Morgan En- 
velope Company case (supra, p. 6), the renewal 
ef a temporary part of a patented combination 
is neither repair nor reconstruction. In the trolley 
nd 7 staml case the right to substitute in the patented 
combination a new trolley stand for the one sold { 
by the patentee as part of the combination was 
recognized, although the trolley stand was a per- 
manent, important and essential part of the com- 
bination (supra, pp. 81-82). It was, however, un- | 
patented, like the sound record in the case at bar, 
and did not, therefore, embody the vital elements 
of the invention and in this respect it is like the 
sound record, for the sound record, concededly, 
belongs to the prior art. & 
Judge Hough concedes that the right of substitu- 
tion is a right pointed out by this Court in Chaffee 4 
y. Belting Co., 22 How. at page 223, and that it is 
different from the right to repair. It is not clear 
whether Judge Hough regards the right of sub- 
~ ! stitution as being the same as the right to im- 
: prove, both of which rights he admits exist under 
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that there is here no true substitution, and im- 
provement is scarcely pretended. In this state- 
ment, substitution seems to be differentiated from 
improvement. Clearly the learned Judge was in 
error. The substitution of a new record for a 
‘record sold by complainant as part of the patented 
combination is clearly within the right of substitu- 
ww tion and within the right to improve. That must 
be an improvement in the patented combination 
which is desired by the person making it. No 
truer case of lawful substitution could be found 
than the substitution of one record for another in a 
sound reproducing machine, for the machine is 
sold and purchased with the intention that it shall 
be used for reproducing sound from records which 
the purchaser is expected to secure from time to 
time, and which he must secure from time to time 
if he is to use and enjoy the purchased machine. 
- Upon the question of infringement Judge Hough 
said (p. 91) ;— 


“Upon these facts it is clear that the Leeds 
& Catlin Company have made and sold a single 
element of the claims of the Berliner patent, 

with the intent that it should be united to the 
other element and complete the combination ;— 
and this is infringement (Heaton Peninsula”, 
ete. Co. vs. Eureka Specialty Co., 77 F. R., at 
297; adopted by this Court, Cortelyou rs. 
~ Lowe, 111 F. R., 1005).” 


ba Judge Hough evidently overlooked the fact that 
° in the later case of Cortelyou v. Johnson, 145 Fed. 
933 (S. C. 207 U. S. 196), the Circuit Court of Ap- 
peals for which he was speaking repudiated the 
decision of the Heaton-Peninsular Company case 
and thus overruled Corte/you r. Loire, The fasten- 


i 
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the decision of this Court in the Chaffee case. 
4 Judge Hough says that the right of substitution 
a~ rests upon the right to improve, but then he adds 
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ers of the Heaton-Peninsular Company case were 
unpatented articles. 

It would, indeed, be difficult to see what con- 
nection exists between the facts of the case at bar 
and the decision of the Heaton-Peninsular Com- 
pany case. In that case the owner of a patent 
for a machine sold the machine subject to a condi- 
tion or restriction that it should be used only with 
fasteners made by the seller. Whether the deci- 
sion in the Heaton-Peninsular Company case is 
good law or not, has been left an open question by 
this Court in Cortelyou y. Johnson, 207 U. S., 196 
(see other cases cited infra, p. 112). In the case 
at bar complainants sold their sound reproducing 
machines combined with records without any re- 
striction whatever, so that the principle of Morgan 
Envelope Co. y. Albany Paper Co.. supra; Wilson 
v. Simpson, supra; Chaffee v. Belting Co., supra; 
Thomson-Houston ('o. vy. Kelsey Co., supra; and | 
other cases hereinbefore referred to applies. 

In the Heaton-Peninsular Company ease the | 
Court expressly said (77 Fed. 300) ;— 


“In the case at bar the purchaser expressly 
agreed, by contract, that his right to use the 
machine should not extend beyond its use with 
staple fasteners furnished by the patentee, 
and this makes the broad distinction between 
the Morgan Envelope Co. case and the case at 
bar.” 

The other case, Cortelyou v. Loice, cited by Judge 
Hough, is a mere memorandum decision adopting 8 
the Heaton-Peninsular Company case. 

The making and the selling of a single element 
of the claims of the Berliner patent with the intent 
that it shall be united to the other element and com- 
plete the combinaion is clearly, as pointed out by 
Judge Wallace, not an infringement of the claims 
of the patent if the purchasers of complainants’ 
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y case were machines possess the right to remove a sound rec- H 
« & ord which originally accompanied the machine and 
» what con- substitute for it a sound record thereafter pur- 
ease at bar chased by them. The machines having been sold 
isvlar Com- +e by complainant without restriction, purchasers 
of a patent from complainants of their machines undoubtedly 
to a condi- have such right. 
d only with Judge Hough finds that “dise records are fragile, 
er the deci- i. e., brittle and easily broken.” He says, however, 
my case is that they are not perishable in the sense that they 
question by do not decay. They are perishable, however, in 
7 U.S., 196 the sense that they are fragile and easily broken 
In the case and are worn out by use. Judge Hough says that 
reproducing « the records are not temporary in the sense that 
out any re- : they are not intended to endure. He believes that 
> Cf Morgan they usually last as long as does the vogue of the 
wa; Wilson songs they record—a very limited time indeed. 
Co., supra; as The record would not last even that length of time 
supra; and if repeatedly used. As shown by the evidence, a 
ilies. record can be played from 15 to 60 times (supra, 
y case the p. 32). Even complainants’ experts do not claim 
= that the repetitions of sound from a record can ex- 
or expressly ceed 250 to 300 times. If a record is used it may 
- ito use the: . . last a day or week, possibly longer, depending en- 
its use with tirely upon the number of times it is used each 
e patentee, day. 
ior between : Complainants were held to have infringed let- 
the case at ters patent of the United States No. 688,739, of 
" December 10, 1901, to Joseph W. Jones (151 Fed. } 
ed by Judge 595), as fully explained at page 4 of petitioner’s ; 
om adopting dd brief on the injunction branch of this suit, No. 
a 80. Jones in his patent No. 604,829, of May 31, 
gle element 1898, to be found at page 44 of the contempt rec- 
h the intent ~ ord, has explained fully just how the sharp, steel { 
‘nt and com- needle of complainants’ machines destroy the j 
nted out by © sinuosities of complainants’ records manufactured i 
( the claims in aceordance with his (Jones’) process. In that 4 
mplainants’ ' patent Jones says (con. rec., p. 44, lines 35-51) ;— 
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“In all reproducing apparatus of the above | 
type, as far as I am aware, a long arm has i 
been employed to support the sound-box and . 
stylus, and where it has been desired to in- | 
tensify the sound a horn in like manner has 
thereby been supported and carried, the move- x 
ment imparted to the arm sound-box and horn 
being effected by the delicate-groove of the 
record working in conjunction with the stylus. 

It frequently happens that the sinuosities of 
the record leave very delicate partition-lines 
between the volutes of said record, so that 
after several reproductions the grooves are 
caused to run together by the friction of the 
stylus, thus preventing a complete and perfect 
reproduction of the sound-waves recorded upon 
the record.” « | 


§ The evidence disposes of the learned Judge’s 
“belief.” 

3 Judge Hough, however, has given too limited a 
meaning to the word “temporary.” A temporary } 
part of a patented machine, under the decisions of 
this Court, is a part which it is intended shall fre- 
quently and periodically: be replaced or renewed. 

If the patentee constructs his machine so that one 

element can and must frequently be replaced or 

renewed in the use of the machine, and sells the 

machine intending that the purchaser shall thus 

use it, the right of the purchaser thus to use the 

machine arises from the manner in which it is 

made and the intention with which it is sold (Wil- 

son y, Simpson, supra, (pp. 62, 77). The learned 

Judge admits that a rifle bullet and probably a . 

cartridge shell are perishable and temporary parts 

of the combination of rifle and ammunition, but he 

doubts that the missile of a toy gun is a perishable x 4 
t 


or temporary part. It may be broken or it may be 
lost or mislaid. It may become worn by use. It 
may also not be suited for the purposes of the boy 
gunner, Unquestionably, within the principle of 


rn, ewe 
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the decided cases, if the missile of the gun is not in 
itself a patented article, the purchaser and user 
ng of the gun 





i 
i 
| 

of a patented combination cons 

and the missile, would have the right to renew the 

rv - missile as often as he chooses. But even this case 
. is not the case at bar, because in the case at bar 

complainants sold their machines with the intention 

that the purchaser should replace the record, and 

that intention, under the decisions of this court, 

gives to the purchaser the right to renew the record 

ad because that right was part of what he purchased. 
In answer te petitioner’s argument, that those 
who purchase the patented combination in ques- 
tion without restriction have the lawful right to 
provide themselves with unpatented records made 

- by any person whatever for the purpose of replace- 

ment and repair, Judge Hough concedes the right 

Ss to repair, and then at once destroys the right by 

holding petitioner in contempt for having sold ree- 

ords to persons who had purchased complainants’ 
machines. 


POINT FIVE. 


No question of contributory in- | 
fringement is here involved. Judge 
Shipman’s decision in Am. Graph. Co. 
v. Leeds, 87 Fed. 873, cited by the Cir- 
cuit Court bears no analogy to the 
. case at bar, Judge Grosscup’s opinion 
in Am. Graph. Co. v. Amet, 74 Fed. 789, 
supports petitioner's contentions. 
(See assignment of errors, Nos, 14, 17, 18, 19, 
25, supra, p. 54). 
Judge Shipman in the case above cited followed 


: Judge Grosscup’s decision in Am. Grap. Co. v. 





Amet, 74 Fed. 789. Both were cases of infringe- 
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ment. The patent there in suit was the Bell & 
Tainter patent No. 341,214, of May 4, 1886 (inj. 
rec. p. 387), of which claims and 24, espec- 
jially, were relied upon. Those claims covered 
the combination of a sound record and «@ re- 
w producer. It appeared in each case that the de- 
fendant manufactured and sold the reproducing 
mechanism or graphophone machine of the com- 
bination claimed in the patent. Purchasers of 
defendant’s machines combined them with the 
other element of the combination, namely the rec- 
ord, which they purchased from the patentee, and 
thus made and completed the combination of the 
patent. 

If, in the toilet paper case (supra, p. 73) the @. 
defendant had made and sold the fixtures of the 
- patented combination of which the paper was a 
temporary element and the purchasers of the fix- - 
tures from the defendant had combined them with 
paper purchased from the patentee; or if, in the 
planing machine case (supra, p. 77), the defendant 
had made the machine (without the cutter knives) 
of the patented combination of which the cutter 
knives were a temporary element and had com- 
bined it with cutter knives purchased from the 3 | 
patentee; or if, in the case at bar, defendant had 
made and sold the sound reproducing apparatus 
- (without the record) and purchasers of such appa- 
ratus from defendant had combined it with records 
purchased from complainants; in all such cases 
the facts would have been the same as, or analogous 
to, the facts in the Leeds and Amet cases decided 
by. Judges Shipman and Grosseup and the defend- 
ants would have been guilty of infringement. 

The clear distinction, therefore, between the 
Leeds and Amet cases on the one hand and the case 
at bar, the toilet paper case and the cutter knives 
case on the other, is that in the former there was no 
= sale by the patentee of the combination of the pat- 
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Ie Bell & ent, while in the latter there was. Hence in 
Iss (inj. the former the purchaser of the machine from. the 
4, espec- =" e defendant and of the record from the patentee ac- 
« covered quired no right at all to the combination and, 
and a ree therefore, no right to repair, replace, substitute or 
at the de- ee improve upon any element of the combination; 
producing while in the latter the purchaser of the complete 
the com- combination from the patentee acquired all such 
ers of rights. 
with the The decisions of Judges Shipman and Grosscup 
ly the rec- are clear authorities in support of defendant’s po- 
oiee, and ‘ sition in the case at bar. Judge Grosscup clearly 
ion of the recognized and stated the undoubted right of a 
: purchaser from a patentee of a sound reproducing 
73) the ss apparatus, forming a patented combination of 
rx of the which a record is an element, to replace the record, 
per was a originally purchased as part of the combination, 
of the fix- a by a new record, and such right, he clearly indi- 
them with cated, would exist whatever the purpose of replace- 
if, in the ment or substitution might be, whether to replace a 
defendant record old, broken, scratched or worn out by use, 
er knives) or to substitute merely one record for another, as 
the cutter in the trolley-stand case (supra, p. 81), where 
had com- Judge Shipman, speaking for the Court, said that 
from the a purchaser of the patented combination of which 
ulunt had it was a part, could substitute a new trolley stand 
apparatus for one purchased from the patentee immediately 
uch appa- upon the purchase of the combination. Judge 
acon Grosscup said (Am. Graph. Co. vy. Amet, 74 Fed. 
eh cases 789. 791) - { 
analogous CO CORN : 
3 decided ys “Tt appears, however, that these records are 
ie-defend: sold by complainant on the open market, and 
it is contended that such sale releases this ele- 
RR ary ment of the combination from the monopoly j 
ween the of the patent. I do not concur in this view. j 
1 the case To make the graphophone more widely useful, 4 
er knives the complainants make many records, embody- ; 
rescuane ing music, speech, and other sounds, and dis- 3 
ftheipats i tribute these, by sale, to the users of the phone. 
- But the record thus distributed remains an in- } 
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r 
tegral part of the combined mechanism. It is 
not a product of the machine, but still a part 
of it. /t is not unusual, in many mechanisms, > 


































that some elements of their combination must 
be more frequently renewed than others. The 
sale of such parts, segregated from the ma- ¥ 
chine, is only the replenishing of the combina- 
tion by a substitution of a new element for the 
one worn out. Such action does not break the 
patentability of the combination. So, in this 
combination, substitution by sale of one or 
many records for another though not due to 
the same necessity, ought to receive the same 
consideration. The keys of a piano may be re- 
placed without releasing the combination of 
which the keys are an element from the monop- 
oly of a patent. I can see no reason why the e 
record of a graphophone may not, though for 
. a different purpose, be likewise replaced with- 
out breaking the validity of the combination.” 





The logic of Judge Grosscup’s opinion unques- 
tionably supports defendant’s position in the suit 
at bar. Judge Grosscup held that substitution of 
one record for another in the patented combina- 
tion, “in order to increase the repertory of tunes” 
and make the graphophone useful, was the same in 
principle as repair and ought to receive the same 
consideration. Such substitution is not reconstruc- 
tion in any sense. 

It is very clear that in the Amet case defend- 
ant was not selling to a purchaser of the com- 
bination from the patentee a temporary part or any 
part intended to replace a part of a combination 
purchased from the patentee. The mere sale of . 
records by the patentee was not a sale of the com- 
bination but a sale for the purpose of enabling pur- 
chasers of the combination to repair or keep the - . 
combination useful when the original records 
were discarded because worn out or not desired. 

Judge Grosscup recognized that the sale of records 
was the same as the sale of parts to replenish a 
combination by a substitution of a new element 
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for the one worn out. He says that the keys of a 
piano may be replaced without releasing the com- 
bination of which the keys are an element from 
the monopoly of a patent. This clearly means, and 
under the authorities must mean, that if the pat- 
entee had sold the combination consisting of the 
piano and the keys, or consisting of sound 
reproducing mechanism and a sound-record, the 
purchaser would have acquired the combination 
released from the monopoly of the patent and 
would in consequence have acquired the right to 
replace the keys of the piano or the sound-record 
in order to replenish the combination when the 
keys required replacement, or the sound record 
had been rendered useless through  repeti- 
tion or had been broken, scratched or worn out. 

What Judge Grosscup decided is very clear and 
admits of no question whatever. In the Amet 
case the defendant made and sold the reproduc- 
ing mechanism or graphophone of the combina- 
tion claimed in the patent. The sale was made 
not to a person who had purchased the combina- 
tion of the patent from the patentee, but to a per- 
son who had purchased or who contemplated pur- 
chasing only the temporary record of the combi- 
nation from the patentee. Therefore, the pur- 
chaser had not paid to the patentee the considera- 
tion or royalty for the use of the combination of 
the patent and not having acquired the combina- 
tion of the patent by purchase from the patentee, 
he had no right whatever to make or to deal with 
the combination of the patent in any way what- 
ever. 

The Amet case is not the reverse of this case. 4 
Here the proposition is that defendant sells sound- 
records to purchasers from complainants and their 
licensees of the combination of the patent consist- 
ing of the reproducing mechanism and the record. 


ae 
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In the Amet case there was no purchaser of the 
combination from the patentee and hence the re- 
producing mechanism made and sold by defendant 
was sold to a person who had acquired no right 
whatever to use the combination of the patent. It 
is hardly necessary to point out that the repro- 
ducing mechanism is the permanent part, both of 
the graphophone of the Amet case and of the 
gramophone of this case, and it is the reproducing 
mechanism of this case which contains the essence 
of the invention, to wit: the universal joint. If a 
purchaser of the combination from complainants 
and their licensees were to construct or purchase 
from another than complainants or their licensees 
the reproducing mechanism, he would be recon. 
structing the invention and not replacing a tem- 
porary part. When, however, a purchaser of the 
combination from complainants and their licen- a os) 
sees replaces the record which is essentially a 
temporary part of the combination and which is 
changed practically every time the machine is put i 
to use, and which is perishable in its nature, soon 
becomes old, broken or worn out by use, the pur- 
chaser does the very thing which complainants in- 
tended he should do when they constructed the 
combination and sold the combination to him. 

The contention of complainants, therefore, comes 
to this, that in order to continue the purchased 
combination in use, the purchaser must continue 
to purchase from complainants the unpatented 
and temporary part of the combination, namely, len 
the sound-record. In other words, complainants 
assert that they have a monopoly in the unpat- 
ented article. It is confidently asserted that such a ie 
contention is erroneous and in direct conflict with 
every adjudicated case. This Court expressly so 
held in the Jorgan Envelope Co. case (supra, p. 
76). 
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rchaser of the 

hence the re- i Fis POINT SIX. 
1 by defendant 
aired no right Complainants and their licensees 
the patent. It bie having sold the combination of the 
hat the repro- patent to purchasers without restric- 
‘part, both of tion as to the records to be used to re- 
e and of the place those purchased, it is well set- 
oi gant tled law that defendant has the right 
aw joint, Ifa to sell records to such purchasers for 
complainants use in replacing records purchased 
“t or purchase with machines from complainants 
their licensees Fs and their licensees. 

, 


uuld be recon- 
jlecing a tem- 
tchaser of the 
ds their licen- no 
essentially a 

and which is 

vichine is put 

s mature, soon 

use, the pur- 

nplainants in- 

nstructed the 





In Heaton Co. y. Eureka Co., 77 Fed. 288, the 
Circuit Court of Appeals for the Sixth Circuit 
considered this question. It was held that the 
owner of a patent for a machine for fastening but- 
tons to shoes with metallic fasteners could sell 
such machines, subject to a condition or restriction 
that they should be used only with fasteners man- 
ufactured by the seller. Judge Lurton, writing 
the opinion of the court, pointed out (p. 300) that 


on to him. the distinction between such a case and the J/organ 
erefore, comes Envelope Company case (152 U. 8., 425), and the 
‘he purchased case of Wilson v. Simpson (9 How., 109), discussed 
nust continue supra under Point One, consists in the restriction 
e unpatented under which the patented machines for fastening 
ition, namely, xz buttons were sold. This distinction Judge Hough 
complainants overlooked. Referring to the Jlorgan Envelope 
n“the unpat- Company case Judge Lurton said (p. 300) ;— 
ted that such Pay “the sale of the machine involved and implied 4 
conflict with the right of use of the material with which j 
expressly so it was to be combined; and this is shown by 
se (supra, p. the case of Wilson y. Simpson, 9 How. 109, | 
which is cited by Mr. Justice Brown as a case 
ra sustaining his conclusion. That case was a 


(See assignment of errors, No. 16, supra, p. 54.) 


Raymond R. Wile 
Research Library 


i - ee 





112 







































| 
suit for infringement against the purchaser of 
a patent machine for planing wood, in which 
there were claims for the combination between ‘ 
the rest of the machine and certain knives 
necessary to its operation. The alleged in- 
fringer had made or bought knives to replace Fs 
the knives in the machine which had worn out, 
and which it was shown must necessarily wear 
out and be renewed long before the main body 
of the machine would wear out. Jt is held 
that the conveyance of the machine itself, with 
the knives in it, implied the right on the part 
of the purchaser to renew or replace the knives 
necessary for the enjoyment and use of the 
whole machine during its natural life. Thus, 
with respect to the paper holder, the supreme 
court, in effect, held that the sale of the paper i 
fastener with the paper in it contained the im- 
plication of a right to renew the paper when 
that paper sold should be exhausted, and did 
not require the purchase of the paper from the 
original patentee, the paper itself not being 
patented. In the case at bar the purchaser 
expressly agreed, by contract, that his right to i 
use the machine should not extend beyond its 
use with staple fasteners furnished by the pat- 
entee, and this makes the broad distinction be- 
tween the Morgan Envelope Co. Case and the 
case at bar.” 

t 


In Rupp v. Liliott, 131 Fed., 730 and Tubular 
Co. v. O'Brien, 93 Fed., 200, the Heaton Co. case 
was followed. But in Cortelyou v. Johnson & Co., 
207 U. S. 196; (s. ¢. 145 Fed. 933, C. C. A.) this 
Court left open the question whether a restriction 
upon the use of a patented article, made upon the > 
sale thereof by notice affixed thereto, could be en- 
forced in a suit upon a patent as distinguished from 
a suit upon contract, it not appearing that defend- 
ant had notice of the restriction. The same ques- 
tion was also left open by this Court in Keeler v. 
Folding Bed Co., 157 U. 8. 659, 666; Hobbie v. Jen- 
nison, 149 U. 8. 355; Adame v. Burke, 17 Wall. 453; 
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Bement v. National Harrow Co., 186 U. 8. 70; 
Hartell v. Tighiman, 99 U. 8., 547; and Bobbs-Mer- 
rill Co, v, Strauss, 210 U. 8. 339. 

In Edison Elec. Light Co. y. Peninsular Co., 101 
Fed., 831, the same court that decided the Heaton 
Co, case held, however, that the purchaser from a 
patentee of an electrical lighting plant is not 
obliged to continue to take the electrical current 
from the patentee. Judge Lurton, writing the 
opinion of the court, said (p. 837) ;— 


“ 


“If it was intended that so expensive an 
apparatus could be utilized according to the 
methods of the patents under which the vendor 
é was operating only so long as the vendor 

should supply the current, good faith required 
that the vendees should be plainly so informed. 
It cannot be doubted but that the vendees un- 
derstood they were securing a permanent wir- 
ing system, which might be used in combina- 
tion with a current obtained from any source, 
delivered to the house wires in such manner as 
to utilize them to the best advantage. /t would 
be most unreasonable to suppose that in order 
to continue the use of this, the very essence of 
the Edison inventions, they must continue to 
take current from a particular source.” 


It appears from both the moving and opposing 
affidavits upon the contempt motion that complain: 
ants and their licensees have sold the machines and 
records forming the combination of the claims in 
suit without any restriction whatever as to the right 
of the purchaser to replace the records by records 
purchased from others (con. rec. aff. E. F, Leeds, 
pp. 36-37; L. H. Bunker, p. 62; L. Moeller, p.,67; 
see also moving affidavits of Middleton, p. 22, and { 
Haddon, p. 24.) 
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POINT SEVEN. v4 


Defendant's disc sound-records are 
unpatented articles of commerce of 
the prior art, which defendant could 
legally sell for use in the United 
States on mechanical feed-device ma- 
chines, for export to foreign coun- - 
tries, concededly for repair of ma- 
chines sold by complainants, and for 
other lawful purposes. There is no 
authority holding a party liable as 


an infringer solely because an arti- vee 
cle sold by him might be, or was, in 
“4 fact, used by the purchaser as one 


element of a patented combination. 
The tendency of the later decisions j 
is to do away with unwarrantable | 
restrictions upon trade. 
(See assignment of errors, Nos. 5, 11, 12, 17, 20, 
supra, p. 54). | 
It has already been shown that defendant's dise | 
sound-records are unpatented articles of commerce 
of the prior art (supra, p. 43); that defendant’s 
dise sound-records were originally used and have 
continuously been used upon mechanical feed- 
device machines of the prior art from the invention 
of the phonograph in 1877 down to the present +8 
day (supra, p. 46); that large quantities of 
defendant's disc sound-records have been sold 
by defendant for export and have been exported 
to foreign countries (supra, p. 54); and that 
defendant’s disc sound-records are adapted to re- 
place the old, broken and worn out records of 
the sound reproducing apparatus of the patent 
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in suit (supra, p. 28). It cannot, under any cir- 
cumstances, be argued that the unpatented sound- ' 
 »?é 33, 
records made and sold by defendant cannot legiti- 
rds are mately be used at least for any one or more of the 
erce of above-stated purposes. 
at-could ad A careful reading of the cases wherein contribu- 
United tory infringement has been found, will show that 
rice ma- in each case stress had been laid upon the fact 
n coun- that the article made and sold by the defendant, » 
of ma- held to be a contributory infringer, was adapted 
for use only in the patented combination, or up- 
and for on affirmative proof of a concert of action be- 
re is no tween two infringers acting without legal right. 
able as In Bullock Co. v. Westinghouse Co., 129 Fed. 
an arti- XV - 105, 111 (C.C.A.) the judgment of the Circuit 
was, in Court finding defendant in contempt of the pre- 
nd liminary injunction was reversed. The Circuit 
as one x . 
imatt ne Court of Appeals held that if the article sold be 
mason: adapted to other uses than use as an element of 
2cisions the patented combination, “the intention to assist 
antable in infringement must be otherivise shown affirma- 
w tively,” and that ;— 
12, 17, 20, “The finding that the intent and purpose 
in making and selling this motor was that it 
ant's disc should be used in the patented device in Can- 
ada, is a finding against any infringing pur- 
COnUMenS® pose. It would not be an infringement to 
ef_ndant’s put the motor to the use intended because 
and have that use was beyond the protection of the 
ical feed- patent. The defense is as complete as if the j 
invention intent had been to furnish the motor to one ‘ 
aenredenk be cia having a@ license to make, sell and use, In 
a neither case would there be an intent to assist 
ntities of in an infringement, and without such intent 
wen sold the plaintiff in error was not infringing the | 
exported 7 patents or disobeying the order of the court. 4 
and that “What we have said applies as well to the j 
ted 26 ne method patent as to the combination claims. ; 
ics There must be shown an intent to assist an- 4 
vecords of other in an infringing use of the patented 
jeepatent method. There being no intent to provide H 
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means by which another might unlawfully 
use the Tesla method, there is no contributory 
infringement. 

“The judgment, for these reasons, must be 
reversed, with directions to discharge the rule 
to show cause.” 


’ 
From the decision in the Bullock case, it is 
clear that defendant has the legal right to sell its 
sound-records for export to foreign countries 
for use in the foreign countries upon sound re- : 
producing machines of all kinds. Such right, 
says the court, is as complete as the right to sell 
to one who has a license to use. The purchaser 
of the patented combination from complainants 
unquestionably has the right unconditionally to v 
use the patented combination and to replace the 
record thereof in order to continue the use of the 
combination. 7 
In Cortelyou y. Johnson & Co., 145 Fed. 933 
(C.C.A.), the Circuit Court of Appeals, refusing 
to enforce a restriction under which a patented 
article was sold by the patentee, held that unwar- 
cantable restrictions upon trade should not be 
‘ereated or upheld, and explained the doctrine of 
contributory infringement as follows (pp. 934- 
935) : 
“The doctrine originated in a desire ‘to se- 
cure to a patentee complete protecticu in all 
the rights granted him by the patent, but it 
was confined to those rights; it went no far- 
ther. One who sold an element of a patented 
combination, which could not be used except . 
in an infringing combination or device, was 
not permitted to reap the benefits of such 
sale. He did not himself directly infringe, 
but he promoted the infringement of others 
by putting in their hands a device which could 
only be used in violation of the patent. When 
confined to articles, whether covered by the 
patent or not, which are made for the express 
purpose of inducing infringement and are not 
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intended for any legitimate use, the doctrine 
of contributory infringement is logical, just 
and salutary.” 


When the Cortelyou case came before this 
Court (207 U. 8. 196), the right to enforce the re- 
striction in a patent suit was left open, since it 
did not appear that the defendant had notice ‘of 
the restriction. 

The holding in the Cortelyou case, that unwar- 
rantable restrictions and intolerable burdens 
should not be put upon trade, is in line with 
Judge Wallace’s opinion in Thomson-Houston El. 
Co. v. Kelsey Co., 75 Fed. 1005 (supra, p. 81), and 
of the Supreme Court in the Morgan Envelope Co. 
case (supra, p. 75). 

In Snyder vy. Bunnell, 29 Fed. 47, 48, Judge 
Coxe reviewed the authorities upon the question 
of contributory infringement and said ;— 


“In each of these cases the complainant 
succeeded because the article dealt in by the 
defendant was only useful when combined as 
provided by the patent in question, and was 
sold by him intending that it should be put 
to this unlawful use. A careful examination 
has failed to discover an authority holding a 
party liable as an infringer solely because an 
article sold by him might be used by the pur- 
chaser as one element of a patent combina- 
tion. Such a doctrine would be too danger- 
ous to be upheld.” . 


In the case at bar the learned Circuit Judge 
held defendant in contempt for selling the un- 
patented records of the prior art which were cap- 
able of use, and had continuously been used, up- 
on mechanical feed-device machines; and, though 
conceding that the records were frequently pur- 
chased as substitutes for worn out discs, he ig- 
nored this fact and held that such substitution 
was not a repair because the records were bought 
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more frequently in order to increase the repertory 
of tunes. ee 
There was no proof whatever, as shown in a 
following point (p. 133), of the purpose for which 
defendant’s records were bought by the purchasers 1 
= and sold by defendant and there was, therefore, * 
no basis of fact upon which to hold defendant in 
contempt even under the interpretation of the law 
stated by the learned Circuit Judge in his opin- 
ion. 
w The decision of Judge Coxe in the Snyder case 
is well settled law. In Thomson-Houston Co. v. 
Ohio Co., 80 Fed. 712 (C.C.A.), which complain- 
ants’ counsel largely quoted in the courts below, 
omitting those parts, however, which support de- iF 
fendant’s contention, the Circuit Court of Appeals 
ind said (p. 723) ;— 
“Of course, such an inference could not be a 
drawn had the articles, the sale or offering of | 
which was the subject of complaint, been } 
adapted to other uses than in the pat- | 
e ented combination. In the latter case the in- H 
tention to assist in infringement must be | 
otherwise affirmatively shown, and cannot be i 
inferred from the mere fact that the articles | 
are in fact used in the patented combinations 
or may be so used.” 
w In Standard Co. v. Computing Co., 126 Fed., 
639 (C.C.A.), the same court said (p, 653) ;— 
“Testimony was introduced by the appel- 
lant which it claims is to the effect that it 
does not make any adjustment itself, but sis 
makes and sells its scales with provision for 
ra such adjustment as the purchaser sees fit to 
a make, and we are not referred to any evi- ee 
dence conflicting with this. Of course, if it 
made or sold scales having peculiar provision 
for the intended incorporation therein of a 
valid patented device of the appellee, it would 
- be liable as a contributory, if the expected in- 
corporation should thereafter be made by an- 
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repertory other. But if it makes or sells scales having 

“2 simply adaptations for a proper adjustment, 

neon in a such as was known in the art, it would not be 


hich liable if another person should of his own vo- 
for wi ’ lition put into the scales a form of adjust- 
urthasers ment patented by the appellee.” 


therefore, * “ae ate 
dant in Again in Canda v. Michigan Co., 124 Fed. 486 
f the law (C.C.A.) the same court said (p. 489) ;— 


his opin- “The case is not like one where the thing 
made is also adapted to use in other ways. It 
would be wholly inadmissible to shut out the 


yder ease ! 
manufacture or sale of those things adapted 





” 05) Ys to a proper and lawful use. That would in- 
complain terfere with the rights and privileges of the 
ts below, public.” 
port de- vos j 
 Mepeaia Of course, these cases recognize the rule that 
a PPTs where two persons knowingly co-operate to in- 
— fringe a patented combination, they are guilty of 
ld not be contributory infringement, but it is clear from the 
hes of decisions quoted that any one has a right to manu- 
His pat facture, sell and use an unpatented article, and 
be in- the mere fact that that article may be used or is, r 
must be in fact, used in the patented combination, is not 
cannot be sufficient ground upon which to hold the vendor | 
pontiples guilty of contributory infringement. This would i 
ad interfere with the rights and privileges of the 
~ public. Even in the patented combination the use 
26 Fed., may be a lawful use, since a purchaser of the pat- 
3)5— ented combination may, without infringement, ex- i 
ie appel- ercise his rights in regard thereto. 
t that it 
self, but = ' 
isin for 
‘es fit to 4 
any evi- = / 
‘se, if it i 
provision 1 
‘in of a ; 
it vould 1 
ected in- 
e by an- 
j 
w | 
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POINT EIGHT. 


{ 
“" 
Complainants and their licensees, 

by selling the sound reproducing ap- 

paratus of claim 35 of the patent in ‘ 
suit, impliedly licensed the purchas- 

er thereof to combine a suitable rec- | 
ord therewith, in every case where \ 
the apparatus was sold without a 
sound-record combined therewith, 

and for that purpose to purchase 


such a record from persons other 
than complainants or their licensees. 3 
This proposition is raised by assignment of 


error No, 22 (supra, p. 54), which reads as fol- 
lows ;— 


“22. In not holding that complainants and 
their licensees, by the selling of the elements, 
other than the record, of claim 35 of the 
patent in suit, impliedly licensed the purchaser 
thereof to combine a suitable record with such 
purchased elements, and for that purpose to 
ons other than 








purchase such a record from p: 
complainants or their licensees. 






“It is to be observed that it is not necessary for 
defendant to establish this proposition in order to 
secure a reversal of the judgment or decree finding 
defendant in.contempt; because the finding of the 
Circuit Court was that defendant had violated the 
injunction solely by selling records for use on ma- 
chines which complainants and their licensees had 
sold combined with records. It is clear, however, 
that if the above proposition be correct, and under 
the authorities hereafter cited it is submitted that 
it is correct, the judgment or decree finding defend- 
ant in contempt must be reversed. 


sian aii 
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In Morgan Envelope Co. y. Albany Paper Co., 
152 U. S., 425, 482, (considered supra under Point 
One, p. 75), this Court sai 





; 
“The real question in this case is, whether, 
a conceding the combination of the oval roll with 
the fictures to be a valid combination, the sale 
of one element of such combination, with the 
intent that it shall be used with the other 
element, is an infringement. We are of the 
opinion that it is not.” 


- The cases involving contributory infringement, 
this Court, continuing, said (p. 432) ;— 


“have no application to one where the element 
made by the alleged infringer is an article of 
manufacture, perishable in its nature, which 
it is the object of the mechanism to deliver, 
and which must be renewed periodically, when- 
” ever the device is put to use.” 


If a log were an element of a patentable 
mechanism for sawing such log, the purchaser of 
the sawing-device would not, said this Court, be 
obliged to buy his logs from the patentee. So 
in the case at bar, since the sound record is a tem- 
porary element of the combination which must fre- 
quently be renewed at short intervals, whenever the 
sound reproducing apparatus is put into use, the 
~ | object of the apparatus being to deliver the sound 

from the sound record, the purchaser of the sound 

reproducing apparatus from the patentee is, for the 

same reason, under no obligation to purchase his 
- sound-records from the patentee. 

The sound-reproducing apparatus operates upon 
the record, as Judge Wallace remarked (con. rec. 
p. 94), just as the saw operates upon the log. Jn 
each case, when the operation of the machine is 
finished, the thing operated on, the record or the 
log, must be replaced. 

3 Of course, if the sound-record itself were the sub- 
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ject of a valid patent, it would to use the words of 
this Court, 


“be an infringement of that patent to pur- 
chase such product of another than the pat- 
entee; but if the product (here the sound-rec- 
ord) be unpatentable, it is giving to the pat- 
entee of the machine the benefit of a patent 
upon the product, by requiring such product 
to be bought of him.” 


Judge Wallace, when deciding the Morgan En- 
yelope Co. case in the Circuit Court, also said, as 
shown supra at p. T1;— 
“The sale of the paper to those who have a 
lawful right to use the firture, and to use both a 
the fixture and paper together, is not an inva- 
sion of the rights of the complainant.” 


This interpretation of the decision of the Su- ire 
preme Court in the Morgan Envelope Company 
case is one which has been given by the courts. 
In Heaton Co, v. Eureka Co., TT Fed., 288, 300 
(C.C.A.) the court, referring to the Morgan En- 
velope Company case, said ;— H 


“The sale of the machine involved and im- i 
plied the right of use of the material with } 
which it was to be combined; and this is 
shown by the case of Wilson v. Simpson, 9 
How. 109, which is cited by Mr. Justice 
Brown as a case sustaining his conclusion. 

* * * Tt is held that the conveyance of the 

machine itself, with the knives in it, implied 

the right on the part of the purchaser to renew woe 
or replace the knives necessary for the enjoy- 

ment and use of the whole machine during its 

natural life.” 


In Edison El. Co, y. Peninsular Co., 101 Fed. 
831, 836, (C.C.A.), the same court said;— 


“To restrict the right of a purchaser of an 
apparatus embodying a patented invention to 
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e words of use it for the purposes for which it is pecu- | 
liarly adapted, there must appear some ex- 

wal press or implied agreement by which the | 

it to pur- mode or time or place of use has been limited ; { 
» the pat- and this was the principle upon which the 
soand-rec- eee Button-Fastener Case, cited above was de- 
'o the pat- cided. But there may be circumstances under 
f a patent which the sale by a patentee of one patented 
h product article will carry with it the right to use an- 
: : other in co-operation with the first, although 
the thing be covered by a second patent. 

“rin En- Thus, if the article sold be of such peculiar 

w said, as construction as that it is of no practical use 
unless it be used in combination with some 
subordinate part covered by another patent of 

‘ho have a the vendor, the right to use the latter in co- 

o use both a operation with the former might be implied 

an inva- . from circumstances, It is a general principal 

t” ' of law that a grant necessarily carries with it 

, that without which the thing granted cannot 

f the Su- ~ eo 7 be enjoyed.” 

ane In Thomson-Houston Co. v. Illinois Co., 152 Fed. 

| 288, 300 631, C.C.A. (8S. C. 143 Fed,, 584, 539, C.C.), it 
wmhin’ Boe was held, following Edison El. Co. vy. Peninsular 

va Co., supra, as stated in head note 1;— 

d and im- “The sale of electric engines, which could 

erates only be used by the purehaser in connection 

ids thts de with a trolley switch or device covered by a 

‘iicpson, 9 patent owned by the seller, without any re- 

e rualiee striction in the contract, carried with it an im- i 
onelaaion. plied license to use such device, not only with i 
nee of the the engines so sold, but as well with others | 
t implied bought from other makers, and the seller can- 
ato renew Wi cas not claim such use to be an infringement; nor H 
the, enjoy. is it material that it usually restricted the 
during its right to use in connection with its own engines ‘ 

or cars, where no notice of such custom was j 
ae given to the purchaser.” i 

oo Fed. In Roosevelt v. Western El. Co., 20 Fed. 724, 

ae Judge Wallace said ;— | 


is) of an 


peter “Where the article is of such peculiar char- 
fention to. 


acteristics that it cannot be dealt in as a trade 
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commodity, and cannot be used practically at | 
all, unless as a part of another patented article H 
of the vendors, it would be preposterous to sup- { 
pose that the parties did not contemplate its 
use in that way. It would be against good con- 
science to allow an injunction to a vendor un- 
der such circumstances. He would be estopped 
from asserting a right which the purchaser 
must have understood him to waive.” 





How much stronger is the case with the un- 

patented sound record. ] 
Of course, the rule here contended for, under T 

the Morgan Envelope Company case, applies only x 

to the rights of the purchaser to combine with the 

parts of the combination purchased from the pat- 4 

entee, an unpatented temporary element of the com- 

bination necessary for the use and enjoyment of 

the parts purchased. It would not apply in a 

case where the purchaser had purchased from 

the patentee only the unpatented, temporary ele- 

ment of the combination. The implication arising 

from the purchase of the temporary element would 

clearly be, as in the Amet and Leeds cases con- 

sidered supra pp. 105, 108, that the temporary ele- 

ment was to be used as a substitute for the same el- 

ement in the patented combination in order to re- 

store or otherwise continue the combination in use. 

From the purchase of a temporary element, no im- 

plied right could be derived to construct the per- 

manent elements constituting the durable parts of 

the combination.. When, however, a durable ma- 

chine, constituting the permanent part of a pat- 

ented combination, is sold by the patentee, the pur- 

chaser necessarily acquires the right of combining 

with the purchased durable machine any element, 

such as a temporary element, which must frequently 

be renewed, necessary for the use and enjoyment 

of the machine. 
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ii POINT NINE, 
The finding of the Circuit Court 
‘places an intolerable burden upon 
taal ” 


defendant's conceded right to make 
and sell the unpatented sound-rec- 
ords of the prior art. 


(See assignment of errors, Nos. 11, 17, supra, 
ba p. 54). 

Upon this point the attention of the Court is re- 
spectfully called to the forcible opinion of Judge 
Wallace in Thomson-Houston Co. v. Kelsey Co., 
75 Fed. 1005; also to the opinion of this Court in 
w Cortelyou v. Johnson, 207 U. S. 196, and other cases 

cited supra, pp. 112-113. 
- The learned Circuit Judge, in his opinion (con. 
Tec, p. T4), says;— 


» 





“No effort to restrict the use to which de- 
fendant’s discs should be put by notice on their 
face or otherwise was made until after motion, 
and the affidavits are not as satisfying as they 
might be that such notice has since been af- 
fixed; and such notice might fairly go further 
and advise the purchasers that to use it on one 
of complainant’s machines would make the 
¥ q user an infringer.” 


Since the Circuit Court found defendant in con- 
tempt for a violation of the preliminary injunction, 
defendant has sold its sound-records subject to the 
following restriction set forth upon a label affixed 
to each record ;— 


- “This record is sold for use on all mechan- 
ical feed-device machines and upon all licensed 
Victor, Columbia and Zonophone machines 
and all other machines licensed under U. 8. 
patent No. 534,543 in replacement of any worn 
out or broken record thereof. Any other use 
of this record will be a violation of the condi- 
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tions under which it is sold and an infringe- 
ment.” 


The order partially staying the preliminary in- 
junction, pending the review by. this Court, permits 
defendant to sell “disc sound-records for use in the 
United States upon machines sold by complainants 
and their licensees, toyether with dise sound-rec- 
ords” (con. rec. p. 77). 

Clearly defendant's right to sell its dise sound- 
records subject to the restrictions set forth on the 
label above quoted is beyond question; and the de- 
fendant’s right is broader than the restriction set 
forth on the label. The right granted by the stay 
is also broader than the restriction set forth on 
the label; and defendant’s right is broader than the 
right granted by the stay. 

But why, it may be asked, should the learned 
Circuit Judge have held that defendant, in selling 
the unpatented sound-record of the prior art, was 
under any obligation to sell its sound-records sub- 
ject to a restriction set forth upon a label affixed 
thereto? How is it that complainants, through the 
invention of an improved machine for use in repro- 
ducing sound from the records of the prior art, has 
acquired the right to compel all makers and sellers 
of records to affix labels to the records sold, re- 
stricting the right of use of the records? 

While it may be that a patentee may sell 
his patented article subject to a valid restric- 
tion as to the use thereof, and that a purchaser, 
who by contract with the patentee, agrees to 
observe the restriction and acquires the right 
to the patented article subject to the restriction, 
must use the purchased patented article only in 
accordance with the restriction under which he 
purchased it; it is an entirely different matter, con- 
stituting an intolerable burden on legitimate busi- 
ness, to hold that one not in privity with the pat- 





| 
| 
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entee, the maker and seller of an unpatented article 
of the prior art, adapted for a legitimate use, for 
many legitimate uses, or fur any legitimate use 
other than a use in the patented combination, 
though even that use may be lawful, shall be 
obliged to deal in the article at his peril, merely 
because a patent has been issued for an improved 
apparatus designed for use in connection with the 
unpatented article of the prior art. Everybody 
has a right to make, to use and to sell a dise sound- 
record. Everybody has a right to purchase such a 
dise sound-record. Everybody has a right to con- 
struct or to purchase a feed-device machine or any 
machine other than the machine of the patent in 
suit, for use in connection with the disc sound- 
record. Why, then, is defendant not at liberty 
freely to sell its dise sound-records on the open 
market, without restriction and without inquiry as 
to the intended use thereof? 

The remarks of this Court in Cortelyou v. John- 
son & Co., 207 U. S., 196 (S. C. 145 Fed. 933), 
clearly indicate that the intolerable burdens and 
unwarrantable restrictions which are fettering 
commerce in unpatented articles will no longer be 
sanctioned or enforced by the courts. Privity 
with a wrong-doer is not to be inferred from the 
exercise of a legal right. The manufacture and 
sale of many articles is legal and does not become 
illegal because certain uses thereof are prohibited 
by law. To hold the seller of a knife guilty, be- 
cause the purchaser commits an unlawful and pro- 
hibited act therewith, would be an absurdity (cf. 
75 Fed., 1011, per Wallace, C. J.). For the same 
reason there is no legal principle which prohibits 
defendant from making the unpatented sound-rec- 
ord of the prior art and selling it on the open mar- 
ket without restriction and without inquiry as to 
the use which the purchaser intends to make of 
the purchased record. 


Raymond R. Wile 
Research Library 


aon ‘ . P 








128 


In Welsbach Light Co. v. Union Incandescent 
Light Co., 101 Fed. 181 (C.C.A.), the court 
affirmed the principle here contended for. That 
case involved a patent for a process. Infringers 
of the process sold the product to the defendant 
and the learned Circuit Judge (Judge Lacombe) 


enjoined the defendant (see record on appeal, p. 


71), 


(a) from the sale or use of the purchased 
product, except such as shall be shown to 
have been made by others before the entry of 
the order; and 


(b) from the sale or use of the product of 
the process, except as stated under (a), unless 
shown to have been made in a foreign country. 


Judges Wallace and Shipman, in a per curiam 
opinion, held this to be error and said; 


“That part of the order appealed from re- 
straining the defendant, during the pendency 
of the action, from selling any incandescent 
mantels, ‘except such as shall be shown to have 
been coated by others,’ can only be justified 
upon the theory that the patent for infringing 
which the suit was brought was a patent for 
a product or manufacture, and not one for a 
process. If it was a patent for a process, it 
would not be infringed by selling the product, 
and no conditions should have been annexed 
to the exercise of the rendor’s rights. The 
broad proposition that the vendor of a product 
which has been made in infringement of a pat- 
ented process is an infringer, or liable to any 
ettent to the patentee, is untenable and does 
not require discussion. The patentee’s remedy 
is against the manufacturer. Merrill v. Yeo- 
mans, 94 U. S. 568." 
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POINT TEN. 


The question raised in the Circuit 
Court upon the motion to punish 
defendant for contempt was an en- 
tirely new question. The act for 
which defendant was held to be in 
contempt was not included in the 
preliminary injunction or the decree 
therefor. Under such circumstances 
the motion should have been denied 
and complainants left to raise the 
2 question by appropriate proceedings 

other than a motion to punish for 
contempt. 


(See assignment of errors, Nos. 2, 9, 10, 27, 28, 
29, supra, p. 54). 

The questions raised in the prior suit and upon 
the motion for injunction in this suit have been 
fully stated (supra, p. 10). The injunction has 
also been set forth (supra, p. 9). Defendant was 
enjoined from manufacturing, selling and using, or 
in any way disposing of the apparatus or devices 
specified in claims 5 and 35 of the patent in suit, 
and from using or employing in any way the 
method specified in claim 5. This clearly meant 
that defendant was enjoined from making, selling 
and using the combination specified in claim 35. 
There was no provision enjoining defendant 
broadly from infringing claims 5 and 35. The de- 
cree was specific, enjoining the making, selling and 
using of the combination held to be an infringement. 

Defendant was not enjoined from selling sound 
records; nor was defendant enjoined from selling 
sound-records with the intent that the same should 
be used “in machines (other than ‘mechanical feed’ 
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machines) sold by complainants or their licensees 
combined with such records, for use in carrying out 
the method of claim In the prior suit and in 
this suit, on the motion for injunction, the proof 
of sole infringement was that the defendant had 
sold and used a machine, combined with a record, 
neither of which had been made or sold by com- 
plainants, or their licensees. Such was the in- 
fringement charged and found by the courts and 
such was the infringing act enjoined. Neither 
in the prior suit, nor on the motion for injunction 
in this suit, was it charged or found that defend- 
ant infringed by selling sound records for use in 
machines sold by complainants or their licensees 
combined with records, nor was any evidence what- 
ever introduced to show that the sound-record ivas 
or was not a temporary element of the combination 
of the patent in suit, or to show that tie sound-re- 
producing apparatus of the patent in suit was or 
was not constructed or sold with the intention that 
the record should frequently be replaced, or to show 
any of the other matters material for the determina- 
tion of the question raised for the first time upon 
the motion to punish for contempt. As will be seen 
from the following cases, a motion for attachment 
for contempt is not adapted to the trial of a new 
question, and the law is well settled, tiat all such 
motions, depending upon the trial of a new ques- 
tion, should be denied. 

In Enterprise Co. r.Sargent, 48 Fed., 453, 454, 
Judge Shipman said ;— 





“Notwithstanding the character of the plain- 
tiff’s suggestions, it is true that this is a mo- 
tion for contempt for violation of an injune- 
tion order, and that the former opinions of 
the court were not directed to the structure as 
now modified, and that, to a certain extent, a 
new question has arisen which requires the 
court to re-examine the self imposed limita- 
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it all such Townsend, having found contributory infringe- 
new ques- ment of the combination claims of the patent, 
specifically enjoined the making or selling of the 

, 453, 454, articles which contributed to the infringement of 
< the combination claims of the patent, to wit, 

tie plain: “trolley bases devised or intended to be used in in- 
a tb @ m6 fringement” (p. 1007). Thus the defendants were 
in injune- ~ of informed of the fact that they were enjoined and 
dinions of of what they were enjoined from doing and ac- 
tucture as cordingly appealed to the Cireuit Court of Ap- 


cee & peals, with definite and specifie assignments of 
juires the 


2d" limita- 
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~ 
r licensees tions of the patent. A motion for attachment 
rrying out for contempt is not adapted to the trial of a 
it andiin ve question of this kind. 1am therefore of opin- 
uit al ion that the motion should be denied, but with- 
the proof out prejudice to the plaintiff's right to file a 
ndant had ar supplemental bill in the original suit, which is 
1 & record, i still pending, or to file an original bill, as it 
d by com- may be advised. Allis y. Stowell, 15 Fed. Rep. 
ia ihe ins 242; 3 Rob. Pat. 649.” 
-ourts and The courts have upheld the principle above 
Neither stated in such a variety of cases that a citation of 
ii junction a few only of them is all that is necessary ;—Bate 
at defend- v. Hastman, 11 Fed., 902, (Blatchford, C. J.) ; 
for use in Allis y. Stowell, 15 Fed., 242, 244, (Dyer, J.); 
r licensees Temple Pump Co. v. Goss Co., 31 Fed., 292, (Blod- 
ence what- vos gett, J.); Truar y. Detweiller, 46 Fed., 117, 
record was (Lacombe, C. J.) ; Bonsack Mach. Co. y. National 
ymbination » Co., 64 Fed., 858, (Lacombe, C. J.) ; United States 
2 sound-re- ss Co. v. Spalding, 93 Fed., 822, (Wheeler, D. J.). 
wit was or It should be observed, moreover, that in cases 
ution that where contributory infringement has been found, 
or to show ' the decrees of the courts have invariably been so 
derermina- framed as to show explicitly what the defendant 
time upon was enjoined from doing and was permitted to do. 
rill be seen P An example of this is Thomson-Houston Co. vr. Kel- 
ttachment sey Co., 75 Fed. 1005 (C.C.A.), cited and quoted 
| of a new supra under Point Two (p. 80), where Judge 


error, The Circuit Court of Appeals held the in- | 
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| 
if 
junction to be too broad and specifically modified | 
the order so as to state explicitly that defendants | 
were not enjoined “against the sale of trolley | 
stands by way of replacement of broken stands, i 
or. stands worn by use, or substitution for trolley 
stands previously sold: by complainant to pur- 
chasers from it” (p. 1010). 
In the case at bar, defendant appealed from the 
decree for injunction herein, and that decree is 
now before this Court for review in Case No. 80, 
but obviously defendant did not, and could not on 
the said appeal, by any possibility whatever, make 
an assignment of error to the effect that the 
Cireuit Court had erred in enjoining defendant 
from selling sound records for use on machines 
sold by complainants or their licensees combined | 
with records. No such provision was contained 
in the decree, . 
It requires no citation of authority to show that 
an injunction must be clear and explicit. The de- 
fendant should know what it is he is enjoined 
from doing. “To sustain proceedings for con- 
tempt the order should be clear and certain in its 
terms” (Brown J., in Jn re Cary, 10 Fed. 622, 626 
and cases cited). In the case at bar the act for 
which defendant has been held to be in contempt 
was a perfectly legal act and in no sense an in- 
fringement of the patent and was not, moreover, an 
act included, either expressly or by implication, in 
the injunction or decree therefor. For the reasons 
stated, and for each of them, the learned Circuit . 
Judge erred in holding defendant in contempt. 
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POINT ELEVEN. 


Complainants presented no proof 
whatever that the sound-records 
sold by defendant were in a single 
instance used or intended to be used 
in any infringement of the claims in 
suit; no proof whatever that the 
sound-records sold by defendant 
were used for the reproduction of 
sound on any machine of any con- 
struction. The mere making and 
selling of an unpatented article is 
not an infringement of a claim for a 
combination of which that article is 
an element. 


(See assignment of errors, Nos. 4, 5, 6, 11, 12, 
14, 17, 19, 27, 28, 29, supra, p. 54). 

There being no substantial evidence to sustain 
the judgment for contempt, this Court can look 
into the evidence to ascertain that fact (Cortelyou 
v. Johnson, 207 U. S., 196; Turnbull v. Ross, 141 
Fed. 649; Sivenson v. Cunningham, 157 Fed, 753, 
754). 

The moving papers are entirely silent upon the 
question of any use whatever, of the sound records 
purchased from defendant. In fact it would ap- 
pear that they have never been used, since they 
were merely purchased and offered in evidence. 
They could, concededly, have been used in several 
ways without infringement. Hence it was error to 
find that defendant had violated the injunction 
without affirmative proof that the purchasers of de- 
fendant’s records intended to use them in infringe- 
ment of the patent and that defendant at least had 
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knowledge of such intention (Shickle Co. v. St. 
Louis Co., 77 Fed. 739, 743). Coneededly, for ex- 
ample, if the purchasers intended to use the records 
to replace, in the combination purchased from com- 
plainants, records that were broken or worn out by 
use, there was no infringement. The evidence did 
not show that the purchasers did not intend to make 
such use of the records. 

In Standard Co. y. Computing Co., 126 Fed., 
639 (C. C. A.), the court said (p. 653): 


“Of course, if it made or sold scales having 
peculiar provision for the intended incorpora- 
tion therein of a valid patented device of the 
appellee, it would be liable as a contributory, 
if the expected incorporation should there- ap, 
after be made by another, But if it makes or 
sells scales having simply adaptations for a 
proper adjustment, such as was known in the 
art, it would not be liable if another person 
should of his own volition put into the scales \ 
a form of adjustment patented by the ap- ! 
pellee.” 
Referring to the moving affidavits, it appears 

from the affidavit of Luck (p. 10) that defendant 

continued to sell sound-records; of Hemenover 

(p. 12) that defendant continued to sell sound- 

records; of Platz (p. 13), a dealer in complain- 

ants’ machines and records exclusively, that de- 

fendant continued to sell sound-records; of Bennett 

(p. 16) that defendant continued to sell sound- 

records and that Bennett possessed one of com- 

plainants’ machines; and of Thompson (p. 18) oe 

that defendant continued to sell sound-records and 

that Thompson inquired whether defendant’s rec- . 

ords could be used “on a talking machine of the a? 

manufacture of the Victor Talking Machine Com- 

pany.” 

Waiving for the present the facts that both 
Bennett and Thompson were informed as to de- 
fendant’s mechanical feed-device machine (aff. 
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Co. v. St. Bunker, p. 60), and that Bennett and Thompson 
lly, for ex- F haye not correctly or fully stated the conversations 
the records sie which they had with Mr. Bunker who was not an 
from com- employe of defendant (aff. Bunker, p. 60; p. 62), 
orh out by p : and that Mr. Bunker did not possess a Victor ma- 
idence did chine (p. 60), it appears from the two affidavits of 
nd to make Bennett (pp. 16, 19) and the affidavit of Thompson 
(p. 18) that neither of them indicated to Mr. 
126 Fed., Bunker what sort of machine they had in mind 
i when they asked whether defendant’s sound-record 
les having could be used “on a talking machine of the nice: 
incorpora- facture of the Victor Talking Machine Company” 
vice of the (p. 18; p. 19), and were informed by Mr. Bunker, 
itributory, not an employe of defendant, “that defendant’s 
uld there- 2 records could be played upon such mechanical 
“makes or feed device machine and other suitable machines” 
ons for a ; ( : 
‘wn in the P. 60; p. 61). 
‘er person ala) Moreover, there is no suggestion in the affidavits 
the scales or proofs throughout the record, that defendant's 
y the ap- records were sold or purchased for the purpose of 
ad increasing the repertory of tunes of the purchaser 
t appears rather than as substitutes for worn out discs; nor 
defendant does the judgment or decree holding defendant in 
femenover contempt make any such finding. The judgment 
all sound- is that defendant violated the injunction in that 
ecnplain- it sold records for use “in machines (other than 
that de- ‘mechanical feed’ machines) sold by complainants 
f Bennett or their licensees combined with such records” (p. - 
‘11 sound- 75). Upon such evidence and such finding the 
> of com- learned Circuit Judge found defendant in con- 
‘p. 18) a tempt. 
cords and This was clear error. 
ant’s rec- . 
ne of the a 
‘ine Com- 
has both ! 
as to de- 
ine (aff. 
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POINT TWELVE. 


The record in the contempt pro- 
ceedings includes the record in the 
injunction proceedings. The patent 
in suit having expired before the suit 
was begun, the Circuit Court was 
without jurisdiction to entertain the 
suit. The claims in suit, moreover, 
are void. Hence the judgment find- 
ing defendant in contempt (a) was 
void, because beyond the jurisdiction 
of the Court, and (b) should be set 
aside, because, the claims being 
void, the injunction was improperly 
granted. 


Under Point Fourteen (p. 249) of petitioner's 
brief on the injunction branch of this suit, No. 80, 
Root v. Railway Co., 105 U. 8. 189 and other cases 
are cited showing that the Circuit Court had no 
jurisdiction to entertain this suit in Equity since 
the patent had expired before the suit was begun. 
In the other points of said brief, it is shown that 
claims 5 and 35 of the patent in suit are void for 
the reasons there stated. Hence the judgment find- 
ing defendant in contempt was void because be- 
yond the jurisdiction-of the court and the claims 
in suit being void, the judgment finding defendant 
in contempt should be set aside. One-half of the 
fine imposed is by the judgment to be paid to com- 
plainants and the other half is to be paid to the 
United States (con. rec., p. 75). Defendant is, 
therefore, entitled to a review of the judgment by 
writ of error (Jatter of Christernsen Engineering 
Co., 194 U. 8. 458; Bullock Co. v. Westinghouse 
Co., 129 Fed. 105). 
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. Upon the point that the judgment for contempt 
should be set aside upon reversal of the decree for 
injunction, the following cases, though decided 
{ before the act of March 3, 1891 establishing the 
‘ P. Cireuit Courts of Appeals, may be referred to (er 
- _ parte Fisk, 113 U. 8., 713; Worden v. Searles, 121 
U.S., 14; In re Sawyer, 124 U. S., 200; In re Ayers, 
123 U. S., 443). Under the act of March 3, 1891, 
\ this Court has jurisdiction by the granted writ of 
certiorari, to review the entire proceeding. 


{ CONCLUSION, 


The order affirming the judgment 
or decree finding defendant in con- 
tempt should be reversed with costs 
and the cause remanded to the Cir- 
cuit Court, with directions to dis- 





{ charge the rule to show cause. \s 
Respectfully submitted, 
a | LOUIS HICKS, 
| Counsel for petitioner. 
| = 
| 
| 
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LEEDS & CATLIN COMPANY, Petitioner, 
v 
VICTOR TALKING MACHINE COM- 
PANY and United States Gramophone 
Company. 


(See S. C. Reporter’s ed. 325-337.) 
Patents — infringement — purchaser's 


right to repair or replace element. 
The sale of disc sound records which, 


. though themselves unpatented, form an es- 


sential element of the combination covered 
by claims § and 95 of the Berliner patent 
o. 634,543, for sound-producing apparatus, 
with the intention that such discs be used 
in such patented combination, cannot be 
justified under the purchaser’s right of re- 
air and replacement. 


For other cases, see Patents, XII. g in Di- 
gest Sup, Ct. 1908.) & 


(No. 81.] 


Argued January 18, 1909. 
19, 1909, 


Decided April 


N ‘WRIT of Certiorari to the United 
States Circuit Court of Appeals for 

the Second Circuit to review a judgment 
which affirmed a judgment of the Circuit 
Court for the Southern District of New 
York, imposing a fine for a violation of an 
injunction granted in a suit to restrain in- 
fringement of a patent. Affirmed. 

See same case below, 83 C. O. A. 170, 154 
Fed. 58. 

‘The facts are stated in the opinion. 


Mr. Louis Hicks argued the cause and 
filed a brief for petitioner: 

There is no distinction whatever between 
the question here involved and the question 
involved in Morgan Envelope Co. vy. Albany 
Perforated Wrapping Paper Co. 40 Fed. 577, 
152 U. 8. 425, 38 L. ed. 500, 14 Sup. Ct. 
Rep. 627, See also Wilson v. Simpson, 9 
How. 109, 125, 13 L. ed. 66, 73; Goodyear 
Shoe Machinery Co. v. Jackson, 55 L.R.A. 
692, 50 ©. C, A. 169, 112 Fed. 150; Aiken 
y. Manchester Print Works, 2 Cliff. 435, 
Fed. Cas. No. 113; Wagner Typewriter Co. 
v. F. 8. Webster Co. 144 Fed. 405. 

‘The aaer of a patented combination 
has the legal right immediately to substi- 
tute for an important or essential element 
of the combination one which he conceives 
to be better suited to his purposes, even 
though such element was intended to be per- 
manent; and anyone has an equal right to 
make and sell such elements to such pur- 
chaser for such purpose. 


Nore. — On contributory infringement of 
tents—see notes to Edison Electrie Light 
. v. Peninsular Light, Power, & Heat Co. 
430. C. A. 485, and Aolian Co. y. Harry 


Supreme Court of tHe Unrrep Srares. 


‘Ocr. Teas, 


Thomson-Houston Electrie Co. v. Kelsey 
Electric Railway Specialty Co, 22 0. C. A. 
1, 45 U. S. App. 95, 75 Fed. 1005; Chaffee 
v. Boston Belting Co. 22 How. 217, 16 L. ed. 
240; Wilson y, Simpson, 9 How. 109, 13 L. 
ed, 66; Mitchell v. Hawley, 16 Wall. 544, 
548, 21 L. ed. 322, 323, 

The patented sound-reproducing appara- 
tus, forming the combination of claim 35 
of the patent in suit, passes out of the mo- 
nopoly of the patent and the protection of 
the patent laws of the United States when 
sold unconditionally by complainants or 
their licensees. 

Bloomer v. MeQuewan, 14 How. 539, 549, 
14 L. ed. 532, 537; Adams v. Burke, 17 
Wall. 453, 456, 21 L. ed. 700, 703; Edison 
Electrie Light Co. y. Peninsular Light, 
Power, & Heat Co. 43 C. C, A. 479, 101 Fed. 
835; Hobbie v. Jennison, 149 U. S. 355, 37 
L. ed. 766, 13 Sup. Ct. Rep. 879; Keeler 
v, Standard Folding Bed Co. 157 U. 8. 659, 
39 L, ed. 848, 15 Sup. Ct. Rep. 738; Daim- 
ler Mfg. Co. v. Conklin, 160 Fed. 679. 

A careful reading of the cases wherein 
contributory infringement has been found 
will show that, in each case, stress has been 
lnid upon the fact that the article made and 
sold by the defendant, held to be a contribu- 
tory infringer, was adapted for use only in 
the patented combination, or upon affirma- 
tive proof of a concert of action between 





two infringers, acting without legal right. - 


Bullock Electric & Mfg. Co. v. Westing- 
house Electric & Mfg. Co. 63 C. C. A. 607, 
129 Fed. 111; Cortelyou v. Charles E, John- 
gon & Co. 76 0. C. A. 455, 145 Fed. 933; 
Snyder v. Bunnell, 29 Fed. 48; Thomson- 
Houston Electric Co. v. Ohio Brass Co. 26 
C. ©. A. 107, 54 U.S. App. 1, 80 Fed. 712; 
Standard Computing Scale Co, v. Comput- 
ing Scale Co. 61 C. C. A. 541, 126 Fed. 639; 
Canda y. Michigan Malleable Iron Co, 61 C. 
C, A. 194, 124 Fed. 486, 

Complainants and their licensees, by sell- 
ing the sound-reproducing apparatus of 
claim 35 of the patent in suit, impliedly li- 
censed the purchaser thereof to combine a 
suitable record therewith in every case where 
the apparatus was sold without a sound- 
record combined therewith, and for that pur- 
pose to purchase such a record from per- 
sons other than complainants or their li- 
consees, 

Morgan Envelope Co, v. Albany Perforated 
Wrapping Paper Co. 152 U. 8. 425, 432, 38 
L. ed. 500, 503, 14 Sup. Ct. Rep. 627; 
Heaton-Peninsular Button-Fastener Co. vy. 
Eureka Specialty Co. 35 L.R.A. 728, 25 C. 
C. A. 267, 47 U. S. App. 146, 77 Fed. 300; 
Edison Electric Light Co. v. Peninsular 
Light, Power, & Heat Co. 43 C. C. A. 479, 
101 Fed. 836; Thomson-Houston Electric Co. 








H. Juelg Co. 86 C. C. A. 206. 
6 


vy. Illinois Teleph. Constr. Co. 81 C. C. A. 
213 U. s. 
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ort foxy ae Light Co. supra; Thomson-Houston Electric| titioner with a violation of such injunction. 
8 or their li- Co. v. Kelsey Electric Railway Specialty | A rule was issued against the Leeds & Cat- 
Co. 22 C. ©. A. 1, 45 U.S. App. 95, 75 Fed.| lin Company to show cause why an attach- 
ny Perforated 1005; Morrin v. Robert White Engineering | ment should not issue against it for con- 
. 425, 432, 38 Works, 138 Fed. 68; Red Jacket Mfg. Co.| tempt of court for violating the injunction, 
t. Rep. 627; v. Davis, 27 ©. C. A. 204, 53 U. 8. App.| which came on to be heard upon supporting 
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Amet, 74 Fed. 789, : record in No. 80, and in this court it is 
53 L. ed. 817 
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1908, Leeps & C. Co. v. Vicror 


473, 152 Fed. 631, 143 Fed. 539; Roosevelt 
v. Western Electric Co. 20 Fed. 724. 


TALKING Mace, Co. 329, 330 


The complainant, by the sale of the rv- 


producing apparatus of claim 35, does nit 


The finding of the circuit court places an| license the purchaser to buy from others a 


intolerable burden upon defendant’s conceded | su 
right to make and sell the unpatented sound- | so 
records of the prior art. . 


itable record, where the apparatus was 
Id without a sound record. 
Ibid. American Graphophone Co. v. Haw- 


Thomson-Houston Electric Co. v. Kelsey | thorne, 92 Fed. 516; Roosevelt v. Western 
Electric Railway Specialty Co. supra; Cor-| Electric Co. 20 Fed. 724; United Nickel Co. 


telyou v. Johnson, 207 U. S. 196, 52 L. ed.| v. 


California Electrical Works, 25 Fed. 475; 


167, 28 Sup. Ct. Rep. 105; Welsbach Light] Thomson-Houston Electric Co. v. Ohio Brass 
Co. v. Union Incandescent Light Co. 41 C.| Co. supra; Wallace vy. Holmes, 9 Blatchf. 


C. A. 255, 101 Fed. 131. 
17, 


85, 5 Fisher, Pat. Cas, 37, Fed. Cas. No. 


»100; National Phonograph Co. y. Fletcher? 


Mr. Horace Pettit argued the cause and 117% Natio 


filed a brief for respondents: 


There is no implied license, as the re- 


ihe decision: tn: Morgan ‘Hayelope!Go.'¥.) cancing apparatus, Ie Bot they eoainteta 
Albany Perforated Wrapping Paper Co. 40) Produeln epbs 


Fed. 577, 152 U. S. 425, 38 L, ed. 500, 14 


2 Robinson, Patents, § 825; United Nickel 


Bop. Ct: Rep; 62%) was never: intended “tol. cauitsenta wlactiloal Wari, wipta, 


be so sweeping and far-reaching as to in- 
elude the practically indestructible record 
dise of the combination of claim 35. 


The defendant, in selling records, infringes 


the process claim, 


‘Westinghouse Electric & Mfg. Co. v. Day- 


While an ordinary working part may be ton Fan & Motor Co. 106 Fed, 724, 


substituted on the doctrine of repair, a chief 
part of the combination, or a vital element 
thereof, cannot. 

Wagner Typewriter Co. v. F. S, Webster 
Co. 144 Fed. 405; Davis Electrical Works 
v. Edison Electrie Light Co. 8 C. C. A. 615, 
21 U. 8. App. 74, 60 Fed, 276, 

Defendant is an infringer in selling ree- 
ords where they are used or intended to be 
used on infringing reproducing apparatus. 

Thomson-Houston Electrie Co. v. Ohio 
Brass Co. 26 C, C. A. 107, 54 U. S, App. 1, 
80 Fed. 712; Wallace v, Holmes, 9 Blatcht. 
65, Fed. Cas. No. 17,100; Schneider - v. 
Pountney, 21 Fed. 309; Bullock Electric 
& Mfg. Co. v. Westinghouse Electric & Mfg. 


ion of the court: 


Ii defendant can sell one element of the 


combination, another defendant can sell 
the other. 


Strobridge v. Lindsay, 6 Fed. 510, 


Mr. Justice McKenna delivered the opin- 





This writ was issued to bring up for re- 


view the judgment of the circuit court, af- 
firmed by the circuit court of appeals, ad- 
judging ‘petitioner guilty of contempt of 
court for violating the injunction which 
has just been considered in No. 80 [213 U. 
S. 302, ante, 805,29 Sup. Ct. Rep. 495], and 
to pay a fine of $1,000, one half to the Unit- 


Co. 63 ©. ©. A. 607, 129 Fed, 111;|ed States and one half to complainants in 


Walker, Patents, § 407; Boyd v. Cherry, 
50 Fed. 279; Celluloid Mfg. Co. v, Ameri- 
can Zylonite Co. 30 Fed. 437; Alabas- 
tine Co. y. Payne, 27 Fed. 559; American 
Cotton-Tie Supply Co. v. McCready, 17 
Blatchf. 291, Fed. Cas. No. 295; Snyder v. 
Bunnell, 29 Fed. 47; Travers y. Beyer, 23 
Blatchf. 423, 26 Fed. 450. 

‘The docttine of repair has no application 
to the present suit. e 


the suit, respondents here, 


The injunction, as we said in the opin- 


ion in No. 80, enjoined petitioner, the Leeds 
& Catlin Company, from manufacturing, us- 
ing, or selling the method expressed in 
claim 5 of letters patent No. 534,543 to 
Emil Berliner, dated February 19, 1895, or 
the apparatus covered by claim 35. 


On the 15th of November, 1906, respond- 
nt Victor Talking Machine Company filed 


Davis Electrical Works v. Edison Electric| * petition in the circuit court, charging pe- 














Raymond R. Wile 
Research Librry 


en tren 








330-332 


stipulated that that: record shall be used as 
part of the record in the pending cases, and 
certain of the defenses there made are re- 
peated here, For instance, it is contended, 
and the record in No. 80 is adduced to 
support the contention, that (1) the patent 
in suit having expired before the suit was 
begun, the circuit court was without juris- 
diction to entertain the suit; (2) claims in 
suit being for the functions of a machine 
are void. And it is further contended that 
“hence the judgment finding defendant [pe- 
titioner] in contempt (a) was void because 
beyond the jurisdiction of the court; and 
(b) should be set aside because, the claims 
being void, the injunction was improperly 
granted.” These contentions are disposed 
of by thé opinion in No, 80, and we may} 
confine our discussions to the other defenses | 
made in the contempt proceedings. 

The facts are practically undisputed, and 
a detail of them is unnecessary. It is] 
enough to say that petitioner is a manufac 
turer of dise records, such as are described | 
in No. 80, That is, a record upon which is | 
inscribed a lateral undulating groove of 
even depth, which, when the dise is revovled, 
compels the reproducing stylus to be vi- 
brated and propelled across its face. 

It will be observed how important the 
record is to the invention embodied in the 
claims. It is the undulations in the side 
walls of the spiral groove which vibrate the 
stylus back and forth, transmitting the re-| 
corded sound waves to the diaphragm, at 
the same time propelling the stylus as it 
engages with the record. If a comparison 
may be made between the importance of the 
elements,as high a degree (if not a higher 
degree) must be awarded to the dise with 
its lateral undulations as to the stylus. It 
is the disc that serves to distinguish the in- 
vention—to mark the advance upon the 
prior art. “As to. the reproducing stylus,” 
as is said by respondent, “it is only neces: 
sary that it should be shaped for engage- 
331]ment with the record, *and so posi- 
tioned and supported as to be free to be vi- 
brated and propelled by the record.” 

‘The lower courts found that most of the 
sales (we quote from the opinion of the cir- 
cuit court of appeals) of the records by pe- 
titioner “were knowingly made . . « 
enable the owners of Victor talking ma- 
chines to reproduce such musical pieces as 
they wished by the combination of the Leeds 
& Catlin record with said machines; that 
the Leeds & Catlin Company made no effort 
to: restrict the use to which their records | 
might be put until after motion to punish 
for contempt had been made; that the only 
effort at such restriction ever made was to| 
insert upon the face of the record a notice to | 
the effect that such record was intended and | 
sold for use with the ‘feed-device machine;? | 
818 = 
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that the records sold by plaintiff in error 
[petitioner] were far more frequently 
bought to increase the repertoire of the 
purchaser's Victor machine than to replace 
wornout or broken records.” The “feed-de- 
vice machine” referred to by the court was 
a talking machine bought by petitioner 
after, as petitioner avers, the circuit court 
of appeals affirmed the injunction, and in 
connection with which it sold, as it also 
avers, and used, its sound records. The 
court assumed, for the purpose of the cause, 
that the feed-device machine might be re- 
garded as not infringing any of the rights of 
the Victor Company under the Berliner pat- 
ent. The court further found that it was es- 
tablished by the evidence that the dises 
were equally suitable for that machine as 
for the machine of the Victor Company, but 


‘that it “was not, at or before the time of 


beginning this proceeding, a practically or 
commercially known reproducer of musical 


lor spoken sound, whereas the Victor ma- 


chine, embodying the claims of the Berliner 
patent here under consideration, was at such 
times widely known and generally used, and 
that the plaintiff in error [petitioner] knew, 
and sold its records with the knowledge 
that, if its output was to be used at all by 
the public, it would be used with the Victor 
machine, and in the combination protected 
by the claims of the Berliner patent, above 
referred to.” And the court concluded that 
upon these “facts it was clear that pe-[332 
titioner had “made and sold a single ele- 
ment of the claims of the Berliner patent, 
with the intent that it should be united to 
the other element and complete the combina- 
tion; and this is infringement (HeatorMPen- 
insular Buttca-Fastener Co. v. Eureka Spec- 
ialty Co. 35 L.R.A. 728, 25 C. O. A. 267, 47 
U.S. Ap. 146, 77 Fed. 297); adopted by 
this court (Cortelyou v. Lowe, 49 0. C. A. 
671, 111 Fed. 1005).” 

Petitioner contests the conclusion and op- 
poses it by the principle which, it is con- 
tended, is established by cases in this court. 
as well as at circuit, that “the person who 
has purchased a patented combination from 
the patentee has the right to replace an un- 
patented clement of the combination, and 
for such purpose to purchase such element 





to|from another than the patentee or his li- 


censee.” To bring this principle in clear 
relief it is said that “the majority of the 
circuit court of appeals has held that such 
replacement of a single unpatented ele- 
ment of the combination is reconstruction, 
and not within the rights of the purchaser 
of the patented combination from the pat- 
entee.” And, to complete its argument, peti- 
tioner adds that where an inventor so ar- 
ranges the parts of his patented combina- 
tion that it cannot satisfactorily, successful- 
ly, or usefully be continued in use without 

213 U. 5. 


lll i ca 


| 








Raymond R. Wile * 


R 


esearch Library 





Wer. 1 
= 10s. Lreps & C. Co, v. Victor Taktsc Macw. Co. 332-334 


intiff in error | 


re frequently 
srttire of the 
han to replace 
The “feed-de- 
the court was 
by petitioner 
‘circuit court 
action, and in 
1d, as it also 
rewrds. The 
e of the cause, 
might be re- 
of the rights of 
® Berliner pat- 
that it was es. 


successive replacements of one of its ele-|far it has application under the facts of 
ments, “the replacement of such element, if | this record. 


unpatented, by the purchaser of the combi- 


Great stress is put upon Morgan Envel- 


nation from the patentee, is in accordance |ope Co. v. Albany Perforated Wrapping 
with the intention of the patentce, and not | Paper Co. supra. ‘That case was a bill in 
@ reconstruction of the patented combina- | equity for the infringement of three letters 


tion, but an act within the rights of the 
purchaser.” For these principles Morgan 
Envelope Co. v. Albany Perforated Wrap- 
ping Paper Co. 152 U. 8. 425, 38 L. ed. 500, 
14 Sup. Ct. Rep. Wilson v. Simpson, 9 
How. 109, 13 L. ed. 66; Goodyear Shoe Ma- 
chinery Co. v. Jackson, 55 L.R.A, 692, 50 
©. C. A. 159, 112 Fed. 146, are adduced. 
The question in the case, therefore, is 
single and dircet, and its discussion may be| 








patent,—one for a “package of toilet pa- 
per,” known as an “oval roll” or “oval 
king” package; one for a “toilet paper fix- 
ture,” and one for an “apparatus for hold- 


clared invalid for want of novelty, Of the 
other two it was said that they were prac- 
tically the same, and were for a “combi 
nation of the paper roll described *in(334 
the former patent, with amechanism for the 





cme brought to a narrow compass, Its solution| delivery of the paper to the user in an 
eas bu depends upon the application of some rudi- | economical manner.” It was conceded that 
Lapel mentary principles of patent law. the mechanism of the patents involved pat- 
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A combination is a composition of ele- 
ments, some of which may be old and others 
new, or all old or all new. It is, however, 
the combination that is the invention, and 
is as much a unit in contemplation of law 
as a single or noncomposite instrument. 
833]*Whoever uses it without permission is 
aninfringer of it. Whoever contributes to 
such use is an infringer of it. It may be 
well here to get rid of a misleading consid- 
eration. Itcan make no difference as to the 
infringement or noninfringement of a combi- 
nation that one of its elements or all of its 
elements are unpatented. For instance, in 
the case at bar the issue between the par- 
ties would be exactly the same, even if the 
record dise were a patented article which 


entable novelty, but it was contended that, 
it being constructed for the purpose of de- 
livering paper to users in convenient length, 
such a roll was not a proper part of the 
combination, and that, conceding it was a 
part of the combination, there was no in- 
fringement, The first contention, the court 
said, raised the question whether, when a 
machine is designed to manufacture, dis- 
tribute, or serve out to users a certain ar- 
ticle, the article so dealt with can be said 
to be a part of the combination of which the 
machine itself is another part. In comment- 
ing on the question the court expressed 
the view that, if the contention could be 
sustained, “it would seem to follow that 
the log which is sawn in the mill, the wheat 


iat - petitioner had a license to use or to which|which is ground by the rollers. the pin 
t (Heaton-Pen. respondent had no rights independent of his| which is produced by the patented ma- 
‘ees right to its use in the combination. in| chine, the paper which is folded and de- 
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- question’ is, What is the relation of the pur- 


other words, the fact that the dise sold by 
petitioner is unpatented does not affect the 
question involved except to give an appear- 
ance of a limitation of the rights of an own- 
er of a Victor machine other than those 
which attach to him as a purchaser. ‘The 


chaser to the Victor Company! What 
rights does he derive from it? To use the 
machine, of course, but it is the concession 
of the argument of petitioner that he may 
not reconstruct it. Has he a license to re- 
pair deterioration, and when dovs repair 
become reconstruction? It would seem that, 
on principle, when deterioration of an ele- 
ment has reached the point of unfitness, 
there is @ destruction of the combination, 
and a renewal of the element is a recon- 
struction of the combination. And it would 
also seem on principle that there could be 
no license implied from difference in the 
durability of the elements or periodicity in 
their use. This, however, is asserted: and 
we come to the consideration of the cases 


livered by the printing press,” might be 
claimed as an element of a combination. 
The court, however, refrained from express- 
ing an opinion upon the point, because it 
conceived that the facts of the case failed 
to sustain the charge of infringement. And 
this on the ground that the defendants in 
the suit had neither made, sold, nor used 
the patented mechanism, except #3 they pur- 
chased it from the patentee, and the only 
acts proven against them were that they 
sold rolls of paper of their own manufac: 
ture with fixtures manufactured and sold 
by the plaintiff, the fixtures having been ob- 
tained by defendants from the original pur- 
chasers of the patented combination; and 
also of selling oval rolls of paper of their 
own manufacture to persons who had previ- 
ously purchased fixtures and paper from the 
plaintiff, with the knowledge and informa- 
tion that the paper so scld was to be used 
in connection with plaintiff’s fixtures. ‘Ihe 
court stated the question to be whether, 
considering the combination of the oval roll 








upon which the assertion is based, and how 
53 L. ed. ° 
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j the sale of one element of such (italic 
H ours) a combination with the intention that 
! . it should be used with the other elements 


wasan infringement. The Answer was in the 
335]*negative. The court, however. stated, 
tt ~~that there were cases to the effect that the 
sale of one element of a combination with 
intention that it should be used with an- 
other was an infringement, but decided that 
they had no application to one where the 
element made by the alleged infringer was 
*“an article of manufacture, perishable in 
its nature, which it is the object of the 
mechanism to deliver, and must be renewed 
periodically whenever the device is put to 
use.” The case, therefore, is not a precedent 
for the decision of that at bar. Not one of 
\ the determining factors there stated exist 
| in the case at bar. If the operative relation 
| of the paper roll to the mechanism was as 
1 illustrated (and the court left no doubt 
that it was), that is, of the log to the saw 
in the mill, wheat to the rollers which grind 
it, pins which are produced by a patent ma- 
chine,—in other words, in no more operative 
relation than a machine and its product 
are,—the invalidity of the combination was 
hardly questionable. And, besides, it was 
made a determining circumstance that the 
paper perished by its use, and a periodical 
renewal was indicated to be a renewal 
“whenever the device was put to use.” The 
| ease has no principle or reasoning applica- 
ble to the case at bar. The combination in 
the case at bar is valid, as we have unhesi- 
tatingly declared, The function it performs 
is the result of the joint action of the disc 
and the stylus. The disc is not a mere con- 
comitant to the stylus; it coacts with the 
stylus to produce the result, Indeed, as we 
have seen, it is the distinction of the inven- 
tion, constituting, by its laterally undulat- 
ing line of even depth and the effect thereof, 
the advance upon the prior art. To con- 
found its active co-operation with. the mere 
passivity of the paper in the mechanism de- 
scribed in the Morgan Envelope Company is 
H not only to confound essential distinctions 
made by the patent laws, but essential dis- 
tinctions between entirely different things. 
Besides, the lower courts found that the 
discs were not perishable. As said by the 
court of appeals, by Judge Hough: “Disc 
j records are fragile, i. ¢., brittle and easily 
il broken; but they are not perishable, i. ¢., 
4 subject to decay by their inherent qualities, 
336Jor consumed by few uses *ora single 
i use. Neither are they temporary, i. ¢., not in- 
tended to endure; on the contrary, we find 
them capable of remaining useful for an in- 
definite period, and believe that they usual- 
ly last as long as does the vogue of the 
sounds they record.” 
Can petitioner find justification under the 
820 
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right of repair and replacement as described 
; in Wilson v. Simpson, 9 How. 109, 13 L. ed. 
66, and Chaffee v. Boston Belting Co. 22 
How. 217, 16 L. ed. 2407 The court of ap- 
peals, in passing on these cases, considered 
that there was no essential difference be- 
tween the meaning of the words “repair and 
replacement.” That they both meant resto- 
ration of worn-out parts. This distine- 
tion was recognized in Wilson v. Simpson, 
supra, where it is said that the language 
of the court in Wilson v, Rousseau, 4 How. 
709, 11 L. ed. 1169, did not permit the as- 
signee of a patent to make other machines 
or reconstruct them in gross upon the frame 
of machines which the assignee had in use, 
“put it does comprehend and permit the re- 
supply of the effective ultimate tool of the 
invention, which is liable to be often worn 
out or to become inoperative for its intend- 
ed effect, which the inventor contemplated 
would have to be frequently replaced anew, 
during the time that the machine as a whole 
might last.” But there is no pretense in the 
ease at bar of mending broken or worn-out 
records, or of repairing or replacing “the 
operative ultimate tool of the invention” 
which has deteriorated by use. The sales of 
| petitioner, as found by the courts below, 
and as established by the evidence, were not 
to furnish new records identical with those 
originally offered by the Victor Company, 
but, to use the language of Judge Lacombe 
sa the circuit court, “more frequently in 
order to increase the repertory of tunes 
than as substituted for worn-out records.” 
The right of substitution or “resuppl 
of an element depends upon the same test. 
The license granted to a purchaser of a 
patented combination is to preserve its tit- 
ness for use so far as it may be affected by 
wear or breakage. Beyond this there is no 
lir-nse. 
., It is further contended by petitioner that 
the dise records, *being unpatented arti-[337 
cles of commerce, which could be used upon 
the mechanical feed-device machine or ex- 
ported to foreign countries, or concededly for 
repair of machines sold by respondent, peti- 
tioner could legally sell the same. A detailed 
comment on this contention or of the cases 
cited to support it we need not make. The 
facts of the case exclude petitioner from the 
situation whichis the foundation of the 
contention, The injunction did not forbid 
the use of the records, except in violation of 
claims 5 and 35 of respondent’s patent. The 
judgment for contempt was based upon the 
facts which we have detailed, and they show 
a sale of the records for use in the Victor 
“an entirely voluntary and in- 














machine,— 
tentional” (to use the language of Judge 

Lacombe) contributory infringement. 
We have seen that the circuit court of ap- 
213 U.S. 
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als assumed, for the purposes of this 
Pluse, that the feed-device machine was not 
Sn infringement of the machine of the 

atent. We may asstme the same, and we 
tre relieved from reviewing the very long 
and complex affidavits submitted by the 
petitioner to explain the same, petitioner's 
relation to it, or its position in the art of 
sound reproduction. Petitioner was found 
guilty of selling records which constituted 
an element in the combination of the patent 
in suit, and for that petitioner was 
punished. Upon whatever questions or con- 
tentions may arise from the use of the feed- 
device machine we reserve opinion. 

We have not reviewed or commented upon 
the other cases cited respectively by peti- 
tioner and respondents in support of their 
contentions, deeming those we have con- 
sidered and the principles we have an- 
nounced sufficient for our decision. 

Judgment affirmed. 


338]*HENRY VAN GIESON, Appt, 
vy. 


Cc. B. MAILE. 
(See S. C. Reporter’s ed. 338, 339.) 


Judicial sale —setting aside — inade- 
quate price. 

A sale on execution in defiance of an or- 
der restraining the sale, made by the court 
rendering the judgment, will be set aside 
where the existence of such order, whether 
valid or not, was the cause of the very in- 
adequate price obtained. 

(For other cases, see Judicial Sale, V., in Di- 

gest Sup. Ct. 1908.] 

[No. 121.] 


Submitted April 6, 1909. Decided April 
19, 1909. 


APPEAL from the Supreme Court of the 
Territory of Hawaii to review a de- 
cree which, on appeal from the Circuit 
Court of the First Circuit in that territory, 
set aside a sale on execution, and ordered a 
Feconveyance upon payment into court of 
the amount of the judgment. Affirmed. 

See same case below, 18 Haw. 307. 

The facts are stated in the opinion. 


Mr. Henry Van Gieson, in propria per- 
tona, submitted the cause for appellant: 

Inadequacy of price alone is not sufficient 
to invalidate an execution sale. 

17 Cyc, Law & Proc. p. 1276; Graffam v. 
Burgess, 117 U. S. 180, 29 L. ed. 839, 6 
Sup. Ct. Rep. 686. 








‘OTE. —On setting aside judicial sales— 
fee note to Schroeder v. Young, 40 L. ed. 
U.S. 721. 
33 Led. 








The cause, in order to defeat the sale, must 
be attributable or traceable to the purchaser. 

17 Cye. Law & Proc. p. 1278; Carden v. 
Lane, 48 Ark. 216, 3 Am. St. Rep. 228, 2 
S. W. 709; Hudgins y. Morrow, 47 Ark. 
515, 2 S. W. 104; Adams v. Thomas, 44 
Ark. 267; Bach vy. May, 163 Ill. 547, 45 
N. E. 248; Thomas v. Hebenstreit, 68 Ill. 
115; Fletcher v. McGill, 110 Ind. 393, 10 
N. E. 651, 11 N. E. 779; Lehner v. Loomis, 
83 Iowa, 416, 49 N. W. 1018; Cavender v. 
Smith, 1 Iowa, 306; Iona Sav. Bank v. 
Blair, 56 Kan. 430, 43 Pac. 686; Jones v. 
Carr, 41 Kan. 329, 21 Pac. 258; Aldrich v. 
Maitland, 4 Mich. 205; Drake v. Collins, 5 
How. (Miss.) 253; Durfee y. Moran, 57 Mo. 
374; Knoop v. Kelsey, 121 Mo. 642, 26 S. W. 
683; Tripp v. Silkman, 29 Phila. Leg. Int. 
29; Westmoreland Guarantee Bldg. & L. 
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Mr. Justice Holmes delivered the opin- 

ion of thé court: 
This is a bill in equity, brought by the 
appellee to set aside a sale on execution to 
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